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CTC Legal Media

Mission statement
The Patent Lawyer and The Trademark Lawyer educate and inform
professionals working in the industry by disseminating and expanding
knowledge globally. They feature articles written by people at the top of
their fields of expertise, which contain not just the facts but analysis and
opinion. Important judgments are examined in case studies and topical
issues are reviewed in longer feature articles. All of this and the top news
stories are brought to your desk via the printed magazine or the website
www.patentlawyermagazine.com and www.trademarklawyermagazine.com

After another year of extensive research into the world’s leading
IP firms, we are proud to bring you our latest extensive
compilation with the 2022 Global IP Directory. 

This up-to-date and exclusive directory lists a host of intellectual
property firms from across the globe and does so in alphabetical country
order to make the process of searching as streamlined as possible.

CTC Legal Media continues to create this publication to support
and encourage intellectual property companies who want to actively
promote their expertise with international clients and gain new
business around the world. The publication is solely made up of
listings, advertisements, and editorials from those firms actively
seeking new business, in order to make your process of choosing a
suitable law firm as efficient as possible.

Don’t forget - all the information in this hard-copy publication is also
listed on our websites. To view the full comprehensive list or conduct a
concise interactive search by country or company, visit
www.patentlawyermagazine.com and
www.trademarklawyermagazine.com. All listings on our website will
have direct links to the required company’s email address, phone
number, and website.  

Be sure to also visit www.lslawmag.com to view the latest issues of
The Life Sciences Lawyer.

From all of us here at CTC Legal Media, we would like to thank the
entrants for the information they submitted to us, our readers for their
continued support, and all our clients for helping to compile this
extensive intellectual property directory. We hope you find it to be an
invaluable guide to the world’s IP firms, and we look forward to
working closely with you all in the future.

Best wishes for 2022 and beyond. 

The CTC Legal Media Team

Editor’s
welcome
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Regions and Countries covered by 
The 2022 Global IP Directory

The Americas
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Bolivia – p17
Brazil – p21
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Chile – p38
Colombia – p50
Dominican Republic – p55
Guatemala – p66
Guyana – p68
Honduras – p72
Jamaica – p96
Mexico – p109
Nicaragua – p120
Peru – p131
Trinidad & Tobago – p177
USA – p197

Europe

Belarus – p15
Bosnia & Herzegovina – p19
Bulgaria – p34
Cyprus – p53
Germany – p57

Greece – p59
Hungary – p75
Italy – p93
Portugal – p139
Romania – p143
Russia – p145
Slovakia – p151

Slovenia – p153
Sweden – p160 
Turkey – p179
UK – p187
Ukraine – p181

Asia

Afghanistan – p8
China – p41
India – p80
Indonesia – p90
Japan – p98
Malaysia – p104
Pakistan – p127
Philippines – p137
Sri Lanka – p156
Taiwan – p163
Thailand – p175
Vietnam – p199

The Middle East

Jordan – p100
Lebanon – p102
Oman – p125
Qatar – p141
Saudi Arabia – p149
United Arab Emirates – p185

Africa

Cameroon – p36
Morocco – p118
Nigeria – p122
Tanzania – p172
Zimbabwe – p203
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Afghanistan  

Tel: +93748492601
Mob: +93700005661
Web:  www.oac.com.af
Contact: Abdullah Sadiqi 
Email: info@oac.com.af or azizigroup1@gmail.com

A Law Firm specialized in providing 
a full range of Intellectual Property 
services in Afghanistan. 
We have 14 years experience in the Intellectual 
Properties laws and Services.

Our practice areas are Trademark Registration in 
Afghanistan and the Relevant Services of Trademarks, 
Patent and Copyright. 

We provide a full range of legal services.

Our Intention is your Success

Obaidullah
Asadi Legal Services Co., Ltd.LLLLttttdddd...

mailto:info%40oac.com.af?subject=
mailto:azizigroup1%40gmail.com?subject=
http://www.oac.com.af


Argentina

Sponsored by

mailto:ocp%40oconorpower.com.ar?subject=
mailto:oconor%40oconorpower.com.ar?subject=
http://www.oconorpower.com.ar
http://www.oconorpower.com.ar
http://www.oconorpower.com.ar


2022 GLOBAL IP DIRECTORY12

Sworn Declaration 
of Use and Mid-Term 
Declaration of Use: 
who is who?

O’Conor & Power / Argentina  

The use of a trademark in Argentina 
can be analyzed in various situations, 
such as use relating to a de facto or 

unregistered trademark; the use in connection 
to an opposition procedure; to the cancellation 
action due to non-use; use in connection with 
renewals; and finally the use required by the so 
called Mid-Term Declaration of Use (MTDU), as 
established not long ago by the art. 26 of the 
Trademark Law No. 22,362

In daily practice, we have noticed that 
colleagues from abroad tend to be 
confused about these two types of Sworn 
Declarations, which have in each case 
completely different purposes.

A) TM renewals: the Sworn Declaration 
 of Use : art. 20 of Law No. 22,362.

The Trademark Law (TL) addresses the renewal 
requirements in its article 20, although it is 
necessary to complement the same with what 
is established by art. 5 of the TL.

The legal text establishes that in the case 
of renewals, an affidavit is required detailing 

the use of the trademark in at least one of the 
classes or as a designation, and the product, 
service or activity must be also indicated. 

Said use must be within the five year prior to 
the expiration of the trademark as required by 
article 5.

Likewise, the affidavit of use can be attached 

O’Conor & Power provide an explanation for the often 
confused Declaration of Use and the Mid-Term Declaration 
with applicable law examples to aid foreign attorneys active 
in Argentina. 

In principle it is 
submitted with 
the TMO at an 
intermediate 
moment in the life 
of the trademark 
registration.

”

“
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at the time of filing or within 30 days, as long 
as it is indicated in the application renewal form 
Circular No. 2, Clarification Circular No. 1 of July 
12, 1994.

Lately, Resolution No. 123/2019 has 
introduced amendments regarding the renewal 
filing date, establishing that a trademark renewal 
can be filed six months before or during the six-
month grace period, as long as an extraordinary 
official fee is paid.

Unlike in other countries, Argentina’s use 
requirements for renewal are quite flexible 
and broad, and may include use such as the 
marketing of goods and services, being the 
trademark as a part of a designation of an 
activity or a trade name.

Additionally, and contario sensu as in other 
countries, there is no need to attach documents 
evidencing the use; a duly executed sworn 
declaration of use shall suffice.

 Failure to submit this affidavit of use will 
result in the rejection of the renewal application.

Applicable law:
Trademark Law No. 22.362:
“ARTICLE 5 — The term of duration of the 
registered trademark will be 10 years. It may be 
renewed indefinitely for equal periods if it was 
used, within the five year prior to each expiration, 
in the marketing of a product, in the provision 
of a service, or as part of the designation of an 
activity.”

“ARTICLE 20. — When the renewal of the 
registration is requested, the provisions of Article 
10 shall be acted upon and a sworn statement 
shall also be presented stating whether 
the trademark was used within the period 
established in Article 5, therefore least in one of 
the classes, or if it was used as a designation, 
and it will be indicated as appropriate, the 
product, service or activity

Once the resolution approving the registration 
or renewal is issued, the respective certificate 
will be delivered to the applicant”.

B) TM Maintenance: the Mid-Term  
 Sworn Declaration of Use (MTDU) of  
 article 26 of Law No.22,362.
In recent years, the need for another affidavit 
was established, which is known as a Mid-Term 
Declaration of Use (MTDU), in that, in principle 
it is submitted with the TMO at an intermediate 
moment in the life of the trademark registration.

Contrary to what happens with the affidavit for 
trademark renewal, in the MTDU it is possible to 
indicate that the trademark has not been used.

We shall deal with this situation further below.
This MTDU must be submitted as from the 

fifth year from the date of the registration date  
until its sixth year .

In the event the MTDU is not filed during the 
before mentioned fifth year, it may be filed later 
as long as an extraordinary fee is paid for each 
year elapsed.

Likewise, the regulatory decree expressly 
establishes that as long as the MTDU is not filed, 
the renewal application will not be processed; 
consequently, it is mandatory to submit the 
same if the trademark needs to maintained and 
in force.

As in the case of the SDU, there is no need 

It is important to 
underline that the 
lack of submission 
of the MTDU 
does not cause 
the rejection or 
abandonment of 
the trademark 
registration by the 
TMO as in other 
countries.

”

“
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Contact
O’Conor & Power
San Martín 663, Piso 9, Ciudad de Buenos 
Aires, (C1004AAM) Argentina 
Tel: +54 11 4311-2740
ocp@oconorpower.com.ar
oconor@oconorpower.com.ar
www.oconorpower.com.ar 

to attach evidence or proofs of use; a sworn 
declaration needs to be completed indicating 
the goods or services for which the trademark 
has been used.

It should be noted that the MTDU is not 
applicable to all registrations, but only to those 
granted as of January 12, 2013.

For example, if the trademark was granted on 
August 5, 2016, the MTDU must be submitted 
between August 5, 2021 and August 5, 2022.

It is important to underline that the lack of 
submission of the MTDU does not cause the 
rejection or abandonment of the trademark 
registration by the TMO as in other countries.

It is very important to underline that at the 
time of the renewal of a trademark, the TMO 
shall not process an application for renewal if 
the MTDU has not been filed.

In many cases in which there is no real 
certainty about the use of the trademark, it 
may be wise enough to await to file the MTDU 
only upon renewal of the trademark, to prevent 
alerting parties that the trademark registration is 
not in use, which could give place to the filing of 
a cancellation action due to non-use.

Applicable law:
Law 22,362, Article 26: “Likewise, once the fifth 
year has passed since the registration of the 
trademark was granted, and before the expiration 
of the sixth year, its owner must submit a sworn 
statement regarding the use that he had made of 

the trademark up to that moment.”
Regulatory Decree 242/2019, Article 26: “The 

sworn statement of use must be accompanied 
by all those trademark registrations that have 
completed five years of validity on the date of 
entry into force of the modification of this article. 
The failure to submit the affidavit will presume 
the lack of use of the trademark, unless proven 
otherwise.

If the affidavit had not been submitted within 
the term provided by the Law that regulates it, 
the request for renewal of the registration that 
has been submitted in a timely manner will not 
be processed, until such obligation is fulfilled 
and the established fee has been paid.”

Resolution 123/2019. Article 2: “Mid-Term 
Sworn Declaration. The owners of those 
trademarks that have been granted as of January 
12, 2013 are reached with the fulfillment of the 
Sworn Declaration of Use provided by Article 26 
of the Law of Trademarks and Designations No. 
22,362 and its amendments, and its Regulatory 
Decree No. 242/2019”

Belarus
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BELARUS

 Koubriakov, Tseliatsitskaya & Partners,Ltd.
Address: Avenue Pobediteley, 17, of. 1015, 220004 Minsk, Belarus   
Telephone/Fax: +375 17 226 99 34
Email: info@patentoffi ce.by    Website:  http://patentoffi ce.by/
Contacts: Koubriakov Boris Evgenyevich, Patent Attorney of Belarus,Eurasian Patent 
Attorney, Director.  Tseliatsitskaya Iryna Viktorovna, Patent Attorney of Belarus,
Eurasian Patent Attorney, Deputy Director of the company.

Discover how The Trademark Lawyer Magazine 
can benefit you – claim your FREE sample copy

www.trademarklawyermagazine.com

Don’t miss out email chris@ctclegalmedia.com 
to request your FREE copy today!

Claim
your FREE
sample
copy!
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BOLIVIA

Address: Av. 16 de Jul io No. 1490 (El Prado), Edif. Avenida, Piso 3, Of. 3,  

Telephone: +591 2 2
 La P az, Bolivia   

 
Email: wamendez@wamendez.com.bo 
Website: www.wamendez.com.bo. Contact: Alvaro F. Siles Martin, Partner 

Subscribe 
now!

To subscribe please email:
chris@ctclegalmedia.com

www.patentlawyermagazine.com

To book your firm’s position for the
2023 Global IP Directory

please email katie@ctclegalmedia.com
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BOSNIA & HERZEGOVINA

 Address: 36 Kosevo, Sarajevo, Bosnia and Herzegovina, 71000 
Telephone: +387 33 206 904  Fax:  +387 33 444 140
Email: dprotic@bih.net.ba    Website:  www.protic-tkalcic.ba
Contacts: Diana Proti -Tkal i , Consultancy, protection, maintenance 
and enforcement of industrial property rights, domains and copyright.

Discover how The Life Sciences Lawyer Magazine 
can benefit you – claim your FREE sample copy
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Vaz E Dias / Brazil 

O
n the 30 of December 2021, substantial 
changes to the foreign exchange control 
system were implemented in Brazil by 

Federal Law no. 14,286. There were 14 federal 
laws revoked and 40 laws and regulations 
applicable to the existing foreign exchange 
consolidated control system that modernized 
and made more flexible the current applicable 
laws regarding the local parties’ ability to 
purchase hard currencies for complying with 
international financial commitments from 

business transactions. Among the changes was 
compensation of credits between a foreign and 
a local party without the need of any effective 
transfer of funds, which draws attention since 
this practice is totally prohibited under the 
laws of the land. Further to that, under certain 
situations, stipulating foreign currency as 
prevailing in commercial agreements enforced 
in Brazil and executed between Brazilian parties 
are allowed in specific situations, such as leasing 
of equipment in the infrastructure sectors

José Carlos Vaz e Dias & Bruna Valois of Vaz e Dias 
Advogados & Associados set out to explain what foreign 
licensors can expect from the new law that will become 
valid on 30 December 2022. 

New Brazilian 
law promotes 
the freedom to 
contract on licensing 
agreement and 
reduces government 
interference on royalty 
remittance overseas

mailto:mail%40vdav.com.br?subject=
http://www.vdav.com.br
http://www.vdav.com.br
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The novelties implemented by the new law 
have also reached the legal framework for 
licensing and technology transfer agreements. 
In this matter, it is always important to recall that 
specific fiscal and foreign exchange control laws 
were especially tailored and applied to attract 
technology and prevent local licensees from 
paying royalties above the rates the government 
understood as reasonable, notwithstanding the 
market price.

This article will depict the positive changes 
applicable to licensing and technology transfer 
and will point out how the changes will affect 
the parties’ ability to set the royalty rates and 
secure remittances overseas.

Sweeping and continuous reforms of the 
technology transfer legal framework
Brazil is internationally known as a country 
where government control closely followed 
licensing and technology transfer agreements, 
since the inflow of foreign technology was 
regarded during the 1950’s through the 1980’s 
as crucial to the economic development of 
the country and competitiveness of the local 
companies. This statement expresses the 
interference in the main contractual clauses and 
state the creation of endless legal requirements 
that the parties should fulfill for the agreement 
to be valid and effective. Among them, we 
highlight the need for prior recordation and the 
scrutiny of contractual clauses by the Brazilian 
Patent and Trademark Office (BPTO).

This controlling scenario has drastically 
changed in the last 10 years, as it was realized 
that licensing technology to Brazil was a 
difficult business for foreign licensors and 
domestic licensees alike. The long years of 
state control made Brazil one of the most 
unattractive markets for foreign technology 
and technology development by foreign 
companies. Historically, the relevant changes 
began with the BPTO’s publication of Resolution 
156/2015 that substantially enlarged the list of 
imported services that could be included under 
technical assistance agreements dispensed 
from prior recordation. Then, Resolution 199 
of 7 July 2017 established the Guidelines for 
Recordation of Licensing and Technology 
Transfer Agreements. The former Resolution 

eliminated the BPTO’s powers to examine the 
agreement under the perspective of taxation, 
foreign exchange control restrictions and any 
other legal issues during recordation procedure. 

The agency’s focus is now on the exam of the 
formalities of the agreements and the validity 
assessment of the licensed industrial property 
rights in Brazil, which represents a substantial 
reduction in the time it takes to successfully 
record these agreements.

Phasing out registration at the central 
bank – a big wave of freedom
Concerning the prior government approvals 
of licensing agreements, Law 14,286/2021 has 
eliminated the registration requirement at the 
Brazilian Central Bank (BACEN) for a licensee to 

”

By any means, 
royalty 
remittances 
between 
the parent 
company and 
its subsidiary 
would not 
overcome the 
maximum 
5% of the net 
sales price 
or licensee’s 
revenue.

“

252022 GLOBAL IP DIRECTORY

proceed with royalty remittances to a licensor. 
The registration was regarded as a hindrance 
once the approval of the financial clauses by 
BACEN took place after recordation at the 
BPTO. Furthermore, local licensees needed to 
seek further BACEN’s approval of the Payment 
Scheme. This Payment Scheme is a document 
issued by the accounting department of the 
licensee comprising detailed information about 
the licensee’s net sales or revenues obtained 
from the licensed products and the calculated 
royalties for a commercial bank to remit 
remuneration overseas to a foreign licensor. 
Therefore, there were three unnecessary layers 
of government approvals that substantially 
delayed the timeframe for remittance and 
receipt of the royalties by the licensor.

From the new rule of Law 14,286/2021, the 
licensee will solely be required to proceed at 
any commercial bank holding the Payment 
Scheme and the recordation certificate issued 
by the BPTO in hands to proceed with the 
payment to the licensor. From this perspective, 
recordation of contracts at the BPTO is still 
needed and therefore it has not been abolished, 
as Article 211 of the Industrial Property Law and 
specific taxation laws set out three events that 
make recordation compulsory and justifiable, 
as follows: (i) effectiveness of the agreement 
before third-parties, especially if the licensor 
has granted exclusive rights and the licensee is 
required to enforce in court such rights or when 
the granted rights encompass the licensee’s 
ability to defend or join the licensor in disputes 
involving the licensed patents or trademarks in 
courts against infringers; (ii) qualify the licensee 
for tax deductions on the remitted amount to 
the licensor and (iii) entitles the licensee to remit 
royalties to the foreign party as payment for the 
grant of licensed rights.

Recordation is not indispensable for the 
validity of agreements or for the maintenance 
of the validity of the industrial property rights in 
Brazil. The execution of a licensing or distribution 
agreement and an invoice showing the sale of 
the products/mark are sufficient to prove local 
commercialization thereby preventing forfeiture.

For the aforementioned purposes, the 
following commercial agreements are subject 
to the recordation requirements: (a) patent 

licensing, (b) trademark licensing, (c) know-how 
licensing agreement, (d) technical assistance 
contract, and (e) franchising. This means that 
copyright licensing, professional technical 
services (related to marketing, logistics 
and administrative services), distribution 
agreements, software licensing, among others, 
are not subject to prior recordation at the BPTO.

No more limitations on parent-
subsidiary remuneration
Another relevant change in the technology 
transfer scenario has been the freedom for 
the contracting parties to set the amount of 
royalties when the foreign licensor and the local 
licensee are parent-subsidiary companies or 
hold a controlled-controlling relationship. This 
freedom takes the lead due to revocation of the 
sole paragraph of Article 50 of Law 8,383/1991, 
which limited the payable royalties to a foreign 
licensor to the fiscal deductibility ceilings set out 
by Law 3,470/1958 and Ministerial Ordinance 
436/1958. According to the revoked rule, 
royalties would need to be within the limits of 
the fiscal deductibility, which range from 1% to 
5% of the net revenue obtained from the sales 
of the licensed product depending upon the 
activity field in question. For example, patent 
licensing in the oil and gas industry would 
entitle the licensee to obtain higher deductions 
(up to 5% of the net revenue). On the other hand, 
deductibility on technology (patent or know-
how) linked to personal care would be limited to 
1% of the net revenue obtained by the licensee 
derived from the exploitation of the licensed 
technology. The deductibility cap for trademark 
licensing stands at 1%.

By any means, royalty remittances between 
the parent company and its subsidiary would 
not overcome the maximum 5% of the net sales 
price or licensee’s revenue. This is an unjustifiable 
hindrance on licensing and technology transfer, 
and its elimination by the new Law 14.286/2021 
was of great benefits to the parties, especially the 
licensor.

This freedom to contract under Law 14.286/2021 
has ended the discrepancy on the treatment 
between agreements involving related and non-
related contracting parties, since the laws of the 
land do not impose limitations on setting royalties 
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and remittances overseas when the parties are not 
related. 

Therefore, according to the new ruling, the 
remuneration to a foreign licensor will no longer 
be limited by the fiscal deductibility ceilings and 
therefore the rates above 5% of the net sales 
price of the licensed product or net revenues 
will be fully accepted. Remuneration will be set 
by the rule of thumb and the prices commonly 
practiced in the international market or the 
bargaining powers during negotiations.

This freedom also extends to know-how 
licensing, technical assistance agreements, and 
franchising when the parties are related.

Protecting the licensed IP right in Brazil 
is indispensable
Foreign licensors should note that if an invention, 
trademark, or industrial property right is not 
protected in Brazil, it cannot be licensed and 
most importantly, it cannot generate royalties. 
According to the Industrial Property Right Law 
(Law 9,279/96) and the BPTO’s Guidelines on 
Licensing Agreements, the licensing agreement 
will not produce any effects if the enlisted 
technology of IP rights is not filed, granted, or 
registered before the BPTO or protection is not 
adequately maintained locally. This applies to 
trademark situations under the Madrid Protocol, 
of which Brazil is a signatory country, when the 
applicant fails to keep its rights enforced locally. 
This often translates into a considerable delay in 
royalty payments to the licensor, as the granting 

of a patent, due to the large backlog of the 
BPTO, can take several years and a few months 
in the case of trademarks. The alternative 
route for a foreign licensor in this case would 
be to license the technology through a know-
how licensing agreement. As to trademark 
licenses, the most efficent action for licensor is 
to immediately register the trademark in Brazil, 
even before licensing.

It is important to point out that the validity 
period for know-how contracts registered by the 
BPTO is five years, and it is possible to extend 
this period for an additional five years maximum 
upon reasonable justification in cases where the 
know-how represents an important commercial 
and economic nature. Moreover, this five-year 
criterion adopted by the BPTO is not based on 
any law and payments made arising from the 
exploitation of know-how are no longer limited 
to the cap of the fiscal deductibility.

Under this perspective, Law 14,286/2021 
gives an extra incentive for licensors to seek 
protection for its licensed IP rights in Brazil, as it 
has permitted that trademarks and patents that 
have been filed, but are not yet protected by the 
BPTO, can generate royalties and remittances to 
a foreign licensor. This is an important novelty, 
since Article 11 of Law 4,131/62 expressly 
determined that licensing agreements should 
follow with the evidence of validity of the 
licensed rights and therefore prevented 
remittances overseas from patent and 
trademark applications. The rationale behind 

272022 GLOBAL IP DIRECTORY

Contact
Vaz e Dias Advogados & Associados
Rua da Assembleia 10/2422
Centro Rio de Janeiro
RJ, CEP: 20011-000 -BRAZIL
Tel: 55 21 3176-6530 
Fax: 55 21 3176-6528   
www.vdav.com.br 

it was that patent/trademark applications are 
regarded as expectation of rights by scholars, 
not granted rights yet, where the property legal 
requirements are yet to be examined by the 
BPTO during prosecution procedure.

Therefore, patent and trademark applications 
would generate royalty calculation and, 
consequently remittances as from the date 
the application is published at the Industrial 
Property Gazette.

This reinforces the freedom to negotiate 
between the contracting parties, in the sense 
that they can now expand and stipulate the 
calculation of royalties from the moment of 
filing the trademark and/or patent, as well as 
make more concise payment schemes.

When will the new law be valid?
Notwithstanding the improvements on the 
legal framework for the license and technology 
agreements, the effects of Law 14,296/2021 are not 
automatic, as the law holds a vacatio legis of one-
year for the contracting parties, commercial banks, 
and public authorities to get adjusted and operate 
according to the new developments. Therefore, the 
new rules will be valid, effective, and applicable to 
licensing and technology agreements as from 30 
December 2022.

Final remarks
The new law eliminates unnecessary bureaucracies 
caused by legal and governmental interference, 
including provisions that limit the licensor’s rights 
in their technology, and simplifies the process 
involving foreign exchange and royalty remittances 
overseas derived from technology transfer 
agreements. This makes possible for the Freedom 
to Contract Principle to prevail in the licensing 
and technology transfer field. Therefore, it grants 
the contracting parties the ability to negotiate the 
rights and conditions of the agreement without 
interference, including those of a financial nature, 
and independently of the corporate relationship 
between the parties.

Therefore, law 14,296/2021 may be regarded 
as one of the most important changes that helps 
shape up the legal framework for licensing 
agreements in Brazil, providing a better business 
environment.
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Jamal S. Smith, Founder and Principal of Thornton Smith,
provides a step-by-step guide on trademark registration.

How to register a trademark 
in the British Virgin Islands

The registration process in the British
Overseas Territory of the Virgin Islands,
commonly referred to as the British Virgin

Islands, can be divided into four stages: (1) pre-
application stage; (2) application stage; (3)
publication stage; and (4) certificate stage.

1. Pre-application stage
(a) Inspection of the register

Before filing the application for
registration, it is possible to search
the register of trademarks during
normal business hours for any
identical or similar trademarks.

(b) Registrar’s opinion
In addition to a search of the register
before filing an application for
registration it is possible to request
the Registrar’s Opinion on the
registrability of the trademark prior to
filing the application. The Registrar’s
Opinion can be used to support the
application for registration.

2. The application stage
(a) Trademark owner

The trademark owner must authorize
the filing of the application. It is
possible to change the name and/or
address of the trademark owner
during the application process and
after registration. The trademark
owner may also change by
assignment, transfer or other
operation of law before the
completion of the application process

since the registration will take effect
from the date of filing.

(b) Trademark agent
The application must be filed by a
registered trademark agent and it is
possible to change a trademark agent
at any time. There is no statutory
requirement for an instrument of
appointment such as a power of
attorney or authorization of agent and
the relationship is one of agreement
between the trademark owner and
the registered trademark agent.
However, unlike a registered
trademark agent in the United
Kingdom, a BVI registered trademark
agent is not exempt from the
statutory prohibition against drawing
or preparing any legal instrument,
including relating to any trademark.
Any registered trademark agent that
is not also qualified to practice law in
the British Virgin Islands can only file
the statutory forms and serve as
liaison between the Registrar and the
trademark owner but cannot prepare
any trademark document or give
legal advice on the statutory forms or
other trademark document. 

(c) Non-English characters
It is possible to register trademarks
using non-English words, letters or
characters such as Arabic, Chinese,
Devanagari or Cyrillic characters.
When foreign numerals and foreign

Thornton Smith / British Virgin Islands

http://www.thorntonsmith.com
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script are used in a trademark, the
application for registration must be
accompanied by a certified
translation into, or equivalent
meaning or transliteration in, the
English language of those foreign
numerals or foreign script.

(d) Representation
A trademark would include a brand,
color, device, figurative element,
heading, label, letter, name, numeral,
shape, signature, smell, sound, taste,
ticket or word, or any combination of
signs. Regardless of the form it takes,
the trademark must be capable of
being represented graphically. This
would be straightforward for word
marks, or a device or figurative mark
which can be represented by a
picture or drawing. However, with
respect to olfactory marks it is
expected that there will be guidelines
issued by the Registrar to allow the
representation of smells by some
special mechanism since providing a
graphic representation through
chromatography, for example, has not
been acceptable elsewhere, and the
position would have to be the same
for any gustatory mark that attempts
to depict a taste. The same would not
be true of sound marks, since it is
quite possible to produce a musical
notation or score to satisfy the
requirement of graphical
representation, and a sound
spectrograph can depict pitch,
progression and volume, and
therefore, be capable of graphically
representing the sound for purpose of
registration. As a result, it is quite
possible to register jingles.

A shape mark may also cover
packaging that has no intrinsic shape
of its own, like liquids or pellets.

Although a color can itself be
registered as a trademark, the color of

the trademark may also be used to
determine the distinctive character of
a trademark. Limiting a trademark to a
particular color or specific colors may
help to determine the distinctive
character of the trademark. A
trademark that is registered without
limitation of color is registered for all
colors.

(e) Priority
Although the British Virgin Islands is
not a Paris Convention Country it is
possible to claim priority based on an
application filed in a Paris Convention
Country or a WTO Member within six
months of the first application. It is
possible to claim a different priority
date for different goods or services
based on different applications. 

(f) Classification
The application must include a
statement of the goods and/or
services in accordance with the Nice
Agreement concerning the
international classification of goods
and services adopted on 15 June 1957
as subsequently amended or revised.
The current version is the 11th edition
of the Nice Classification which came
into force on 1 January 2017. It is also
possible to make a single application
with respect to several classes.

(g) Intention to use the trademark
The applicant must give a declaration
of use of the trademark in relation to
the goods or services in respect of
which it is sought to be registered or
there is an honest intention to use the
trademark, or allow it to be used, in
relation to the goods or services
concerned. 

(h) Examination
After the Registrar receives an
application, he or she must examine
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the application in order to ensure that
it meets all the requirements for
registration, including any
requirements that may be prescribed
by rules. If the Registrar is satisfied
that all the requirements for
registration have been met, then the
application will be accepted.
Alternatively, if the Registrar is not
satisfied that all the requirements for
registration have been met then the
Registrar must issue a defective
notice to the applicant.

3. The publication stage
Once the application has been accepted
by the Registrar there is no notice of
acceptance given by the Registrar and it is
merely published in the Gazette. After
publication, the applicant can still
withdraw or amend certain aspects of the
application, but once the application has

been published any amendment or
withdrawal of the application must also be
published.

4. The certificate stage
If after publication there have been no
successful written objections or
oppositions, the trademark will be
registered as of the filing date of the
application. The Registrar will enter it on
the register, issue a certificate of
registration, which is prima facie evidence
of the registration, and publish notice of
the registration.

mailto:mail%40thorntonsmith.com?subject=
http://www.thorntonsmith.com
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Ray Zhao of Unitalen Attorneys at Law reviews the new 
Guidelines implemented as of January 1, 2022 to bring 
you up to speed with the main changes that all attorneys 
should know. 

Interpretation of the new 
Guidelines for trademark 
examination

Unitalen / China

In recent years, Chinese Trademark Law and 
other relevant laws and regulations have 
been revised and improved. As a result, 

the practical experience and reform results 
of cracking down on “malicious application” 
and “hoarding registration” of trademarks and 
optimizing the examination and trial process 
need to be summarized and consolidated.

Procedures such as formal examination, 
classification of goods and services and trademark 

retrieval elements, Madrid international registration 
of trademarks, need to be further sorted out and 
clarified, and substantive provisions of trademark 
examinations and trials need to be further enriched 
and improved.

In the face of higher requirements and tasks 
of a new era of intellectual property, the CNIPA 
enacts the new Guidelines for Trademark 
Examination (hereinafter referred to as the 
Guidelines) have been formulated by integrating 

various business Guidelines, instructions, 
and internal procedures for trademarks. The 
new Guidelines, which will come into effect 
on January 1, 2022, are the regulations for the 

procedures of different trademark matters, 
an important basis for the examination and ”

The 
Internet and 
e-commerce 
platform 
transaction 
documents and 
transaction 
records are 
included in the 
trademark use 
judgment.

“
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trial of trademarks, and specific guidelines for 
the public to handle trademark registration 
applications or other trademark affairs. It is of 
great significance to strengthen the protection 
of intellectual property rights, optimize the 
process of trademark registration examination, 
and improve the quality and efficiency of 
trademark examination and adjudication. 

There are a few important changes in 
the Guidelines which all brand owners and 
practitioners should know:

1. Bad faith applications filed without  
 intent to use shall be rejected
Clarification of the definition 
of “malicious trademark 
appl icat ion not  for 
the purpose of use”: 
According to Article 4 
of the Trademark Law, 
malicious trademark 
applications not for 
the purpose of use 
refer to the behaviors 
of applicants who 
submit a large number 
of trademark registration 
applications not based on 
the needs of production and 
business activities, with lack 
of real intention of use, improper 
occupation of trademark resources, and 
disruption of trademark registration order.

Factors to be taken into consideration to 
determine whether it constitutes a malicious 
trademark application not for the purpose of use 
includes the basic information of the applicant 
and the overall situation of the trademark 
application submitted by the applicant.

According to the practice, it summarizes 
and lists nine typical cases of malicious 
trademark applications not for the purpose of 
use, and makes specific explanations in the 
form of embedded cases. At the same time, 
it acknowledges that the applicant applies for 
trademarks identical to or similar to its registered 
trademark for defense purposes and applies for 
trademarks in advance in appropriate amounts 

for realistic and expected future business.

2. Terms that shall not be used 
 as trademarks
Article 10 of the Trademark Law stipulates that 
existing trademarks shall not be registered 
and used as trademarks, and the application 
standard of this article in the examination is one 
of the emphases of this revision.

For instance, having the same or similar name 
with that of leaders of other countries, regions 
or political international organizations known to 
the public will not be allowed.

The new guideline perfects the 
exception of the prohibition 

provisions for the application 
of signs containing place 

names. A new exception 
is added, that is, it is 
clear that the marks 
made up of the 
characters of place 
names and other 
characters, whose 
overall composition 

is different from that 
of place names, are not 

easy for consumers to 
associate with place names, 

and are not easy for consumers 
to misidentify the place of origin.

3.   Enhance the trademark protection
In the determination on similarity between 
figurative trademarks, it was judged to be a 
similar trademark if the trademark completely 
included other graphic trademarks that 
have a preexisting degree of popularity or 
distinctiveness . Or, trademarks including other 
graphic trademarks that have previously had
higher visibility or greater prominence. In this 
case it is determined to be a similar trademark, 
and the original word “completely” is removed.
The scope of protection is expanded and 
strengthened.

The criteria for “prior use” has been 
adjusted and the restriction of use only in 
the Chinese market removed. Removing the 
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restrictions on trademark use in China: In view 
of the development of practice, the Guidelines 
remove the restriction on the use of trademarks 
in China in the recognition of prior use and some 
influence, instead, the influence of the use must 
meet the requirements that China is influenced 
by use outside China.

The relationship between the business address 
of the trademark applicant and the prior user is 
added to recognize special relationships.

4. Non-use cancellation action
To adapt to the development of e-commerce 
and Internet trading, the Internet and 
e-commerce platform transaction documents 
and transaction records are included in the 
trademark use judgment.

Using a registered trademark on similar 
goods or services which are not approved by 
the CNIPA shall not be considered as using 

the mark. However, according to the need of 
practice, use on non-standard goods or services 
still constitute the use of approved goods or 
services. OEM, which means only manufacturing 
in China and only exporting to other countries, 
shall be considered as valid use in China.

5. Office action 
The application of office action is confirmed. 
The Guidelines clearly points out that the office 
action is part of the trademark examiner’s 
discretion in substantial examination 
procedures. From the date of office action 
to the date the trademark applicant, or their 
agent, provides supplementary evidence or 
supplementary documents will not be included 
in the trademark term requirements. It also 
lists 18 situations in which the examiner can 
request the applicant to make explanations 
or amendments by issuing the examination 
opinion at their discretion.

”

The new 
Guidelines, 
which will 
come into effect 
on January 1, 
2022, are the 
regulations 
regulating the 
procedures 
of different 
trademark 
matters.

“
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Alexandra Botsiou, Attorney at law, of Vardikos & Vardikos 
provides an overview of trademarks in Greece covering types 
and scope of protection, registration, and enforcement. 

Trademarks in Greece

Vardikos & Vardikos / Greece 

The Greek Trademarks Law 4679/2020 
implemented the Directive 2015/2436/EC 
(approximation of the laws of the Member 

States relating to trademarks) and the Directive 
2004/48/�C (enforcement of intellectual property 
rights), replacing the previous Greek Trademark 
Law 4072/2012.

1. Types of Trademarks 
Any sign can be considered registrable as a 
trademark. It can be words, names, illustrations, 
designs, letters, numbers, colors, position, 
sound, shape, pattern, motion, multimedia, and 
hologram, on the premises that: i. it distinguishes 
the goods of one undertaking from those of 
other undertakings ii. it is represented in the 
registry in a manner enabling the competent 
authorities and the public to determine precisely 
the protection afforded to its proprietor.

The law provides also for guarantee and 
certification trademarks.

They can’t be registered as trademarks signs 
that:

(I) Cannot constitute a trademark; 

(II) Are devoid of distinctive character;

(III) Consist exclusively of signs or 
indications which may serve in trade 
to designate the kind, quality, quantity, 
destination, value, geographical origin or 
the time of the goods production or of the 
service rendering or other characteristics of 
the goods or service;

(IV) Consist exclusively of signs or 
indications which have become customary 
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in the everyday language or in the 
established practices of the trade;

(V) Consist exclusively of the shape 
imposed by the nature of the product or it 
is necessary to obtain a technical result or 
gives substantial value to the product;

(VI) Are contrary to public order or to  
principles of morality;

(VII) Are deceiving;

(VIII)  Are contrary to applicable legislation.

2. Scope of protection
The registration of a trademark confers on its 
proprietor the exclusive right to use it, to affix it 
to the products intended to distinguish, to use 
it for characterization of the provided services, 
to affix it to covers and packaging of goods and 
to any other printed material, and to use it in 
electronic or audiovisual media.

The proprietor is entitled to prohibit any third 
party from using:

(I) A sign identical to the registered 
trademark for goods or services identical 
to those for which the trademark has been 
registered;

(II) A sign identical with or similar to the 
registered trademark, when due to the 
simultaneous identity or similarity of the 
goods or services there is a likelihood 
of confusion, including the likelihood of 
association;

(III) A sign which is identical or similar 
to a trademark with a reputation, where 
use of that sign without due cause 
would take unfair advantage of, or 
would be detrimental to the distinctive 
character or its reputation, regardless 
of whether the sign is intended to 
distinguish goods or services that are 
similar to products or services of the 
earlier trademark.

The Law introduces a special provision that 
empowers the proprietor to prevent third 
parties from bringing goods in the course of 
trade into Greece, when such goods, packaging 

included, come from third party countries and 
bear without authorization a trademark which 
is identical to the trademark registered for such 
goods or which cannot be distinguished in its 
essential aspects from that trademark. This 
applies regardless of the Customs status of the 
infringing products.

”

Any sign can 
be considered 
registrable as 
a trademark. 
It can be 
words, names, 
illustrations, 
designs, letters, 
numbers, 
colors, 
position, sound, 
shape, pattern, 
motion, 
multimedia, 
and hologram.

“
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The proprietor can request that the 
reproduction of the trademark in a dictionary, 
encyclopedia or similar reference work is 
accompanied by an indication that it is a 
registered trademark.

The right to a trademark can be transferred, in 
life or after death, for all or part of the goods or 
services for which an application for a trademark 
has been filed or registered, regardless of the 
transfer of the undertaking.

The proprietor can grant a license, exclusive 
or not, for the use of a national or international 
trademark or trademark declaration valid in 
Greece, for part or all of the products or services 
and for all or part of the Greek Territory. The 
trademark license agreement must be in writing.

3. Registration
The trademark application is filed before the 
competent Greek Trademarks Authority. The 
examiner reviews the application on procedural 
and substantive grounds. The ex officio 
examination of relative grounds for refusal 
is abolished; the publication of the approval 
decision to the designated website serves as 
notification for third parties which could have 
an interest to oppose the application.

The examiner’s decision accepting the 
registration of a trademark’s application can 
be opposed within a three-month deadline 

commencing from the day after its publication 
on the designated website of the Ministry.

The proprietor of the trademark may divide 
the trademark application or registration, stating 
that part of the products or services contained 
in the original declaration or registration will be 
the subject of one or more partial declarations 
or registrations.

4. Enforcement
The registration of a trademark confers on its 
proprietor the exclusive right to use it, to affix it 
to the products intended to distinguish, to use 
it for characterization of the provided services, 
to affix it to covers and packaging of goods and 
to any other printed material, and to use it in 
electronic or audiovisual media.

Administrative Courts
The Administrative Courts are competent to 
adjudicate appeals against the Trademark 
Committee’s decisions that rule on the decisions 
of the examiners regarding objections or 
applications for dispute resolution. Appeals are 
required to be filed within 60 days from the day 
of the publication of the decision

Civil Courts
The Civil Courts are competent to adjudicate the 
following:
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(I) Disputes regarding trademark 
infringement; 

(II) Oppositions of article 583 of Civil 
Procedure Code against the Trademark 
Committee’s decisions on the applications 
of trademark’s revocation or invalidity;

(III) Claims and counterclaims of 
restraining orders on trademark’s revocation 
or invalidity;

(IV) Claims related to trademark 
assignments;

(V) Actions on the right to information. 

The new law abolishes the provision according 
to which civil courts were bound by the final 
decisions of the Trademarks Committee and 
the Administrative Courts, i.e., they have the 
jurisdiction to adjudicate on the validity of 
the registered national and European Union 
trademarks, provided that the proprietor of the 
trademark is entitled to counterclaim for the 
declaration of invalidity of the trademark or 
revocation.
The claim for revocation or invalidity can only 

be brought as a counterclaim and the defendant 
has to notify the Trademarks Registry at the 
latest by the date of the court hearing, otherwise 
the action is inadmissible. Additionally, once 
the infringement action has been filed by the 
claimant, the defendant can no longer challenge 
the validity of the trademark by filing a separate 
action before the Trademarks Registry. If the 
action has been filed before the filing of the civil 
claim, the court has the discretion to suspend 
the proceedings brought before it, ordering 
provisional measures. The defendant has the 
same right in interim injunction proceedings.

The objection of the proof of use has to be 
raised at the hearing of the opposition otherwise 
it will be inadmissible. The claimant is granted 
at least 30 calendar days in order to submit 
material proving the use of the earlier mark 
along with a supporting writ. The defendant 
is granted at least 25 calendar days starting 
on the day after the aforementioned deadline 

expired in order to evaluate the proof material 
and submit a writ. Within three calendar days 
following the expiration of the second deadline, 
both parties submit their rebuttals. The 
Administrative Trademark Committee can rely 
on facts that are so well-known, that no doubt 
remains that they are true.

The burden of proof in revocation proceedings 
is put on the proprietor of the contested 
trademark.

The proprietor can request to have the full 
court decision or parts thereof published on 
social media.

Interim measures are filed by the individual 
who has the trademark registered in their name.

Penal Proceedings
The Greek Law provides for criminal offenses, 
such as imprisonment and fine, in case of 
trademarks infringement for those who:

(I) Use a trademark without having such 
right;

(II) Launch, possess, import or export 
products or offers services using another’s 
trademark;

(III) Intentionally use a reputation mark to 
exploit or damage its reputation;

(IV) Intentionally use symbols and signs of 
public interest. 

Mediation
In light of the Mediation Law 4640/2019, 
the trademark disputes can be submitted to 
mediation.
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SBGK / Hungary

With 50+ years of professional experience, 
SBGK Attorneys at Law and Patent 
Attorneys provides outstanding services 

in all commercial law areas, especially in IP law to 
both domestic and international clients from more 
than 20 sectors. Our lawyers and patent attorneys 
have five decades of experience in all fields of 
defending and enforcing IPRs. SBGK’s clients can 
rely on the expertise of our attorneys and patent 
attorneys in the area of legal proceedings required 
for securing IPRs, and utilising the acquired rights. 
SBGK’s team of paralegals perform routine jobs 
associated with our clients’ IPRs quickly and with 
precision subject to oversight by attorneys and 
patent attorneys. This includes IPRs portfolio 
management, patent annuities payment, preparing 
trademark searches and patent freedom to 
operate searches, as well as the completion of 
trademark, domain and customs monitoring related 
work. SBGK’s IP department is a well-known, 
reliable partner and an innovative, constantly 
available and up to date legal service provider.

SBGK’s attorneys at law are qualified to 
represent clients before the EUIPO, the EU 
General Court and the Court of Justice of the 
European Union. Similarly, SBGK’s patent 
attorneys are all registered as European patent 
attorneys and can represent clients before 
the European Patent Office and the EUIPO.
    SBGK has represented UNILEVER NV before 
the Court of Justice of the European Union 
(CJEU) in the first preliminary ruling referral to 
the CJEU from a Hungarian court in a trademark 
matter. Our firm also represented Rubik’s Ltd., a 
well-known brand in the toy industry, before the 
General Court and the European Court of Justice 
in a landmark trademark case which received high 
media and press publicity. SBGK provided legal 
advice to its client in a case which was referred 
to the Court of Justice of the European Union 
in relation to the interpretation of Article 9 (7) of 
the Enforcement Directive. The interpretation 
of the article has an important effect on patent 
litigation, particularly  on compensation claims 
resulting from unjustified preliminary injunctions.
     Additionally, SBGK helps foreign investors set 
up their business in Europe and provides them 
with all the necessary legal services in company 

establishment, mergers and acquisitions, 
competition law, employment law matters and 
various other commercial transactions.

Network
SBGK, as the leading IP law firm in Hungary, 
offers not only professional services, but also 
a broad network of international contacts, 
which includes well-known national and 
international firms guaranteeing high-quality 
services. SBGK’s attorneys at law and patent 
attorneys are members of and hold various 
positions in international IP organisations 
such as the International Association for 
the Protection of Intellectual Property, the 
International Trademark Association, the 
International Federation of Intellectual 
Property Attorneys, the European Communities 
Trademark Association, MARQUES, UNION, 
the Pharmaceutical Trademarks Group, the 
Licensing Executives Society International and 
the Institute of Professional Representatives 
before the EPO.

Gateway to Europe
SBGK is looking to broaden its professional 
network and form partnerships with foreign 
patent and trademark attorneys, to represent 
clients from Europe and further afield in 
international IP matters. SBGK can provide a 
one-stop shop for European patent, Patent 
Cooperation Treaty, EU trademark and 
registered Community design applications.

Distinctions
SBGK’s extraordinary service, long success and 
exceptional effective work is widely recognized. 
Our colleagues are also continuously recognised 
as leading individuals and their outstanding 
professional legal performance is well-known. 
In 2019, “De Justitia Bene Meritis” medal was 
awarded to SBGK for its five-decade-long 
exemplary, high-quality professional services 
like first-rate legal assistance, legal education, 
scientific research,
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Attorneys at Law Patent attorneys
Dr. Katalin Szamosi
Managing partner

szamosi@sbgk.hu

Advising contract 

drafting in technology 

transfer matters, strong 

focus on contentious 

patent, trademark, 

industrial design and copyright-related matters, 

representation before the Court of Justice of the 

EU, arbitration in domain disputes, mediation & 

advising on consumer protection and antitrust 

matters.

Dr. Péter Lukácsi
Partner, Attorney at Law

lukacsi@sbgk.hu

Advising prosecution & 

litigation in various fields 

of IP law, strong focus on 

trademarks, copyrights & 

designs, and advising & 

litigation in the field of competition & antitrust 

law, negotiating & drafting distribution, 

franchising, licencing agreements.

Dr. Ádám György
Partner, Attorney at Law

adam.gyorgy@sbgk.hu

Advising full scope 

of IP legal advice, 

with special focus on 

designs & trademarks, 

as well as providing 

legal representation before HIPO, EUIPO 

and litigation in the field of IP; also providing 

mentoring activity for the Hungarian Fashion 

and Design Agency & for national start-ups.

Zsolt Szentpéteri
Co-managing partner

zentpeteri_zs@sbgk.hu

Advising in patent 

prosecution, validation 

& litigation, special focus 

on inorganic & organic 

chemistry, polymer 

chemistry, food chemistry, pharmaceutical 

chemistry & biotechnology.

Katalin Mészárosné 
Dónusz
Deputy managing 

partner

donusz@sbgk.hu

Advising  national, 

European & PCT patent 

applications covering 

the automotive, construction & toy industries; as 

well as representation in trademark & industrial 

design prosecution matters before the HIPO and 

the EUIPO.

Szabolcs Farkas
Partner, Patent counsel

farkas@sbgk.hu

Advising IP counselling, 

with a special focus on 

chemical & biotech IP 

solutions & R&D projects, 

preparing national, 

European and PCT patent applications covering 

biotech, chemical & biomedical device solutions, 

representation in plant variety protection & utility 

model prosecution matters before the HIPO.

Contact SBGK
Tel: +361 461 10 00 | Fax: +361 461 10 99 | mailbox@sbgk.hu | www.sbgk.hu
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Likelihood of confusion to 
be presumed if rival marks 
and goods/services are 
held to be identical

LexOrbis / India

The Supreme Court of India recently ruled 
in an infringement suit pertaining to the 
hospitality industry which had seen a 

reversal of the permanent injunction Order 
passed by the trial court during the appellate 
stage at the High Court. The Order of the 
High Court was set aside, and the permanent 
injunction order passed by the trial court 
was maintained. This judgement clarifies the 
difference between an infringement action and 
a passing off action with respect to the evidence 
required and presumptions taken by the Court. 

At the Trial Court:
In the year 2009, the appellant-plaintiff 
(Renaissance Hotel Holdings Inc.) had filed 
a suit for infringement of its trademark 
“RENAISSANCE” before the trial court which 
was decreed in its favor and the respondents-
defendants were permanently restrained from 
using the mark “SAI RENAISSANCE” (“impugned 
mark”).

The appellant-plaintiff is a U.S. based 
company and proprietor of the mark 
“RENAISSANCE” in relation to hotel, restaurant, 
catering, bar, cocktail lounge, fitness club, and 
spa services etc. The appellant-plaintiff had 

In response, 
the respondents-
defendants 
argued honest 
and concurrent 
adoption under 
Section 12 of the 
Act and again 
reiterated that the 
rival parties cater 
to different class 
of customers.

”

“

Aprajita Nigam, Managing Associate at LexOrbis, reviews 
the trial and appellate stages of a case regarding 
likelihood of confusion between identical marks in the 
same industry. 
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claimed the use of the mark “RENAISSANCE” 
for hospitality business throughout the world 
since the year 1981 and in India since 1990. The 
appellant-plaintiff had also argued that it runs 
a hotel and convention centre in Mumbai and 
Goa and its mark “RENAISSANCE” is registered 
in India under class 16 and class 42 (registration 
was secured in 2003 when hotel, restaurant, 
accommodation services were classified under 
class 42). The respondents-defendants (B. Vijaya 
Sai and Others) were running one hotel under 
the impugned mark “SAI RENAISSANCE” at 
Kadugodi, Bangalore and another one at By-
Pass Road, Puttaparthi.  It was contended by 
the appellant-plaintiff that the respondents-
defendants had copied its trademark 
“RENAISSANCE”, its stylized representation, 
signage, business cards and leaflets to suggest 
an affiliation, association, nexus or connection 
with the business of the appellant-plaintiff.

In response to this, the respondents-
defendants argued that the word 
“RENAISSANCE” is a generic word, and no 
exclusive rights can be granted over the same to 
the appellant-plaintiff since it is neither a well-
known mark nor any reputation or goodwill has 
been earned by the  appellant-plaintiff in respect 
of the said trademark in India. The respondents-
defendants also claimed honest adoption and 
stated that they are ardent devotees of Sri 
Shirdi Sai Baba and Sri Puttaparthi Sai Baba and 
have combined the word SAI with a dictionary 
word RENAISSANCE; they claimed to have 
been running the hotels for 15 years and had no 
knowledge about appellant-plaintiff’s business.  
The respondents-defendants further contended 
that there was no likelihood of confusion since 
they catered to a different class of customers 
than those catered by the appellant-plaintiff. It 
was also submitted that the services provided 
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are totally different and the respondents-
defendants were not serving non-vegetarian 
food and alcoholic drinks to customers. 

Having heard both the parties, the trial 
court granted permanent injunction in favor 
of the appellant-plaintiff and restrained the 
respondents-defendants from using the 
impugned mark or any other mark deceptively 
similar to the trademark “RENAISSANCE” for 
goods/services covered by appellant’s-plaintiff’s 
registrations in classes 16 and 42. appellant-
plaintiff’s prayer for damages was rejected.

 
First Appeal at the High Court of 
Karnataka:
Aggrieved by the permanent injunction, the 
respondents-defendants filed an appeal at the 
High Court, which was allowed, and the permanent 
injunction Order was set aside. The High Court 
allowed the appeal observing that (1) the 
appellant-plaintiff did not disclose its trans border 
reputation earned in India, (2) appellant’s-plaintiff’s 
hotel is a 5-star hotel while the respondents’-
defendants’ hotels are not of that standard, (3) no 
evidence was produced by the appellant-plaintiff to 
show that the respondents-defendants were taking 
unfair advantage of its   trademark   or   that   the   
use   of   impugned mark was detrimental to the 
distinctive character or reputation of the appellant’s
-plaintiff’s trademark, and (4) no claim of confusion 
made by any customer. 

Second Appeal at the Supreme Court 
of India:
Aggrieved by the Order of the High Court, 
the appellant-plaintiff filed an appeal at the 
Supreme Court of India and argued that the 
High Court has erred in applying Section 29(4)
(c) of the Trade Marks Act, 1999 (“the Act”) in 
the present case by focusing on the lack of 
evidence for proving confusion and/or unfair 
advantage and/or detriment to the distinctive 
character. It was submitted that Section 29(4)
(c) is applied only when the case falls under 
the scope of Section 29(4)(a) and (b) which is 
not the case at hand because the services 
provided by the respondents-defendants are 
not dissimilar. The counsel for the appellant-
plaintiff contended that the present case falls 
under Sections 29(1), 29(2), 29(3) and 29(5), and 

once it is established that there is an imitation 
then no further evidence is required to establish 
that the appellant’s-plaintiff’s rights are violated.

In response, the respondents-defendants 
argued honest and concurrent adoption under 
Section 12 of the Act and again reiterated 
that the rival parties cater to different class of 
customers. 

The Supreme Court of India noted the 
relevant provisions of the Act and highlighted 
that Section 29(2)(c) lays down the eventuality of 
infringement when the rival marks are identical 
and are being used for identical goods/services. 
It was further observed that it is pertinent to note 

Section 29(3) of the Act which says that if a case 
falls under Section 29(2)(c) then the Court shall 
presume that the defendant’s mark is likely to 
cause confusion on the part of the public. The 
Court opined that the legislative intent is very 
clear that proof of likelihood of confusion is 
necessary in cases where marks are identical 
and goods/services are similar, or where marks 
are similar and goods/services are identical, 
but such evidence is not necessary when marks 
and goods/services both are identical; in such 
cases, presumption of likelihood of confusion 
comes in to play. 

The Court then placed reliance on Kaviraj 
Pandit Durga Dutt Sharma v Navratna 

Then the Court 
shall presume that 
the defendant’s 
mark is likely to 
cause confusion 
on the part of 
the public.

”

“
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Pharmaceuticals Laboratories [(1965) 1 SCR 
737] to explain the difference between an 
infringement suit and passing off action. While 
a passing off action is a common law remedy 
being an action for deceit, an infringement 
action is a statutory right given to the registered 
proprietor for the vindication of exclusive 
rights to the use of the registered trademark in 
relation to those goods/services. If the essential 
features of plaintiff’s trademark are adopted by 
the defendant then the difference in packaging, 
writing, or any other differences in offering of 
the goods/services to indicate a trade origin 
different from that of the plaintiff may help the 
defendant in escaping liability under a passing 
off action but such factors are immaterial 
for infringement suit. In an infringement suit, 
the only question to be asked is whether the 
defendant is improperly using the plaintiff’s 
registered mark. If the answer is affirmative, 
then the injunction would follow even if actual 
confusion/deception or damage cannot be 
established.

The Court further observed that in the present 
case, both the trial court and the High Court 
had concluded that the impugned mark is 
identical to the appellant’s-plaintiff’s mark and 
was being used for same services, and thus, 
the trial court rightly held that the present case 
would be covered by Section 29(2)(c) read with 

Section 29(3) of the said Act where likelihood 
of confusion would be presumed. The Court 
also noted that the rival marks “RENAISSANCE” 
and “SAI RENAISSANCE” are phonetically and 
visually similar. The Court placed reliance on 
Section 29(9) of the Act which provides that 
where the distinctive elements of a registered 
trademark is a word then the trademark would 
be infringed by the spoken use of that word as 
well as by its visual representation.

mailto:mail%40lexorbis.com?subject=
http://www.lexorbis.com


INDIA

CHANDRAKANT  M.  JOSHI
(Established in 1968)

SOLITAIRE-II, 7th FLOOR,
OPP. INFINITY MALL, LINK ROAD,

MALAD (WEST), MUMBAI-400 064, INDIA

To subscribe please email:
chris@ctclegalmedia.com

Subscribe 
now!

http://www.lslawmag.com/

2022 GLOBAL IP DIRECTORY86

COUNTRY HEADING

872022 GLOBAL IP DIRECTORY2022 GLOBAL IP DIRECTORY

mailto:patents%40cmjoshi.com?subject=
mailto:cmjoshi%40cmjoshi.com?subject=
mailto:chris%40ctclegalmedia.com?subject=
mailto:email%40anandandanand.com?subject=
http://www.anandandanand.com
http://www.anandandanand.com
http://www.cmjoshi.com
http://www.cmjoshi.com
http://www.lslawmag.com/
http://www.lslawmag.com/


892022 GLOBAL IP DIRECTORY

SU
B

SC
R

IP
TIO

N
S

A subscription to The Patent
Lawyer magazine will ensure that
you and your colleagues have
detailed information on all the
most important developments
within the international trademark
law industry.

The Patent Lawyer magazine is
dedicated only to the trademark
industry and is written by
trademark experts for patent
professionals worldwide.

A subscription includes a hard
copy and an electronic copy
which can be read easily on your
smartphone or tablet.

Subscribe now!

Tel: +44(0)20 7112 8862  Fax to: +44(0)20 7084 0365  E-mail: subscriptions@ctclegalmedia.com

Name........................................................................................

Address .....................................................................................

................................................................................................

................................................................................................

................................................Post code ..................................

Telephone..................................................................................

E-mail .......................................................................................
We do not allow other companies to use subscribers’ details for sales and marketing

PRICES AND WAYS TO PAY (please tick as appropriate)
1 year £495.00 �  2 years £800.00 �
1 year €630.00 �  2 years €1020.00 �
1 year US$772.00 �  2 years US$1250.00 �

I enclose my cheque payable to CTC International Media Ltd �

OR I want to pay by credit/debit card
� � � � �

Card No ....................................................................................

Expiry date ................................................................................

Start date or issue no ..................................................................
Switch/Maestro only

Signature...................................................................................

THE PATENT LAWYER
Instruction to your Bank or Building Society 
to pay by Direct Debit
Please complete this form and send it with the rest of the subscription form to: The Patent Lawyer Magazine,
CTC International Media Ltd, 23 Hedgers Way, Kingsnorth, Ashford, Kent TN23 3GN, United Kingdom
Please do not send it to your Bank or Building Society

Name(s) of Account Holder(s)

.............................................................................................
Bank/Building Society account number

Branch sort code

Name and full postal address of your Bank or Building Society

To: The Manager .....................................................................
(Name of Bank/Building Society)

Address .................................................................................

.............................................................................................

.............................................................................................

Postcode ................................................................................

Reference (office use only)

Instruction to your Bank
or Building Society
Please pay CTC International Media Ltd Direct
Debits from the account detailed in this
Instruction subject to the safeguards assured by
the Direct Debit Guarantee. I understand that this
instruction may remain with CTC International
Media Ltd and, if so, details will be passed
electronically to my Bank/Building Society.

Signature(s) ...............................................

................................................................

Date..........................................................
Banks and Building Societies may not accept Direct
Debit Instructions from some types of account.

SUBSCRIPTION FORM
Post to: THE PATENT LAWYER MAGAZINE, CTC Legal Media Ltd,
23 Hedgers Way, Kingsnorth, Ashford, Kent TN23 3GN, United Kingdom

OR Please invoice me �

OR Take my payment by Direct Debit (UK only) �
Please complete the Direct Debit form below

THE PATENT LAWYER

mailto:mailinfo%40lsdavar.in?subject=
mailto:subscriptions%40ctclegalmedia.com?subject=
http://www.lsdavar.com
http://www.lsdavar.com


COUNTRY HEADING

2022 GLOBAL IP DIRECTORY90

Indonesia

Pusat Perkantoran Pulomas Blok 
XI Kav. 3Jl. Perintis Kemerdekaan, 
Jakarta Timur 13260, Indonesia

(62 - 21) 47868970
(62 - 21) 47868971

cameljovie@yahoo.com
info@prawiranegara.co.id
www.prawiranegara.co.id

Your Trusted Partner 
for IP Protection in Indonesia

 Address  Telephone/Fax  Contact

mailto:cameljovie%40yahoo.com?subject=
mailto:info%40prawiranegara.co.id?subject=
http://www.prawiranegara.co.id
http://www.prawiranegara.co.id
http://www.prawiranegara.co.id


INDONESIA

PACIFIC PATENT MULTIGLOBAL
Address: DIPO Business Center 11th Floor, Jl. Jend. Gatot Subroto Kav.
51-52, Jakarta 10260, Indonesia
Telephone: +62 21 2986 5888 (Hunting)    Fax: +62 21 2986 5858
Email: pacific@pacificpatent.com / pac86@indosat.net.id
Website: www.pacificpatent.com
Contact: Lanny Setiawan

To book your firm’s position for the
2023 Global IP Directory

please email katie@ctclegalmedia.com

2022 GLOBAL IP DIRECTORY92

Italy

Sponsored by

Italy

Sponsored by

mailto:iprlaw%40iprbor.com?subject=
mailto:pacific%40pacificpatent.com?subject=
mailto:pac86%40indosat.net.id?subject=
mailto:katie%40ctclegalmedia.com?subject=
http://www.glp.eu
http://www.iprbor.com
http://www.iprbor.com
http://www.pacificpatent.com
http://www.pacificpatent.com


   
   

   
   

   
   

   
  1

96
7  

    
    

     
     

      
       

           
                                   

NEXT

Via L. Manara 13
20122 MILANO

Tel: +39 02 54120878
Email: glp.mi@glp.eu

Viale Europa Unita 171
33100 UDINE

Tel: +39 0432 506388
Email: glp@glp.eu

Via di Corticella 181/4
40128 BOLOGNA

Tel: +39 051 328365
Email: glp.bo@glp.eu

Scan and
download our app

EU IP Codes
Get your

IP toolbox now!

Pushing
forward

the world’s
greatest

innovators.

Pushing
forward

the world’s
greatest

innovators.
Patents

Trademarks
Designs

Legal Actions & Contracts
Online Brand Protection

IP Strategy

Patents
Trademarks

Designs

Legal Actions & Contracts
Online Brand Protection

IP Strategy

Your European
IP Partner

For more than five decades, GLP
has been offering a complete range of
services for the structured protection of
intellectual property.

Our Clients range from artisans
to some of the Top Companies on the
Forbes 500 list, for whom we provide
initial consultancy and support in
lawsuits – both as plaintiff and
defendant – throughout the world.

The quality of our services,
commitment of our team and
ability to achieve our Clients'
highest objectives, led GLP
to be a world-class leader
in the IP business.

For more than five decades, GLP
has been offering a complete range of
services for the structured protection of
intellectual property.

Our Clients range from artisans
to some of the Top Companies on the
Forbes 500 list, for whom we provide
initial consultancy and support in
lawsuits – both as plaintiff and
defendant – throughout the world.

The quality of our services,
commitment of our team and
ability to achieve our Clients'
highest objectives, led GLP
to be a world-class leader
in the IP business.

Other offices:
PERUGIA  ·  ZÜRICH  ·  SAN MARINO

glp .eu

   
   

   
   

   
   

   
  1

96
7  

    
    

     
     

      
       

           
                                   
NEXT

Via L. Manara 13
20122 MILANO

Tel: +39 02 54120878
Email: glp.mi@glp.eu

Viale Europa Unita 171
33100 UDINE

Tel: +39 0432 506388
Email: glp@glp.eu

Via di Corticella 181/4
40128 BOLOGNA

Tel: +39 051 328365
Email: glp.bo@glp.eu

Scan and
download our app

EU IP Codes
Get your

IP toolbox now!

Pushing
forward

the world’s
greatest

innovators.

Pushing
forward

the world’s
greatest

innovators.
Patents

Trademarks
Designs

Legal Actions & Contracts
Online Brand Protection

IP Strategy

Patents
Trademarks

Designs

Legal Actions & Contracts
Online Brand Protection

IP Strategy

Your European
IP Partner

For more than five decades, GLP
has been offering a complete range of
services for the structured protection of
intellectual property.

Our Clients range from artisans
to some of the Top Companies on the
Forbes 500 list, for whom we provide
initial consultancy and support in
lawsuits – both as plaintiff and
defendant – throughout the world.

The quality of our services,
commitment of our team and
ability to achieve our Clients'
highest objectives, led GLP
to be a world-class leader
in the IP business.

For more than five decades, GLP
has been offering a complete range of
services for the structured protection of
intellectual property.

Our Clients range from artisans
to some of the Top Companies on the
Forbes 500 list, for whom we provide
initial consultancy and support in
lawsuits – both as plaintiff and
defendant – throughout the world.

The quality of our services,
commitment of our team and
ability to achieve our Clients'
highest objectives, led GLP
to be a world-class leader
in the IP business.

Other offices:
PERUGIA  ·  ZÜRICH  ·  SAN MARINO

glp .eu

   
   

   
   

   
   

   
  1

96
7  

    
    

     
     

      
       

           
                                   

NEXT

Via L. Manara 13
20122 MILANO

Tel: +39 02 54120878
Email: glp.mi@glp.eu

Viale Europa Unita 171
33100 UDINE

Tel: +39 0432 506388
Email: glp@glp.eu

Via di Corticella 181/4
40128 BOLOGNA

Tel: +39 051 328365
Email: glp.bo@glp.eu

Scan and
download our app

EU IP Codes
Get your

IP toolbox now!

Pushing
forward

the world’s
greatest

innovators.

Pushing
forward

the world’s
greatest

innovators.
Patents

Trademarks
Designs

Legal Actions & Contracts
Online Brand Protection

IP Strategy

Patents
Trademarks

Designs

Legal Actions & Contracts
Online Brand Protection

IP Strategy

Your European
IP Partner

For more than five decades, GLP
has been offering a complete range of
services for the structured protection of
intellectual property.

Our Clients range from artisans
to some of the Top Companies on the
Forbes 500 list, for whom we provide
initial consultancy and support in
lawsuits – both as plaintiff and
defendant – throughout the world.

The quality of our services,
commitment of our team and
ability to achieve our Clients'
highest objectives, led GLP
to be a world-class leader
in the IP business.

For more than five decades, GLP
has been offering a complete range of
services for the structured protection of
intellectual property.

Our Clients range from artisans
to some of the Top Companies on the
Forbes 500 list, for whom we provide
initial consultancy and support in
lawsuits – both as plaintiff and
defendant – throughout the world.

The quality of our services,
commitment of our team and
ability to achieve our Clients'
highest objectives, led GLP
to be a world-class leader
in the IP business.

Other offices:
PERUGIA  ·  ZÜRICH  ·  SAN MARINO

glp .eu

   
   

   
   

   
   

   
  1

96
7  

    
    

     
     

      
       

           
                                   

NEXT

Via L. Manara 13
20122 MILANO

Tel: +39 02 54120878
Email: glp.mi@glp.eu

Viale Europa Unita 171
33100 UDINE

Tel: +39 0432 506388
Email: glp@glp.eu

Via di Corticella 181/4
40128 BOLOGNA

Tel: +39 051 328365
Email: glp.bo@glp.eu

Scan and
download our app

EU IP Codes
Get your

IP toolbox now!

Pushing
forward

the world’s
greatest

innovators.

Pushing
forward

the world’s
greatest

innovators.
Patents

Trademarks
Designs

Legal Actions & Contracts
Online Brand Protection

IP Strategy

Patents
Trademarks

Designs

Legal Actions & Contracts
Online Brand Protection

IP Strategy

Your European
IP Partner

For more than five decades, GLP
has been offering a complete range of
services for the structured protection of
intellectual property.

Our Clients range from artisans
to some of the Top Companies on the
Forbes 500 list, for whom we provide
initial consultancy and support in
lawsuits – both as plaintiff and
defendant – throughout the world.

The quality of our services,
commitment of our team and
ability to achieve our Clients'
highest objectives, led GLP
to be a world-class leader
in the IP business.

For more than five decades, GLP
has been offering a complete range of
services for the structured protection of
intellectual property.

Our Clients range from artisans
to some of the Top Companies on the
Forbes 500 list, for whom we provide
initial consultancy and support in
lawsuits – both as plaintiff and
defendant – throughout the world.

The quality of our services,
commitment of our team and
ability to achieve our Clients'
highest objectives, led GLP
to be a world-class leader
in the IP business.

Other offices:
PERUGIA  ·  ZÜRICH  ·  SAN MARINO

glp .eu

mailto:glp.mi%40glp.eu?subject=
mailto:glp%40glp.eu?subject=
mailto:glp.bo%40glp.eu?subject=
http://www.glp.eu
http://www.glp.eu
http://www.glp.eu


Jamaica
JAMAICA

To subscribe please email:
chris@ctclegalmedia.com

Subscribe 
now!

http://www.lslawmag.com/

972022 GLOBAL IP DIRECTORY

mailto:chris%40ctclegalmedia.com?subject=
http://www.dunncox.com
http://www.lslawmag.com/
http://www.lslawmag.com/


YOUR TRUSTED
IP PARTNER IN 
JAPAN SINCE 
1891

Tennoz Central Tower, 2-2-24,
Higashi-Shinagawa, Shinagawa-ku,
Tokyo 140-0002, Japan

T: +81 3 5715 8651
F: +81 3 5460 6310
E: Asamura@asamura.jp
W: www.asamura.jp/en 

Japan

mailto:asamura%40asamura.jp?subject=
http://www.asamura.jp/en
http://www.asamura.jp/en
http://www.asamura.jp/en
http://www.asamura.jp/en


Jordan

mailto:unitedtrademark%40unitedtm.com?subject=
mailto:dubai%40unitedtm.com?subject=
mailto:jordan%40unitedtm.com?subject=
mailto:lebanon%40unitedtm.com?subject=
mailto:morocco%40unitedtm.com?subject=
mailto:uae%40unitedtm.com?subject=
mailto:saudiarabia%40unitedtm.com?subject=
mailto:qatar%40unitedtm.com?subject=
mailto:oman%40unitedtm.com?subject=
mailto:srilanka%40unitedtm.com?subject=
mailto:sudan%40unitedtm.com?subject=
mailto:tanzania%40unitedtm.com?subject=
mailto:yemen%40unitedtm.com?subject=
http://www.utmps.com
http://www.unitedip.com
http://www.unitedip.com


Lebanon

mailto:unitedtrademark%40unitedtm.com?subject=
mailto:dubai%40unitedtm.com?subject=
mailto:jordan%40unitedtm.com?subject=
mailto:lebanon%40unitedtm.com?subject=
mailto:morocco%40unitedtm.com?subject=
mailto:uae%40unitedtm.com?subject=
mailto:saudiarabia%40unitedtm.com?subject=
mailto:qatar%40unitedtm.com?subject=
mailto:oman%40unitedtm.com?subject=
mailto:srilanka%40unitedtm.com?subject=
mailto:sudan%40unitedtm.com?subject=
mailto:tanzania%40unitedtm.com?subject=
mailto:yemen%40unitedtm.com?subject=
http://www.utmps.com
http://www.unitedip.com
http://www.unitedip.com


Malaysia
MALAYSIA

A 2019

Global
Awards

Bangunan Wezmart 2-25, The Cube, 
Jalan Puteri 7/15, Bandar Puteri, 

47100 Puchong, Selangor, Malaysia
General@Gvcolegal.com • Main: +603-80510167

Fax: +603-80510217 • Handphone: +6017-2386792 (24 Hours)

Gow Victor IP (GVCOIP) is your one-stop gateway to handle all of 
Intellectual Property needs in whole of South East Asia and Oceania 

with a team of Industrial Design Agents, Patent and Trademark 
Attorney as well as solicitors and barristers.

We are an award-winning boutique IP fi rm with us being awarded 
IP FIRM OF THE YEAR by ACQ5, RECOMMENDED FIRM AND 
RECOMMENDED ATTORNEY by Global Law Experts as well 

as by LEADERS OF LAW.

1052022 GLOBAL IP DIRECTORY

mailto:hello%40patentsworth.co?subject=
mailto:general%40gvcolegal.com?subject=
http://www.patentsworth.co
http://www.patentsworth.co
https://www.gvcolegal.com/


MALAYSIA

8706, Level7, Block B, Kelana Square, Jalan SS7/26 Kelana Jaya, 47301 Petaling Jaya, Selangor Darul Ehsan MALAYSIA.
T: +603-788 20 456 F: +603-788 20 457 E: ip@marqonsult.com

www.marqonsult.com

WHERE INTEGRITY MATTERS

Delivering Effective IP 
Solutions & Strategies
since 2002:

                               Quick Response Time

                        Affordability & Adaptability

                 Quality & Inegrity Assured

           In-depth Client counselling

     Result-oriented

Subscribe 
now!

To subscribe please email:
chris@ctclegalmedia.com

www.patentlawyermagazine.com

1072022 GLOBAL IP DIRECTORY

mailto:ip%40iplcca.com?subject=
mailto:ip%40marqonsult.com?subject=
mailto:chris%40ctclegalmedia.com?subject=
http://www.marqonsult.com
http://www.marqonsult.com
http://www.patentlawyermagazine.com
http://www.patentlawyermagazine.com
http://www.iplcca.com
http://www.iplcca.com
http://www.iplcca.com


2022 GLOBAL IP DIRECTORY108

A subscription to The Trademark
Lawyer magazine will ensure that
you and your colleagues have
detailed information on all the
most important developments
within the international trademark
law industry.

The Trademark Lawyer magazine
is dedicated only to the trademark
industry and is written by
trademark experts for patent
professionals worldwide.

A subscription includes a hard
copy and an electronic copy
which can be read easily on your
smartphone or tablet.

Subscribe now!

Tel: +44(0)20 7112 8862  Fax to: +44(0)20 7084 0365  E-mail: subscriptions@ctclegalmedia.com

Name........................................................................................

Address .....................................................................................

................................................................................................

................................................................................................

................................................Post code ..................................

Telephone..................................................................................

E-mail .......................................................................................
We do not allow other companies to use subscribers’ details for sales and marketing

PRICES AND WAYS TO PAY (please tick as appropriate)
1 year £495.00 �  2 years £800.00 �
1 year €630.00 �  2 years €1020.00 �
1 year US$772.00 �  2 years US$1250.00 �

I enclose my cheque payable to CTC International Media Ltd �

OR I want to pay by credit/debit card
� � � � �

Card No ....................................................................................

Expiry date ................................................................................

Start date or issue no ..................................................................
Switch/Maestro only

Signature...................................................................................

THE TRADEMARK LAWYER
Instruction to your Bank or Building Society 
to pay by Direct Debit
Please complete this form and send it with the rest of the subscription form to: The Trademark Lawyer Magazine,
CTC International Media Ltd, 23 Hedgers Way, Kingsnorth, Ashford, Kent TN23 3GN, United Kingdom
Please do not send it to your Bank or Building Society

Name(s) of Account Holder(s)

.............................................................................................
Bank/Building Society account number

Branch sort code

Name and full postal address of your Bank or Building Society

To: The Manager .....................................................................
(Name of Bank/Building Society)

Address .................................................................................

.............................................................................................

.............................................................................................

Postcode ................................................................................

Reference (office use only)

Instruction to your Bank
or Building Society
Please pay CTC International Media Ltd Direct
Debits from the account detailed in this
Instruction subject to the safeguards assured by
the Direct Debit Guarantee. I understand that this
instruction may remain with CTC International
Media Ltd and, if so, details will be passed
electronically to my Bank/Building Society.

Signature(s) ...............................................

................................................................

Date..........................................................
Banks and Building Societies may not accept Direct
Debit Instructions from some types of account.

SUBSCRIPTION FORM
Post to: THE TRADEMARK LAWYER MAGAZINE, CTC Legal Media Ltd,
23 Hedgers Way, Kingsnorth, Ashford, Kent TN23 3GN, United Kingdom

OR Please invoice me �

OR Take my payment by Direct Debit (UK only) �
Please complete the Direct Debit form below

THE TRADEMARK LAWYER

Mexico

Sponsored by

Mexico

Sponsored by

mailto:subscriptions%40ctclegalmedia.com?subject=
http://www.santamarinasteta.mx


Our experts provide high-quality services by making our 
clients' challenges their own. 

We approach every business from a reliable, multidisciplinary 
and comprehensive perspective. 

We protect your intangible assets, such as:

PATENTS . COPYRIGHTS . FRANCHISES . TRADEMARKS  
PLANT VARIETIES . INDUSTRIAL DESIGNS . TRADE SECRETS 
GEOGRAPHICAL INDICATIONS . DOMAIN NAMES

Your go-to mexican law firm on intellectual property

Mexico City +52 55 52795400
Monterrey +52 81 81336000
Querétaro +52 442 2900290    santamarinasteta.mx

José Pablo Pérez Zea 
jperez@s-s.mx 

Efraín Olmedo
eolmedo@s-s.mx 

Daniel Legaspi J.
dlegaspi@s-s.mx 

Our experts provide high-quality services by making our 
clients' challenges their own. 

We approach every business from a reliable, multidisciplinary 
and comprehensive perspective. 

We protect your intangible assets, such as:

PATENTS . COPYRIGHTS . FRANCHISES . TRADEMARKS  
PLANT VARIETIES . INDUSTRIAL DESIGNS . TRADE SECRETS 
GEOGRAPHICAL INDICATIONS . DOMAIN NAMES

Your go-to mexican law firm on intellectual property

Mexico City +52 55 52795400
Monterrey +52 81 81336000
Querétaro +52 442 2900290    santamarinasteta.mx

José Pablo Pérez Zea 
jperez@s-s.mx 

Efraín Olmedo
eolmedo@s-s.mx 

Daniel Legaspi J.
dlegaspi@s-s.mx 

mailto:jperez%40s-s.mx?subject=
mailto:dlegaspi%40s-s.mx?subject=
mailto:eolmedo%40s-s.mx?subject=
http://www.santamarinasteta.mx
http://www.santamarinasteta.mx
http://www.santamarinasteta.mx


2022 GLOBAL IP DIRECTORY112

Santamarina + Steta / Mexico

With the intention to address and 
protect the diversity tangible 
and intangible cultural elements 

produced by the Indigenous and Afro-Mexican 
communities in Mexico, on January 17, 2022, a 
Federal Law for the Protection of the Cultural 
Heritage of the Indigenous and Afro-Mexican 
Peoples was issued and entered into force. 

Mexico is undoubtedly a country with a very 
broad cultural diversity, which translates into an 
extensive catalogue of objects, crafts, traditions, 
knowledge and so many forms of expression 
and intangible goods by the several indigenous 
peoples in the territory who are granted a 
special Constitutional protection.

The relevance of the indigenous peoples 
is not only in their numbers but also in how 
essential they are for the national identity. 

José Pablo Pérez Zea and Efraín Olmedo of 
Santamarina + Steta review the benefits of the 
implementation of this new law in Mexico for the 
protection of cultural elements in relation to IPRs.. 

Limits to the exploitation 
of Mexican Cultural 
elements:  the new Law 
for the Protection of 
Cultural Heritage 
in Mexico.
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that the Law restores the ownership of the 
cultural heritage not on the individuals of the 
community but on its organization. Therefore 
even if all of the individuals in that community 
are allowed to use their cultural elements of 
their community, they can only exploit them for 
their own individual interest and in no way are 
allowed to authorize the use of such elements 
to third parties. 

In order to obtain authorization, the interested 
party must understand who the Authorities of 
such a community are under their own uses and 
customs, and obtain the right to use a specific 
cultural element through a written permit which 
must abide to the following standards: 

(I) Free, prior and informed consent:  
Before any use is made, the representatives 
of the community must be properly informed 
of the manner on which the use is intended 
to be made.  Even if not required by law, it is 
advisable to conduct these negotiations with 
a translator, in order to properly represent 
the extent of the intended use and avoid any 
contractual misunderstandings. 

(II) Fair and equitable participation:
The law requires that the distribution of the 
benefits over the exploitation of the cultural 
elements must be fair and equitable.  ”

We must 
acknowledge 
that the 
protection of 
the cultural 
heritage is not 
in itself a form 
of intellectual 
property and 
therefore it 
does not abide 
to the same 
principles.

“
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(III) Onerous and temporary:
 All authorizations must be limited to a five 
year term, and unless it is agreed otherwise 
by the parties an economic retribution must 
be made to the authorizing community.

The authorization agreement must be executed 
before the National Indigenous Peoples Institute, 
who will verify that the authorization was 
granted through a free and informed consent.  
Precisely because of this, and in order to avoid 
delays or objections by the Institute, it is very 
important to maintain a clear communication 
with the authorities of the community.

In order to do so, it is advisable to inform 
them of (I) the true purpose of the use and its 
possible variables during the term, so that they 
can be represented on the agreement, and (II) 
all the relevant aspects and expenses that must 
be considered from production to distribution 
and final sale of the product, in order to create 
a clear understanding as to what is a fair and 
equitable participation on that specific project 
and avoid an arithmetic interpretation of what a 
fair distribution of the benefits should be.

Using any cultural element without 
authorization  (either obtained by a party not 
legitimized to grant such a permit, or not 
according to the forms required by the law), 
or breaching the terms of the authorization,  
will constitute an administrative infringement 
sanction able with up to USD $250,000. It must 
also be considered that the same behavior can 
also be sanctioned under criminal law, with up 
to 10 years of imprisonment. 

Considering that this Law presents no 
exceptions or fair use possibilities, nor 
objective parameters to properly determine 
what is owned by any of the communities, it is 
advisable to conduct a thorough investigation 
of the elements which use is intended and the 
communities to which they belong to in order to 
follow a more accessible path to their authorities 
and their authorization. 

We can conclude that this Law was indeed an 
important step in the right direction to protect the 
cultural elements of many communities in the 
Country that deserve restauration, nonetheless 
this Law created a very complicated scenario 

for interested parties to effectively obtain the 
authorization to use a cultural element with 
an absolute certainty that they are in no way 
infringing the rights of another community. 

It was also a missed opportunity by the 
Mexican State to develop a proactive behavior 
aiming to create a solid structure which could 
truly and effectively empowering these 
communities. This could have been achieved if 
there was any obligation by the State to identify 
and publicize  a catalogue of all the protected 
elements and which communities they belong 
to, as well as an accessible database of the 
legitimized authorities for each community and  
understanding of their uses and customs.  

Finally, since this Law only protects national 
indigenous and Afro-Mexican People this was 
a missed opportunity by the Mexican State to 
take the first step toward a reciprocity system 
based on the acknowledgment and protection 
of the cultural elements of indigenous peoples 
of other countries in the Mexican territory.  
Nonetheless, as it was said before, this is a new 
form of protection and restitution, and therefore 
it will find itself – as intellectual property has 
been – in a constant state of evolution, hopefully 
becoming an effective tool for the restauration 
of the rights of the Indigenous Peoples and 
the creation of even more culture by all the 
population in Mexico.
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José Pablo Pérez Zea, Partner
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Jaime Delgado  jdelgado@goodrichriquelme.com  (5255) 5207 5324

Juan Carlos Suarez  jcsuarez@goodrichriquelme.com  (5255) 5207 9261

Guillermo Sosa              gsosa@goodrichriquelme.com             (5255) 5207 7561

Paseo de la Reforma 265, M2
Col. y Del. Cuauhtemoc, 06500 Mexico, D.F.
Tel. (5255) 5533 0040, Fax. (5255) 5207 3150

e-mail: mailcentral@goodrichriquelme.com
website: www.goodrichriquelme.com
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NIGERIA

38 T.F. Kuboye Street, Lekki Phase 1, Lagos
Telephone: +234 01 454 0280 • Email: lawyers@ta-ng.com

Web: www.ta-ng.com • Contact: Chinasa Uwanna

A boutique corporate commercial law fi rm with 

offi ces located in Lagos, Abuja, Port Harcourt 

(Nigeria) and Accra (Ghana) with a bias for 

Corporate and Commercial Law Practice
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A subscription to The Trademark
Lawyer magazine will ensure that
you and your colleagues have
detailed information on all the
most important developments
within the international trademark
law industry.

The Trademark Lawyer magazine
is dedicated only to the trademark
industry and is written by
trademark experts for patent
professionals worldwide.

A subscription includes a hard
copy and an electronic copy
which can be read easily on your
smartphone or tablet.

Subscribe now!
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Colmenares & Asociados / Peru

Colmenares & Asociados examine the development and 
patentability of vaccines in light of the COVID-19 pandemic.

Development of 
biotechnology in 
antibody research

Among the first applications of 
biotechnology were the use of yeast 
and fermented elements (beer, wine, 

cheese), then the genetic improvement of 
animal species (mutations) and plants, such as 
the potato gene for resistance of tomato peel. 
And in the energy industry, the use of biofuels 
(bioethanol)

During the 70s, research in laboratories 
produced antibodies through an essentially 
biological process with animals (mice, rats). 
Then hybridomas were developed which are 
monoclonal antibodies produced by a clone. 
Subsequently, molecular biology developed 
techniques to obtain chimeric antibodies (35% 
murine and 65% human), and then with more 
technology, humanized antibodies (95% human) 
were developed.

The different innovative companies seek 
patent protection for the inventive research with 
antibodies so that they can be applied for the 
benefit of society, and not keep them as industrial 
secrets; then, after a period of protection, they 
become public.

Biotechnology, in the pharmaceutical field, 
has developed the production of antibodies 

to treat degenerative diseases (rheumatoid 
arthritis, multiple sclerosis, Alzheimer’s) and 
cancer (multiple myeloma, leukemia), and they 
have been applied with some success for the 
treatment of diseases that were previously 
incurable. Much of this antibody research has 
been processed by Estudio Colmenares as 
invention patents and protection has been 
obtained for such antibody inventions.

Innovative research in the field of 
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biotechnology and health has given relevance 
to the patent of invention for antibodies, with it 
being necessary to identify and extract general 
and specific criteria on the clarity and inventive 
level to successfully obtain patent protection of 
the antibody inventions.

Currently, research is being carried out 
with monoclonal antibodies, which have high 
specificity and homogeneity to develop vaccines 
against the coronavirus, responsible for the 
global pandemic. In some countries, institutions 
have already applied for patents to protect 
inventions of antibodies to inhibit, prevent or 
neutralize the COVID-19 virus, such as: China, 
Korea, United States of America, England, etc.; in 
Peru, Pfizer has requested, on November 12, 2021, 
a patent of invention entitled “COMPOUNDS AND 
METHODS FOR THE TREATMENT OF COVID-19” 
(FILE 001897-2021 / DIN) to inhibit or prevent the 
replication of SARS-CoV- 2.

The different inventions with monoclonal 
antibodies, which are requested as invention 
patents, go through a patentability examination, 
where an individual skilled in the art assesses 
whether the claims and the specification are 
clear and whether there is an inventive level.

The criterion of clarity refers to the wording of 
the claims, which must be clear because they 
define the scope of protection and, therefore, 
from just reading the text of the claims, the 
examiner must understand the problem and the 
solution of the invention. The specification must 
also be clear in order to explain the invention 
and avoid confusion and errors. If a claim is 
very technical, the specification must develop 
an explanation that allows the invention to 
be understood. Lack of clarity can be alleged 
for various reasons: inconsistency of the 
specification and claims, use of imprecise terms, 
use of ambiguous terms, definition of the product 
by its function and not by its characteristics, but 
also due to other reasons such as defining the 
invention by the result to be achieved.

If the invention has drafting problems which 
fail to allow understanding of the solution of 
the technical problem, the application will not 
meet the clarity requirements in the claims 
according to Article 30 of Decision 486 and in 
the specification according to Article 28 of the 
same law.

The inventive level refers to the analysis 
carried out by the examiner, who takes the 
knowledge of the state of the art as a starting 
point and then assesses whether the structure 
of the invention is obvious with respect to the 
teachings of the state of the art, that is, if the 
person skilled in the field of the invention would 
not have reached that result from the technical 
knowledge that existed at that 
time.

If the invention does not 
have a great qualitative 
advance or a surprising 
effect on the solution of the 
problem, for the technician of 
the matter it would not have 
inventive level according to 
article 18 of Decision 486.

The applicant for an antibody 
patent relating to COVID-
19, after identifying what the 
problem is and explaining what the 
proposed solution is, must prove 
that a human monoclonal antibody 
achieves the surprising technical 
effect of neutralizing COVID-19, 
so that inventive height can be 
recognized.

Patents of monoclonal 
antibodies of various origins 
(Korea, China, United States of 
America, England and others) have 
been granted after the competent 
authority in patents of each of the 
countries has recognized the clarity 
and inventiveness of the antibody invention with 
regard to the effect of the neutralizing activity of 
the antibody to prevent and treat the respiratory 
infection of the Mers-cov virus.

Contact
Colmenares & Asociados 
Bolognesi 125, Floor 9, 
Miraflores, Lima 18, Peru
Tel: +(511) 444 - 4326
Fax: +(511) 444 - 4102
email: email@colmenares.com.pe
Web: www.colmenares.com.pe

t from the technical 
at 

ot 
e 
g 
e 
f 

e 
o 

ody
ID-
the

what the 
t prove 
ntibody
chnical 

VID-19,
an be

cloclonalnaa  
origiigins nss
tetes os of f f
sss) h) h) aveaveave  
ppeteeteetent nt nt n
oof tf the he

e cclalarityit

mailto:email%40colmenares.com.pe?subject=
http://www.colmenares.com.pe/


PERU

Lima 18 - Perú 

T +511 4211527 / M +51 999700889

valencia@valencialawoff.com.pe      

www.valencialawoff.com.pe

AT TO R N E Y S  A N D  E N G I N E E R S

Since 1928 

We protect you and care for your
intellectual property rights
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PORTUGAL

Europe & Africa IP Law Firm

www.inventa.com info@inventa.com

Protecting Intelligence®

Av. José Gomes Ferreira, 15–3 L Algés, Portugal+351 21 324 15 30 agcunhaferreira.pt

PORTUGAL | MACAO | ANGOLA | MOZAMBIQUE | 
S. THOMAS AND PRINCE | CAPE VERDE | TIMOR

PROTECT YOUR BRAND

marcpat@agcunhaferreita.pt
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ROMANIA

Address: Popa Savu Street No. 42, Ground Floor P.O.Box 2-229, Bucharest Romania
Telephone: +40 21 260 28 33    Fax: +40 21 260 28 35
Email: raluca@oproiu.ro    Website: www.oproiu.ro
Contact: Raluca Vasilescu (Mrs.), Patent and Trademark Attorney
Acquiring IP rights in Patents, Trademarks, Designs in Romania and 
before EUIPO and EPO.

Subscribe 
now!

To subscribe please email:
chris@ctclegalmedia.com

www.patentlawyermagazine.com

To book your firm’s position for the
2023 Global IP Directory

please email katie@ctclegalmedia.com
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SLOVAKIA

Patents
Trademarks
Utility Models
Designs
Geographical Indications
Domain Names
IP Searches
Licensing
IP Enforcement
Unfair Competition
Litigation
Copyright

www.zovicpat.sk

Zovicova&Zovic was founded in 1993 and is 
a full service intellectual property law firm, engaging 
in all aspects of intellectual property matters. 
The firm’s clients range from large multinational 
companies to local domestic companies and 
individual entrepreneurs, representing various fields 
of business and industry.

Dedicated, Responsive & Fair
&  We are dedicated to provide clients with vigorous 

and thorough representation at competitive rates, 
personal service and with short turnaround times.

&   We make sure to be responsive and alert to our 
client’s objectives and instructions so that each 
client receives our individualized attention.

&   We highly value fair pricing and clarity on 
costs. Our firm enters into an understood fee 
arrangement with clients and provides in advance 
costs estimates.

Our Services & Practice Areas
We cover all aspects of the protection of industrial 
and intellectual property rights. Our services include 
the prosecution and administration of Slovak, 
International and European applications to grant, 
maintenance and renewal, oppositions, nullity and 
cancellation actions, legal opinions, enforcement, 
dispute resolution and litigation, assignments, 
licensing, status checks and searches, due diligence 
of IP assets and the monitoring of collision of 
patents and trademarks.

Your Local & Global Partner
We represent our clients in proceedings before the 
Slovak Patent and Trade Mark Office (Industrial 
Property Office of the Slovak Republic), the 
European Union Intellectual Property Office 
(EUIPO), the World Intellectual Property 
Organisation (WIPO) and courts in the Slovak 
Republic. The firm also provides representation for 
the Czech Republic through our Czech Associate, 
which results in savings for clients.

Zovicova & Zovic IP, s.r.o.
Zahradnicka 36
821 08 Bratislava
Slovak Republic

T  +421 2 6531 5111
 +421 2 6531 5121
F  +421 2 6531 5106
E  office@zovicpat.sk
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A subscription to The Trademark
Lawyer magazine will ensure that
you and your colleagues have
detailed information on all the
most important developments
within the international trademark
law industry.

The Trademark Lawyer magazine
is dedicated only to the trademark
industry and is written by
trademark experts for patent
professionals worldwide.

A subscription includes a hard
copy and an electronic copy
which can be read easily on your
smartphone or tablet.
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Sri Lanka

No. 371, R A De Mel Mawatha, Colombo 3, Sri Lanka
Tel: +94 11 2422 601-5, +94 11 2421 056; • Fax: 94 11 24466 663, +94 11 2435 451

Email: pts@juliusandcreasy.lk • Internet: www.juliusandcreasy.com

Julius and Creasy is one of the oldest civil law fi rms in Sri Lanka. Founded in 1879, the fi rm has 
established itself on rich tradition and the highest professional principles. Julius and Creasy’ s wealth 
of expertise and experience in a wide range of specialized fi elds of Law enables it to offer innovative 
legal and business solutions to a diverse, sophisticated and high profi le clientele.

Our fi rm from its inception has been involved in intellectual property work.  We advice on all aspects 
of Intellectual Property. Our work relates to both contentious and non-contentious matters. We fi le 
a large number of trademark applications for overseas clients being instructed by our associates in 
several countries including UK, European Union, USA, India, Singapore, Hongkong, Australia, New 
Zealand, Japan and Korea.
 
We are also involved in registering overseas trademarks of well known exporters of Sri Lankan 
products
 
In contentious matters we represent clients both at the National Intellectual Property Offi ce in 
opposition proceedings and in infringement proceedings before Courts, Infringement proceedings 
are instituted in the Commercial High Court and where necessary criminal proceedings are also 
instituted in the Magistrate’s Court.
  
Although our practice is to a great extent trademarks, we have substantial portfolio of patents as 
well.  A large part of this portfolio is related to PCT applications fi led in Sri Lanka, We also fi le number 
of design applications for overseas clients in Sri Lanka and for Sri Lankan clients overseas through 
our associates in various countries.  We also have trained staff and do Patent drafting on behalf 
of our clients. We also advise on copyright issues including reviewing of copyright agreements 
and advise publishers.  We engage ourselves in IP due diligence work and also fi le applications for 
registration at the Sri Lanka Customs.

Mrs. Anomi Wanigasekera, holder of LL.M (Wales) and Diplomas in Intellectual Property Law, 
International Trade Law, Banking and Insurance Law of Institute of Advanced Legal Studies of the 
Incorporated Council of Legal Education is in charge of the Intellectual Property Division of our 
fi rm. Ms. Sandamali Kottachchi, holder of LL.B (Colombo), LL.M (Colombo), Master of Arts – 
International Relations, Diploma in Forensic Medicine & Science and Diploma in Computer System 
Design is a Partner, Ms Sayo Adachi, holder of  LL.B (London),  Ms Charuni Hewage, holder of  
LL.B (London), , B.A. (University of Kelaniya),  Ms Janaki Wanninayake, holder of B.Sc. Special 
(Honours) in IT (SLIIT), Ms Sabeera Shariff, Attorney-at-Law   are professional Associates of the 
Intellectual Property Group.  
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Yu-Li Tsai, Partner & Patent Attorney at Deep & Far
Attorneys-at-Law, summarises the changes for patent
invalidation hearings in Taiwan to aid you in your
preparation. 

Introduction of the 2021 newly
amended program for hearing
patent invalidation in Taiwan

Deep & Far / Taiwan 

I. Purpose

On February 8, 2021, the Taiwan
Intellectual Property Office (TIPO)
announced the newly amended

program for hearing patent invalidation.  The
purpose of the hearing is to provide an
opportunity for the parties of the invalidation in
dispute to state opinions about the cause,
evidence and legal opinions on the issues and
interrogate with each other.  This proceeding can
help the examiner of the invalidation to consider
all the facts, evidence, and results of the
interrogation, and find the facts based on rules
of logic and experience and make a decision
through their free evaluation.

II. Term Definition
(1) “Parties” refer to the patentee of a

patent in dispute and the invalidation
requester in a patent invalidation
case.

(2) “Interested parties” refer to any of the
following other than the parties in a
patent invalidation case: (1) The party
in a lawsuit involving a patent in
dispute. (2) The licensee or pledgee of
a patent in dispute. (3) The party

1672022 GLOBAL IP DIRECTORY

whose rights or interests are
compromised by the existence of the
right to a patent in dispute.

(3) “Agent” refers to the patent attorney,
patent agent or lawyer appointed by
the aforementioned parties or
interested parties involved in a patent
invalidation case..

(4) “Presiding official” refers to a person
appointed from among the examiners
of handling invalidation of a patent in
dispute.

III. Holding a Hearing
(1) If either party in a patent invalidation

case finds it necessary to conduct
mutual inquires with the other party or
to question witnesses or expert
witnesses, they shall submit a request
containing specific reasons for
holding a hearing. The hearing may
be held if TIPO deems it necessary.

(2) TIPO may hold a hearing ex officio if it
deems it necessary.

(3) To facilitate the unobstructed
progression of the hearing, TIPO may
hold a preliminary hearing on account
of case complexity and notify the
parties to be prepared for the
following: (1) Discuss and decide on
the process of the hearing; (2)
Ascertain the admissibility of relevant
documents and evidence; (3) Define
the issues; and (4) Other matters
concerning the hearing.

(4) TIPO shall notify witnesses or expert
witnesses prior to the hearing if it
deems the parties’ request of
questioning them at the hearing
necessary

(5) The parties wishing to change the
date shall do so 10 days prior to the

set date and file a request containing
specific reasons. If the reasons are
deemed justifiable, TIPO shall allow
such request and notify the parties of
the change. If not, TIPO shall notify
the party filing the request that the
hearing will be held as scheduled.

(6) The parties considering making the
hearing proceedings open to the
public is likely to be against the public
interest, or to cause material harm to
their interests, may file a request
containing specific reasons thereof
within 10 days following the receipt of
the hearing notice. If the reasons are
deemed justifiable, TIPO shall allow
such request and notify the parties
that the proceeding will not be held in
public. If not, TIPO shall notify the
party filing the request that the
proceeding will still be held in public.

(7) The interested parties wishing to
attend the hearing should file a
request with relevant supporting
documents within 20 days after the
hearing is publicized.

(8) TIPO may ex officio reschedule or
cancel a hearing. Where there is a
change of date, TIPO shall reissue a
notice and have it published.

This proceeding
can help the
examiner of the
invalidation to
consider all the
facts.

”

“
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IV. Reply of not Holding the Hearing
If TIPO considers the reasons for requesting a
hearing to be obviously unrelated to the case or
the merits of the case to be sufficiently clear, it
shall then notify the requester(s) or state the
reasons in its written decision for not holding the
hearing.

V. Hearing proceeding
(1) The hearing shall only be attended by

examiners, the parties, or their agents,
as well as witnesses and expert
witnesses who TIPO deems
necessary to attend. However, the
interested parties with approved
requests for attendance and the
general public allowed to sit in may
also attend the hearing.  If these
parties are juristic persons, they may
appoint their employees to attend the
hearing; agents may appoint those
who have expertise in patent
invalidation to attend the hearing.

(2) The hearing proceeding in principle
shall be held in public. However, the

presiding official may decide that the
proceeding not be made entirely or
partially public if the parties have filed
a request prior to the hearing or if the
parties make a statement in the
hearing proceeding that the
documents or evidence being open
to the public could cause material
harm to their interests.

(3) A hearing is conducted by a panel
comprised of three or more
examiners. When a hearing is
ongoing, all of the examiners shall be
present.

(4) During the hearing, if the requester
wishes to withdraw the invalidation case,
the presiding official may terminate the
hearing pursuant to the provisions as
prescribed in point 10 of the Program.

(5) The presiding official considering the
parties to have sufficiently carried out
the mutual inquiries, shall then
announce the end of the hearing
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immediately after the parties
respectively make their closing
statements. If the inquiries have not
been sufficiently carried out, a
decision on the date and venue of a
subsequent hearing shall then be
made prior to the end of the date of
the current hearing.

(6) During the hearing, the parties may
forgo parts of the issues or grounds
they alleged. The forgone issues and
grounds shall be recorded in the
hearing minutes without examination.

(7) The presiding official shall inform the
parties that, pursuant to Article 109 of
the Administrative Procedure Act (“[i]n
the case of dissatisfaction having
been raised against the administrative
disposition rendered pursuant to the
preceding article [note: i.e., hearing
procedure], no administrative appeal
or other prior proceedings is required
for the purpose of institution of an
administrative remedial proceeding in
relation thereto.”), they may bypass
the administrative appeal procedure,
and proceed directly to filing and
administrative lawsuit if they are
dissatisfied with the administrative
decision rendered based upon the
hearing

VI. Suspending the Hearing Procedure
(1) The presiding official may, by request

or ex officio, terminate the hearing
proceeding given the requester’s
willingness to withdraw the
invalidation case or that the
requester’s presentation of new facts
have impact on the decisions of the
invalidation case.

(2) Article 109 of Administrative
Procedure Law shall not apply to a
decision on invalidation where the
corresponding hearing proceeding is
terminated.

During the
hearing, the
parties may forgo
parts of the issues
or grounds they
alleged.

”

“
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with bespoke solutions.
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TRINIDAD AND TOBAGO

Founded in 1882, J.D. Sellier + Co. is the oldest law  rm in Trinidad 
and Tobago. Today, the  rm has expanded to over 20 attorneys-at-law 
and 77 employees o  ering its clients quality legal services in all areas 
of Civil Law; including Intellectual Property, Corporate/Commercial, 
Banking and Finance, Admiralty and Shipping, Tax, Real Estate and 
Conveyancing, Probate, Litigation and Dispute Resolution.

The Intellectual Property Practice Group can trace its records to 1929, 
and its team of very experienced Attorneys o  er in depth advice 
and analysis of issues concerning any area of Intellectual Property 
Law. We work closely with our clients in ensuring the protection and 
enforcement of their IP rights in Trinidad and Tobago and throughout 
the Caribbean.  

“None to compare in this hemisphere”

Members of:
 
AIPLA - American Intellectual Property Law Association
AIPPI - International Association for protection of IP
ASIPI - Latin American Intellectual Property Association 
CITMA - The Chartered Institute of Trademark Attorneys
INTA - International Trademark Association
IPCA - Intellectual Property Caribbean Association

Address: P.O. Box 116, 129-131 Abercromby Street, Port of Spain, 
Trinidad and Tobago
Telephone: +1 868 623 4283/7 ext. 1137/1158 Fax: +1 868 623 4281

Contact: Mr. Brien de Gannes (Partner): bdegannes@jdsellier.com; 
Ms. Ariane Ramnath (Partner): aramnath@jdsellier.com
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UKRAINE

IPR GROUP
Address: CIS Operations Office, 46/11 Turhenevska Str.,
Block 4, 9th Floor, Suite 91, Kiev 01054, Ukraine
Telephone: CIS hotline: +7 495 308-47-69
Email: info@iprgroup.info    Website: www.iprgroup.info
Professional IP services in all CIS states – Russia, Ukraine, Kazakhstan, Belarus, Armenia, Azerbaijan,
Kyrgyzstan, Moldova, Tajikistan, Turkmenistan, Uzbekistan and Georgia.
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WebTMS Ltd. / United Kingdom

Until the company formerly known as 
Facebook announced a change of name 
in mid-October, public awareness of the 

Metaverse concept was relatively low. The new 
moniker led to many questioning the rationale 
behind the name, while some businesses 
sat up and took notice1  as one of the world’s 
most influential companies appeared to be 
trespassing on their registered intellectual 
property rights

Facebook’s brand transition to Meta isn’t 
the only example of recent metaverse-related 
activity. In early November news broke that Nike 
has applied to register2  its word mark, logo and 
“Just Do It®” slogan as trademarks in Classes 
9, 35 and 41, specifically for downloadable 
virtual goods “for use online and in online virtual 
worlds”. At the same time, the company began 
recruiting for virtual material designers who 
will be tasked with creating products solely for 
virtual consumption and, as the company puts 
it: “redefining our digital world, ushering us into 
the metaverse”. 

Unsurprisingly, others are following Meta and 
Nike’s lead, and attempting to get ahead with 

WebTMS Ltd evaluate the growth of the Metaverse and 
what it will mean for the emergence of brands within. 

Race to the Metaverse: 
opportunities and risks 
for brands and IP rights

1 https://www.tmz.com/2021/11/01/meta-trademark-applicants-will-sell-to-mark-zuckerberg-for-20m/
2 https://tsdr.uspto.gov/#caseNumber=97095855&caseType=SERIAL_NO&searchType=statusSearch
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applications for metaverse-related IP rights. 
A quick look at trademark journals in the UK, 
US, Germany and France sees a marked uptick 
in applications featuring the word “meta”3 and 
“metaverse” across a range of classes.

So, what is the metaverse and why 
are brands and entrepreneurs getting 
excited about becoming part of it?

What is the metaverse?
The term metaverse was coined by science 
fiction novelist Neal Stephenson4  in his 1992 
novel “Snow Crash”. In it, he describes how 
“humans, as avatars, interact with each other 
and software agents, in a three-dimensional 
virtual space that uses the metaphor of the real 
world”.

However, as the technology to make this 
vision reality has emerged5 , the scale and 

scope of metaverse potential has exploded. In 
his excellent metaverse primer, essayist and 
venture capital investor Matthew Ball gives his 
best-attempt definition as:

“The Metaverse is a massively scaled and 
interoperable network of real-time rendered 
3D virtual worlds which can be experienced 
synchronously and persistently by an effectively 
unlimited number of users with an individual 
sense of presence, and with continuity of data, 
such as identity, history, entitlements, objects, 
communications, and payments.”

Ball also describes the metaverse as a 
“quasi-successor state to the mobile internet”, 
building upon and iteratively advancing what 
currently exists. It incorporates Virtual Reality 
(VR), Augmented Reality (AR), Internet of Things 
(IoT) and digital twins (digital replications of real-
world constructs) and integrates the digital and 

3  https://trademarks.ipo.gov.uk/ipo-tmcase/page/Results/1/UK00003715651
4 https://en.wikipedia.org/wiki/Metaverse
5 https://en.wikipedia.org/wiki/Metaverse
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physical worlds, with continuity between them. 
A basic example of this continuity and blurring 

of digital and physical worlds might be someone 
walking down the street wearing virtual clothes6  
that are visible to others who are wearing AR 
glasses (or even smart contact lenses7). Or, 
more basic still, think of Pokemon Go where 
players can view characters set in the real-world 
landscape when looking through their smart 
phone camera.

Much of the technology needed to realise the 
full vision of the metaverse does not yet exist 
– such as the ability to sustain millions of user 
realities synchronously in real-time – but some 
of the tools that will be part of it, such as AR and 
VR, are beginning to become mainstream.

Blockchain, non-fungible tokens and 
cryptocurrency also play key roles, as the 
metaverse will be a functioning economy. 
The facility for work, payment, ownership, and 
creativity are intrinsic to the metaverse. It will be 
possible to generate value that is recognised 
by and transferable to others. And this is where 
brands get interested. 

That’s because in the metaverse, it will be 
possible to buy digital assets and transfer them 
between all of its experience components. 
Matthew Ball explains: “your Counter-Strike 
gun skin, for example, could also be used to 
decorate a gun in Fortnite, or be gifted to a 
friend on/through Facebook”.

Brands in the metaverse: my 
metaverse wardrobe is Balenciaga
Brands have already undertaken significant 
experiments in virtual worlds. Marvel has 
integrated its characters and IP into Fortnite and 
O2 worked with EPIC Games8  to recreate the O2 
arena in Fortnite Creative as a venue for virtual 
concerts.

High fashion brand Balenciaga9  has aimed to 
bridge digital/physical spaces with a Fortnite 
collaboration that sees Balenciaga designs 
available for virtual purchase and incentives 
for players to share images of their avatars in 
Balenciaga. 

Partnerships are a common feature in Roblox, 
too. This phenomenally successful gaming 
platform has more than 150 million monthly 
users and in the first nine months of 2020 users 
spent $1.2billion on in-game currency10 .

While the examples above centre on gaming 
platforms, it is important to remember that 
individual virtual worlds do not constitute the 
metaverse, rather it is the interoperability and 

At the same 
time, the 
company 
began 
recruiting 
for virtual 
material 
designers who 
will be tasked 
with creating 
products 
solely for 
virtual
consumption. 

”

“

6 https://www.thefabricant.com/
7 https://www.mojo.vision/mojo-lens
8 https://videoweek.com/2021/07/21/fortnites-creative-mode-is-emerging-as-brands-first-step-into-the-metaverse/
9   https://www.vogue.com/article/balenciaga-fortnite-partnership
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continuity between multiple digital experiences, 
some of which are entertainment-based but 
could just as easily be educational, retail, 
medical – or any number of other applications.

Challenges for brands in the metaverse
Clearly, brands are seeing the opportunities 
inherent in the metaverse. But there are 
some interesting questions to be considered 
around how brands protect themselves in the 
metaverse and offer their genuine products and 
services to consumers within it. It would be too 
much to hope that the metaverse will be free 
from counterfeiting, passing off and copycats, 
and this will require subtle handling, especially 
because user-generated content is currently a 
big feature of many virtual worlds.

Monitoring for IP infringement across the 
multiple components of the metaverse will be 
a considerable challenge. Some commentators 

have suggested that operators of different 
metaverse components should establish 
strategies for protecting users’ IP11 , in a similar 
way to how YouTube, Amazon and eBay work 
to protect rights holders from illicit activity on 
their platforms.

Certainly, users are likely to have to agree 
terms and conditions of use for each metaverse 
entity they engage with. This will go some way 
to transferring legal jurisdictions across the 
boundary from physical to digital worlds and 
allow for the functioning of IP laws.

As a first step, IP commentators are advising 
that brand owners register their key assets as 
downloadable virtual goods12  for use in virtual 
environments, as Nike has done. Over the 
longer term, the question may arise whether 
new virtual product classifications are needed, 
and indeed, the wider issue of regulation and 
legal jurisdiction in the metaverse will need to 
be explored.

It is likely that new brands will emerge entirely 
within the metaverse, taking advantage of low 
set-up costs and potentially unlimited global 
reach. The question of which jurisdictions 
should be prioritised for rights applications for 
such brands could become an issue, as the 
metaverse is not necessarily geographically 
relevant.

For now, it is a case of watching and waiting 
as this fascinating new environment emerges. 

Some of the 
tools that will 
be part of it, 
such as AR 
and VR, are 
beginning 
to become 
mainstream. 

”

“

Contact
WebTMS Ltd
17 Blagrave Street, 
RG1 1QB Reading, UK
Tel: 0118 958 2002
sales@webtms.com
www.webtms.com

10 https://digiday.com/marketing/how-roblox-is-paving-the-way-for-a-new-era-of-branded-gaming/
11 https://www.thedrum.com/news/2021/06/04/how-do-brands-protect-themselves-the-wild-and-untamed-metaverse
12 0https://www.thedrum.com/news/2021/06/04/how-do-brands-protect-themselves-the-wild-and-untamed-metaverse
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