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Editor’s

e kick off this issue by unwrapping the key features of a strong
Wbrand with our guest interview featuring Bence Bozoki, Senior IP
Counsel at Mars. We discuss Bence's key responsibilities, strategies
for building a strong trademark portfolio, and the importance of stand-alone
branded products - one not to miss!
Further, this issue explores IP rights available to celebrities in relation
to their persona following Usain Bolt's attempt to trademark his signature
‘Lightning Bolt' Many celebrities, including
R&B sensation Rihanna, have encountered
problems with their likeness being exploited
. by companies, fashion retailers in particular,
Unwrapplng the but where do they stand?

key features of With Brexit in the rear-view mirror and its
a strong brand impacts well and truly visible, find a reflective

analysis of the differing experiences relating
to the likelihood of confusion and association
of registration marks before the UKIPO
compared to the EUIPO.

With a new year comes a new INTA president, and this year Jomarie
Frederick brings a unique standpoint as Deputy General Counsel, Chief
Intellectual Property and Brand Counsel for a non-profit - a standpoint she
hopes will enrich her service throughout her term. Find out about Jomarie's
and INTA's year ahead.

Special thanks to this issue's Women in IP Leadership segment sponsor
Zuykov and partners, which features Hazel Tunney, Partner at Tomkins, and
Karen Elburg, Partner at Herzog Fox & Neeman.

This and much more! Enjoy the issue.

o

Faye Waterford, Editor

Mission statement

The Trademark Lawyer educates and informs professionals working in the industry by
disseminating and expanding knowledge globally. It features articles written by people
at the top of their fields of expertise, which contain not just the facts but analysis and
opinion. Important judgments are examined in case studies and topical issues are
reviewed in longer feature articles. All of this and the top news stories are brought to
your desk via the printed magazine or the website www.trademarklawyermagazine.com

Sustainability pledge

We pride ourselves on using a sustainable printer for our hardcopy magazines.
Pureprint Group was the first printer in the world to become CarbonNeutral® and
has worked to remove non-recyclable materials from the manufacturing processes
while creating dynamic allocations to reduce energy, waste, transport, and materials.
Find out more at www.pureprint.com/sustainability /
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Meet the Editorial Board

Meet our Editorial Board members who help
determine the direction of this magazine.

Cover Story: An interview
with Bence Bozoki,
Senior IP Counsel at Mars

Bence sits down with The Trademark Lawyer to
discuss the global reach of his role at Mars, the
importance of a strong IP portfolio, and the changing
expectations of consumers.

Action, association & asses:
2022 at the UK Intellectual
Property Office

Luke Portnow, Senior Trademark Attorney at
Novagraaf, reviews his differing experiences before
the UKIPO in comparison to the EUIPO when it
comes to likelihood of confusion and association

of registered marks.

Celebrities, is your

persona unique enough?
Rachael Lodge Corrie, Partner at Foga Daley,
assesses the current circumstances for protecting
celebrity names and their likeness in the
Commonwealth Caribbean spurred by Usain Bolt's
attempt to trademark the “Lightning Bolt".
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Womenin IP
Leadership:

An interview: inspirations,
experiences, and ideas
for equality.

Featuring: Hazel Tunney,
Partner at Tomkins &
Karen Elburg, Partner &
Herzog Fox & Neeman.

Sponsored by:
Zuykov and partners

A

25 Rankings:
South
America

10 of the best law firms
from each of the

top South America
jurisdictions, including
Argentina, Brazil,
Chile & Peru.

Trends in ltalian
oppositions and appeals:
an overview

Francesco Bonini reviews the recent trends
highlighted by the UIBM Activity Report published in
2022 to better understand the success rate of
trademark oppositions and appeals.

Jomarie Fredericks, Deputy General Counsel, Chief
Intellectual Property and Brand Counsel at Rotary
International, sits down with The Trademark Lawyer
to talk about her year ahead as INTA President,
discussing the alternative perspective she brings to
the position as a result of her non-profit background.

CTC Legal Media

Y R
. BANQUE NATI

45

A

_IBANCA NAZI(

Switzerland: sometimes it
is good to return to the
basics and fundamentals!

Catherine Hillaert-Prevost advises on the available
forms of trademark protection and legal
registrability criteria in Switzerland ahead of the
implementation of official fees reduction from 1 July
2023 and 1 July 2024 respectively.

Directory of services

An A to Z list of the international law firms who
provide IP related services.
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MEET THE EDITORIAL BOARD

Francesco Bonini -

Studio Bonini. Italy

Francesco has 25 years of experience in ltalian and
EU trademark and design prosecution. He has had
successful cases in oppositions, appeals, and
cancellations both before the EUIPO and the Italian
PTO. Francesco has his office in Vicenza, in the
North-East of Italy. It has helped and helps several
companies of the Venetian area to protect their

IP rights, dealing with IP prosecution.

Misum Hossain - Founder & Head,
Lincoln Legal Chambers. India

Misum has 18 years' trademark experience in
registrations, dispute resolution and licensing.
Misum, an alumnus of the University of London LLM
programme, has advised clients for IP India, UKIPO,
EUIPO, USPTO, IP AUS & CIPO. He is also currently
Hon. VP at an academic non-profit. He has designed
trademark courses, chaired seminars clocking

6K+ speaking hours, and trained 25K+ lawyers.

Shelley Jones - Lawyer and Registered
Trademark Agent. Canada

Shelley is a lawyer and registered trademark agent
based in Ottawa and a Fellow IPIC. As experienced IP
counsel, Shelley has worked with famous brands on
trademark and copyright infringement, litigation,
domain name disputes, and anti-counterfeiting issues.
Her past practice has also involved managing global
trademark portfolios. Shelley has been working in the
not-for-profit sector on projects focused on increasing
IP awareness and education.

Barbara Leitao-Johnson - Brand Protection
Manager, Corsearch. Latin America

Barbara is an US based Brazilian Trademark Lawyer
and has worked in several large IP offices in Brazil.
With a master's degree (LL.M.) from the George
Washington University in DC, and after working at
the AIPLA and Facebook Reality Labs, she currently
works at Corsearch helping to coordinate the
company's Latin American expansion. Her focus is
on Brand Protection Enforcement and includes
strategic consulting for NFTs and web3.

Yasir Masood - Trademark Lawyer,
Dennemeyer & Associates. Dubai

After completing his law studies in Germany in 2013
and gaining initial experience in law firms in Germany
and England, Yasir joined Dennemeyer & Associates’
Dubai office in 2016. His areas of expertise are
trademarks, copyrights, prosecution and enforcement,
and IP portfolio management. He is a member of
INTA's Middle East Global Advisory Counciland a
frequent speaker and author on IP.

Santiago R. O'Conor - Managing Partner,
O'Conor & Power. Argentina

Santiago is an attorney and trademark and patent
agent advising domestic and foreign companies

on local and international IP law in Argentina and
across Latin America with extensive experience. He is
the managing partner at O'Conor & Power in Buenos
Aires, Argentina.

Charlotte Wilding - Partner,

Wedlake Bell LLP. UK

Charlotte Wilding heads up the trademark practice
at Wedlake Bell LLP. An expert in her field, she
specializes in providing strategic IP advice, as well as
the prosecution, maintenance, and enforcement of
IP rights. Charlotte is also an active member of the
International Trademark Association's Young
Practitioners Committee.
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Catherine Hillaert-Prevost -
Intellectual Property Advisor.
Switzerland

With 35+ years' experience leading multinational
companies' IP strategies in 160+ jurisdictions,
Catherine has worked in private practice, In-House,
and as Global Head of IP & Anticounterfeiting at
STOLI Group.

Gang HU - General Director of Litigation
Division, CCPIT Patent & Trademark
Office. China

Gang is a senior Chinese IP specialist and practitioner.
He is good at solving difficult and complicated
trademark litigation and non-Llitigation cases. Some
of the influential cases he handled were widely
reported on by media, and recent IP litigation cases
represented by him were awarded by the Supreme
People's Court as the annual guidance cases.

Stacey C. Kalamaras - Founder
Trademarkabilities. US

Stacey is the founder and lead instructor of
Trademarkabilities, a training academy for lawyers.
Stacey is also a seasoned trademark lawyer, having
spent most of her career in Big Law representing
many well-known brands in 150+ countries. She has
prior business experience working in marketing and
advertising. Since 2018, Stacey has educated more
than 5000 lawyers on a wide variety of trademark
and IP topics.

Rachael Lodge Corrie - Partner,
FOGA DALEY. Jamaica

Rachael Lodge Corrie is a Partner of Foga Daley with
a passion for Intellectual Property law, focused on
brand portfolio management, trademark prosecution,
non-routine trademark matters and advertising law.
She is an active member of the Jamaican Bar
Association, INTA's Young Practitioners Committee
and a member of the Women's IP Today Steering
Committee.

Chris Mitchell - Member, Dickinson

Wright. US

Chris Mitchell, a member of Dickinson Wright, has
practiced exclusively in the area of intellectual
property law for over 25 years, handling trademark
matters - from procurement to licensing and litigation
- for clients throughout the world.

Peter Sloane - Partner & Co-Chair of the
Trademark and Copyright Practice,
Leason Ellis LLP. US

Peter Sloane is Partner and Co-Chair of the Trademark
and Copyright Practice at Leason Ellis LLP, an

IP boutique law firm in White Plains, New York.

His practice includes trademark prosecution, U.S. and
international, and federal court litigation.

Beata Wojtkowska - Partner,
Kulikowska & Kulikowski. Poland

Beata is a practice-oriented IP specialist, focused
on Client's needs. Beata's key areas of activity are
trademarks, trade names, geographical indications,
combating unfair competition, and managing
disputes.
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AN INTERVIEW WITH BENCE BOZOKI, MARS

AN Interview with
Bence Bozoki,

Senior IP
Counsel at Mars

Bence sits down with The Trademark Lawyer
to discuss the global reach of his role at Mars,
the importance of a strong IP portfolio, and the
changing expectations of consumers.

How long have you been with Mars and what attracted you
to the company?
| have been with Mars now for over seven years. Mars is a great
company with some of the world's most famous brands. The
opportunity to support brands like SNICKERS®, MARS®, or
TWIX® globally does not present itself very often. Mars is
also widely known for its collaborative culture which helps
attract and retain talent. When | was offered the job back in
the summer of 2015, | did not hesitate too much, even though
it meant I had to relocate from Hungary to the UK.

Can you describe your key roles and responsibilities as
Senior IP Counsel?

Our team is there to help protect, maintain, exploit, and enforce our
valuable brand assets. We are much more than just legal professionals;
we are business partners who advise on all aspects of brand
intellectual property. We support all business initiatives globally as
long as these involve our distinctive assets; whether the project has to
do with innovation, branding, licensing, or business expansion, we are
there to navigate and help. Our goal is to be a trusted team that
provides quality advice in an efficient and proactive manner.

What strategies do you put in place to build a strong
trademark portfolio? And, how does the global nature of
Mars affect your approach to developing a trademark
portfolio?

Our IP portfolio must be fit for purpose in all countries where we
operate. This means we have a responsibility in enabling our business
teams to execute their plans, as well as to grow and expand with the
least possible IP risk involved. We have robust clearance and filing
strategies in place to ensure a smooth decision-making process. It is
also crucial that we are not afraid of enforcing our trademark rights

. & THE TRADEMARK LAWYER CTC Legal Media
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when this becomes necessary. Successful
enforcement is a key contributor to enhancing
the value of our brand assets.

Many of Mars' trademarks also stand
alone as single brands, why do you think
this is important?

Along with our people, our brands are our
most valuable assets. Mars has various business
segments (including the two largest segments:
confectionery and pet care) where the products
on offer differ greatly. The history and heritage
of these brands also varies; many were created
and first produced by Mars while many others
have been acquired over the years. In order to
protect their heritage and unique brand identities,
these brands must have the capability to stand
alone. The fact that these are Mars brands further
ensures that both the products and the brands
are ready to evolve sustainably and pass the
test of time.

In your experience, how have the global
events of the past few years affected
brands in the confectionery space?
Digitization and Covid increased the pressure
on all companies (confectionery included) to
come up with new ways of reaching consumers.
Our brands had to start appearing on more
platforms more frequently, and our business
had to introduce new routes to market. The
consumer is at the heart of what we do, and we
must always bear this in mind. Consumer
expectations and behaviour have changed
significantly in recent years. Not only do consumers
want products to be accessible quicker and
easier than ever, but they also expect companies
and brands to operate sustainably and have a
clear purpose that they stand for. We at Mars
like to think we are leaders and not followers in
this space.

Under what circumstances do you use
outside counsel at Mars?

We are a global team that works extremely
closely with our network of outside counsel.
They are our trusted and knowledgeable
advisors on the ground. Our team handles a
substantial number of matters in-house, but
whenever local legal expertise is needed (e.g.,
complex disputes and litigation), or if we do not
have the internal resources to handle a larger
project efficiently, we get in touch with our
outside counsel.

What parameters do you apply when

deciding on which outside counsel to use?
We are lucky to have a global network of
external parthers with a wealth of experience
and long-standing knowledge of our business.

CTC Legal Media

Whether the
project has
to do with
innovation,
branding,
licensing,
or business
expansion,
we are there
to navigate
and help.
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Bence Bozoki

We have excellent relationships with these
experts and are only rarely forced to consider
other options (e.g., due to a conflict of interest).
Our outside counsel should be proactive and
practical in their advice at all times. They must
drive for results and take ownership of
everything they do on our behalf. We value law
firms for acting with diversity, sustainability, and
innovation at the forefront of their minds.

What would you consider to be your
greatest achievement in your role at Mars?
We have achieved significant results with strong
determination and resilience against look-alike
products and other infringements globally. | am
proud to continue playing a part in developing a
reputation for Mars as a leader in strategic IP
enforcement. With the value of our brands and
business front of mind, we strive to act in a
determined but fair and sensible way against
the infringements we come across.

What is your go-to chocolate bar?
It has to be SNICKERS®. Whenever | taste it, | am
always positively surprised by how amazing it is.
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2022 AT THE UKIPO

Action, assoclation & asses:
2022 at the UK Intellectual

Property Office

Luke Portnow, Senior Trademark Attorney at Novagraaf, reviews his
differing experiences before the UKIPO in comparison to the EUIPO when it
comes to likelihood of confusion and association of registered marks.

with enough time passed since the end of

the Brexit Transition Period, led me to reflect
on how the UK opposition enforcement landscape
is shaping up. It gave me some good food for
thought. Hopefully you will enjoy my sharing
some experiences and anecdotes with you.

As a general background: the UKIPO Tribunal
Section has remained very busy since the UK
departed the EU bloc and | have noticed a
significant increase in my overseeing oppositions
running in parallel at the UK and EU Intellectual
Property Offices. Of course, this is nothing novel,
as it was normal to see, i.e., a UK trademark filed
to become a basis for an IR being opposed in
the UK and then later seeing its EU designation
opposed by the same party. The ever-differing
decision outcomes, however, have been stark.
As you canimagine, there has also been a directly
linked and steady increase in holders of Comparable
Rights (the UKo08 and UKoog ‘Brexit Clones’)
enforced in the UK, many doing so for the first
time. This bequeathed some real take-home
lessons for many.

I ooking back on my 2022 year of practice,

I 4 r
Résumé
Luke Portnow, Senior Trademark
Attorney, Novagraaf UK
A UK Chartered Trademark Attorney
at Novagraaf, UK, Luke Portnow's
practice covers all aspects of trademark
selection, prosecution, enforcement,
and exploitation, both in the UK and
abroad. He takes pride in providing clear,
practical, and commercially focused
advice.
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Luke Portnow

The ever-
differing
decision
outcomes,
however,
have been
stark.

We all know harmonization is not uniform and
differences have long existed between opposition
procedures at the EUIPO and IP offices of EU
Member States. With the UK for example, the
strategy and deadlines to oppose are different,
as are the procedural timeframes and availability
of extensions of time, and of course, formal in-
person hearings are common at the UKIPO. Not
paying a UKIPO cost award can also have real
consequences for the unsuccessful party.

Some purporting to have a genuine UK ‘Address
for Service' found out about these procedural
differences very quickly and, in many cases,
deservedly harshly so. Applicants were suddenly
incurring a lot of unnecessary time and costs
defending oppositions being filed and/or
prosecuted wholly incorrectly. Applicants started
needing to defend oppositions that felt nothing
more than frivolous suits. The UKIPO became
increasingly frustrated, resulting in an unforeseen
rise in the number of ‘Preliminary Indications'
issued by the Tribunal Section (these state an
initial view that an opposition based on likelihood
of confusion solus will very likely failand encourages
withdrawal, otherwise costs for the unsuccessful
party can be extremely high). Many Opponents
quickly realized the UKIPO does not find a
likelihood of confusion exists simply because two
trademarks start with the same first few letters.

To give some context here and a useful
example: a few years ago, | was running parallel
oppositions before the UK and EU IPOs relating
to the same word mark (the trademark was a first
name). The UKIPO ruled these were different
names, the marks were different and so there
was no likelihood of confusion; the EUIPO ruling
was that both words commenced MATE- and so
they were confusingly similar, and we lost.

In almost all cases this different approach to

CTC Legal Media

assessing likelihood of confusion gave rise to
the Preliminary Indications mentioned above.
Again, for context, during 2022 | saw over a dozen
such Preliminary Indications issues (in favor of
my clients of course!) but up until then, from
memory, | had seen only a couple in over a decade
of practice before the UKIPO. Many opponents
were left with ‘egg on their faces’ and an undoubt-
edly high invoice to pay for the privilege.

The take-home here? All national IPOs are
different, and even with decades of harmonization,
oppositions before the UKIPO are never purely
tick-box and cannot be left to simply run
to a decision. These are also never low-cost
enforcement options because UK oppositions
are prosecuted with formal requirements and a
mindset closer to judicial proceedings rather
than administrative. There also exist very different
(and far more burdensome) deadlines and require-
ments relating to evidence, pleadings, and
specific counterstatement admissions or denial
requirements. A surprising turn of events, but
many needed to learn the importance of careful
consideration before embarking on oppositions
in different legal jurisdictions, especially if you
previously elected to always enforce in the UK
via the quite different forum that is the EUIPO.

Taking a step back to that initial decision-
making process, on whether to oppose an
application and considering a likelihood of
confusion, led me to reflect on another interesting
2022 experience which was the increase in UKIPO
decisions in which oppositions succeeded based
on likelihood of association.

Perhaps on a quieter backburner of legal
discussion, the concept of likelihood of association
has recently come to the fore in written decisions
of the UKIPO Tribunal Section, again in sharp
contrast with identical proceedings running in
parallel at the EUIPO, where decisions have gone
the complete opposite way because of this.

When we say 'likelihood of association’ we
initially think of a person perceiving a particular
sign and being reminded of another trademark.
Both the UK Trade Marks Act 1994 and the European
Union Trade Mark Regulation prohibit the use
and registration of a trademark that provides a
likelihood of confusion on the part of the public
“which includes the likelihood of association”.

The differences in practice at the UK and EU
IPOs appear to stem from how the landmark
CJEU case of Sabel* was interpreted and then
trickled-down irrespective of any other EU legal
harmonization. Prior to Sabel, the finding of a
likelihood of association was sufficient to assume
there also existed a likelihood of confusion
(such as in the Benelux and the UK). However,
likelihood of association does not really have a
meaning in terms of Article 8(1)(b) of the EU
Regulation and does not sit comfortably within

CTC Legal Media

The UKIPO
ruled

these were
different
names, the
marks were
different
and so there
was no
likelihood of
confusion;
the EUIPO
ruling

was that
both words
commenced
MATE- and
so they were
confusingly
similar, and
we lost.

1 C-251/95

2 See for example T-369/20
and C-552/09

3 Decision 0/949/22 of
01 November 2022

K00

its wording. Indeed, the Sabel ruling stated:

“The criterion of 'likelihood of confusion

which includes the likelihood of association

[.11s to be interpreted as meaning that the

mere association which the public might

make between two trade marks as a result
of their analogous semantic content is not

in itself a sufficient ground for concluding

that there is a likelihood of confusion

within the meaning of that provision.”

This means likelihood of association is not an
alternative for finding a likelihood of confusion,
so in practice a ‘likelihood of association” is
arguably simply ignored in CJEU and EUIPO
jurisprudence and decision-making. In many
cases likelihood of association has only been
assessed as being about a sign with ‘charac-
teristics which were capable of creating an
association between the sign applied for and ‘any
series of earlier marks.” To succeed under
likelihood of association at the EUIPO, it therefore
appears necessary to show that a series of earlier
registrations exist, to then argue that the later-
filed trademark looks like an extension of (or
associates with) that family of marks.

This interpretation, along with what | see as
the ever-increasingly simplified reading of
Sabel, appears completely at odds with modern
commerce and marketing practices.

That is in stark contrast to the position in the
UK. We are instead seeing likelihood of association
increasingly explored and forming part of UKIPO
Tribunal Section decisions (in many cases providing
for the opposition to succeed) whereas at the
EUIPO the same case would fall at that first hurdle.

Arecent example is the success my fantastic
colleague had acting before the UKIPO Tribunal
Section for the sportswear multinational Asics3.

Asics opposed the following applications at
both the UK and EU IPOs based on its swirl logo.
The actions included claims to reputation (and
in the UK, unregistered rights under the common
law tort of ‘Passing Off') but the assessments
and decisions based on likelihood of confusion
are amazing to compare and contrast here.

Opposed Trademark
Applications

Earlier Marks EU006383574 &
UK00001476670

Q\ WORLD
FOOTBALL

Q\ WORLL FOOTRALL LIFETIME
ACHIEVEMENT
AWARD
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2022 AT THE UKIPO

At the UKIPO, we submitted under Section
5(2)(b) that the applications' device elements
shared high visual similarity with the earlier
marks, as such the impression was that the marks
are similar to, and would be seen as associated
with, the opponent's marks leading to a likelihood
of confusion. Section 5(2)(b) provides that there
exists a likelihood of confusion on the part of
the public which includes the likelihood of
association with the earlier trademark.

The principles from the important Sabel decision
were then gleaned and applied by the Tribunal
Division - alongside settled CJEU case law that
mere association, in the strict sense that the
later mark brings the earlier mark to mind, is not
sufficient. There is indeed no scientific formula
to apply in determining whether there is a likeli-
hood of confusion; rather, it is a global assessment
where a number of factors need to be considered.
Confusion can also be direct or indirect.

The Tribunal Division held that although the
differences between the marks are sufficient to
avoid consumers directly confusing the marks,
there was a likelihood of indirect confusion in this
case, in relation to the opposed goods. Although
the facts did not fit squarely into any of the
categories of indirect confusion exemplified in
the famous UK L.A. Sugar? ruling, the examples
of indirect confusion discussed in that case are
not exhaustive.

We are
instead
seeing
likelihood of
association
increasingly
explored
and forming
part of
UKIPO
Tribunal
Section
decisions.

4 LA Sugar Trade Mark,

read if you have the time or inclination!).

The decisions of the EUIPO Opposition Divisions
were handed down a few months later. These
each ran to only five pages under which the
oppositions were each refused with short shrift.
The decision was that the opposed marks were
figurative, consisting of verbal elements whereas
the earlier marks were abstract figurative elements,
so they could not be compared and thus could
not be confused.

It was held that: visually, the only connection
between the signs was that they both consisted
of curved lines; aurally, the opposed applications
included words that could be pronounced while
the earlier marks were purely figurative so they
could not be compared; conceptually, owing to
the earlier marks being purely figurative they had
no meaning and as such could not be compared.
This conclusion was reached even if (or in spite
of) the verbal element of the opposed signs were
to be considered non-distinctive.

It was the Opposition Division's view that the
level of abstraction in the earlier marks was so
high that they were not similar under any of the
aspects of the comparison, so it was held that no
likelihood of confusion could exist, and therefore
the oppositions failed at that first point.

These starkly different outcomes are perhaps
best reflected in the lengthiness (UKIPO) versus
brevity (EUIPO) of the decisions. The EUIPO was
sticking to assessing the marks to the letter of
Sabel.

All of these experiences and comparisons
coming out of 2022 will hopefully have made for
some entertaining and perhaps enlightening
reading for you! They also provide useful
lessons that multiple actors must be consulted
and aligned when looking to enforce (whether
opposition or infringement proceedings) across
different jurisdictions. We are also reminded
that, even with decades of harmonization in
many areas, as is the case with many EU Member
State IP offices, an English proverb remains a
useful warning when looking to enforce for the
first time at the UKIPO: “When you assume, you
make an ass out of uand me’ | wish you a happy
and successful 2023!

Contact
Novagraaf

77 Gracechurch St
London EC3V 0AS, UK

Tel: +44 (0)20 7469 0950
LondonTM@novagraaf.com
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Celebrities, Is your
persona unigque enougn?

Rachael Lodge Corrie, Partner at Foga Daley, assesses the current
circumstances for protecting celebrity names and their likeness in the
Commonwealth Caribbean spurred by Usain Bolt's attempt to trademark

the “Lightning Bolt".

arlier last year, the eyes of the IP
Ecommunity were on Jamaican sprint
legend Usain Bolt after it was reported
that he filed a trademark application with the U.S.

Patent and Trademark Office for his “Lightning
Bolt" victory pose (Figure 1).

Figure 1 - Usain Bolt’s ‘Lightning Bolt’

While many were of the view that this was the
first time Usain was applying to trademark this
pose, a review of his trademark portfolio reveals
that this victory pose, along with a family of
other "Bolt" related marks have been registered
in numerous jurisdictions worldwide from as
early as 2009.

It is not unusual to see trademarks registered
for a celebrity's name, signature, celebratory
poses, and gestures. Some examples include
English footballer Jesse Lingard's “JLinz" goal
celebration pose (Figure 2), Mo Farrah's “Mobot"
silhouette trademark (Figure 3), Michael Jordan's
‘Jumpman” logo (Figure 4) and his signature

Rachael Lodge Corrie

Résumeé

Rachael Lodge
Corrie is a Partner
of Foga Daley
with a passion
for Intellectual
Property law.

She is an active
member of the
Jamaican Bar
Association, INTA
and is a member
of the Women's
IP Today steering
committee.

Figure 2 - Jessee Lingard's ‘Jlingz’ trademark®*

Figure 3- Mo Farrah's ‘MoBot’

Figure 4 -
Michael Jordan’s

‘Jumpman’
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It was held that a likelihood of association BL 0/375/10 https:.”7/www.novagraaf.com/en/ jersey number ‘23" among many others, all of
existed, and Asics succeeded inits actions. The = s opposition Nos. B 3 142 trademark-protection-uk which immediately bring the celebrity in question
decision ran to almost 60 pages (really worth a 170 and B 3 142 186 to mind.

https://trademarks.ipo.
gov.uk/ipo-tmcase/page/
Results/1/UK00003314293
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NAME AND LIKENESS PROTECTION

=

In many jurisdictions, including the
Commonwealth Caribbean, there is no statutory
right of publicity and as such, many celebrities
(and sometimes their Estates) have relied on
trademark law as a way to protect their persona
and prevent others from taking advantage of
their goodwill.

Presently, only two cases have been before a
court in the Commonwealth Caribbean which
address personality rights in the form of the tort
of appropriation of personality. In the case of
The Robert Marley Foundation v. Dino Michelle
Limited? the Defendant, Dino Michelle produced
and sold T-shirts and other merchandise bearing
the image of Reggae music icon, Bob Marley.
The Marley Foundation was responsible for issuing
licences for the use of Bob's image and brought
a claim against the Defendant for passing off as
well as the tort of appropriation of personality
- afirst in Jamaica. The claim was based on the
argument that the public would be misled to
believe that branded merchandise was being
manufactured and sold by the late singer's Estate
or that there was a commercial arrangement
between the Marley Foundation and the Defendant.

The court ruled in favour of the Marley Foundation
reasoning that celebrities ought to enjoy an
exclusive right to use theirimages and likeness,
even after death in that just as the law recognizes

14 THE TRADEMARK LAWYER
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Just as the faw recognizes

the goodwill
so too should

proper

rightsfttached to the
generated by
a celebrity’s personal.

property in the goodwill of a business, so too
should the law recognize property rights attached
to the goodwill generated by a celebrity's personal.
Further, that those rights would be violated
where the indicia of a celebrity's personality are
appropriated for commercial purposes and the
principles of unjust enrichment demand that a
person should not unjustly benefit at the expense
of another.

A subsequent case in Jamaica saw the court
going a step further to rule that a Claimant in an
action for appropriation of personality need not
be a celebrity as the tort targets the wrongful
commercial use of the personality and the loss
of marketing of an individual's image, whether
or not they are a celebrity.

Furthermore, when the Cricket World Cup
was hosted in the West Indies in 2007, sunset
legislation was introduced that specifically
prohibited the use of World Cup images,
including the image of any squad member for
commercial purposes. However, post World
Cup, no further action was taken to implement
permanent legislation related to the protection
of image rights.

Although the Jamaican court has recognized
the common law tort of appropriation of
personality, it is important to note that these two
decisions have not been affirmed by any

CTC Legal Media

appellate court in Jamaica, nor by the Judicial
Committee of the Privy Council in the United
Kingdom, which is currently the final Court of
Appeal for Jamaica. Cases from the UK. have
made it abundantly clear that there is no “image
right” per se and it is not possible for a celebrity
to claim a monopoly in their image as if it were
a trademark or a brand (See Douglas v. Hello!
Ltd. (No. 3 [2007] UKHL 21 at 293). Instead,
celebrities must rely on other causes of action
such as privacy rights, trademark infringement,
passing off, data protection, and breach of
confidence among others.

This was reiterated by the UK courts in the
case of Fenty v. Arcadia Group Brands Ltd. And
Topshop/Topman Ltd.3, whereby the Defendant,
British fashion brand Topshop, was selling t-shirts
featuring a photo of Rihanna, taken from a video
shoot for her “Talk That Talk" album. Although
Topshop had received a licence for use of the
image from the photographer who owned the
copyright in the image, Rihanna initiated a claim
for passing off, claiming that a substantial
number of people buying the product would
think she had endorsed it when she had not.
Topshop countered that Rihanna was seeking to
assert an image right by attempting to control
the licensing of her name or likeness and that
this was not recognized in English law. Ultimately,
the UK Court of Appeal unanimously affirmed
the High Court's decision and held that the sale
of the item without Rihanna's approval amounted
to passing off. While the court reiterated that
there is no “image right" which allows a celebrity
to control the use of their name or image, in this
instance, the court found that the elements of
the common law tort of passing off had been
met. Rihanna was able to show that she had
goodwill in the UK and was well known in both
the music and fashion industries and by their
actions, Topshop had made a misrepresentation
to the purchasing public that would lead them
to believe Rihanna had endorsed the products
herself or that it was official merchandise, parti-
cularly because Rihanna had previously had an
association with Topshop. Further, Rihanna was
able to prove that the sale of the t-shirt was
damaging to her goodwill and directly affected
her own business in the fashion industry.

Although ruling in Rihanna's favor, the court
reiterated that the use of a celebrity's image on
acommercial good does not automatically amount
to an actionable case of passing off, as the court
was of the view that there is no expectation from
the public that the goods bearing the celebrity's
image actually originate from said celebrity.
Therefore, should a case from Jamaica regarding
the tort of appropriation of personality be appealed
to the Privy Council, it is unclear how the tort
would be treated.
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3

Cases from the U.K. have
made it abundantlyclear that
there is no “image right” per
se and it is not possible for a
celebrity to claim a monopoly
in their image as if it were

a trademark or a brand.

(1994) 31. JLR 197
[2015] EWCA Civ 3

In the absence of a statutory regime that
guarantees the protection of persona, trademark
protection has proven to be one of the
predominant ways for a celebrity to assert
ownership and prevent the exploitation of one's
image. Of course, to do so, these poses and
images must still satisfy the requirements for
trademark registrability; particularly, they must
be applied for in relation to specific goods and/
or services, must have distinctive character, and
must be capable of functioning as an indicator
of origin and distinguishing the applied for goods
and services applied for from other undertakings.

Contact

Foga Daley

7 Stanton Terrace, Kingston 6,
Jamaica W.I.

Tel: +1 (876) 927 4371-5

Author email: rlodge@fogadaley.com
www.fogadaley.com
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This segment is dedicated to women working in the

IP industry, providing a platform to share real accounts
from rising women around the globe. In these interviews
we will be discussing experiences, celebrating milestones
and achievements, and putting forward ideas for
advancing equality and diversity.

By providing a platform to share personal experiences
we aim to continue the empowerment of women in the
world of IP.

This segment is sponsored by Zuykov and partners, who,
like The Trademark Lawyer, are passionate to continue the
empowerment of women. Zuykov and partners’ sponsorship
enables us to remove the boundaries and offer this
opportunity to all women in the sector. We give special
thanks to Zuykov and partners for supporting this project
and creating the opportunity for women to share their
experiences, allowing us to learn from each other, to take
inspiration, and for continuing the liberation of women in IP.

ol j Zuykov

and partners

The innovative spirit of intellectual property is unimaginable
in the absence of equal rights and diversity of talents.
Women'’s creative energy boosts the growth of advanced
industries worldwide. At Zuykov and partners, every year we
are increasingly supporting innovative women and intellectual
property owners to protect their rights. We believe professional
support for the talents of all groups is essential for the efficient
performance of the global and national economy. Our mission
is to make the IP field a significant model of the global culture
of equal opportunities while respecting rights and the law.

Zuykov and partners

If you would like the opportunity to share your experiences with
Women in IP Leadership, would like to nominate an individual to be involved,
or would like to learn more about sponsorship, please contact our Editor.

18 THE TRADEMARK LAWYER CTC Legal Media

Hazel Tunney:

K00

Partner, Tomkins

An interview: inspirations, experiences, and ideas for equality.

azel qualified as an Irish and EU Design
H and Trademark Attorney in 2003. With

her background in both science and law,
Hazel has a particular interest in agri-industry and
pharmaceuticals, as well the food and beverage
industries. Having served as Vice President of
APTMA in 2018 she is an active member of APTMA'S
Executive, and is involved at a committee level
with ECTA and INTA. Determined that no trainee
gets left behind, Hazel has tutored candidates
for the Irish Trademark exams for over a decade.
She lectures to Trinity College Dublin, The Law
Society of Ireland, and GMIT. Hazel has also had
the honor of providing expert opinion to the
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Seanad Public Consultation committee on the
Status, Treatment and Use of the National Anthem.
Hazel has written articles for the World Trade
Mark Law Report, INTA “Trade Mark Reporter", the
ECTA Bulletin, and is co-author of the Irish chapter
of the Thomson West publication ‘Trade Secrets
Throughout the World'

What inspired your career?
| had a circuitous approach to my career in
intellectual property. My primary degree is in
Agricultural and Environmental Science, then |
went on to do a Master's in Environmental Science
which had a strong focus on environmental law.
One focus was to use metrics to see whether
specific changes in the law impacted changes
in the environment.
| went on to work in environmental science
which | had a love/hate (mainly hate) relationship
with! But I'd been in college for six years and
didn't want to go back, to start another degree,
so | began looking for alternatives - especially
those that involved aspects of the law. | saw an
advertisement in the newspaper for a trainee
trademark attorney position which sounded
very appealing. I've always quite liked brands
and had studied a little law already so | decided
to give it a shot. | duly got the job, completed
my apprenticeship and qualified as an attorney.
I've been in the profession 20 years this year
and really enjoy the combination of law
and practical application.

¥ ?& Working as a trademark attorney is not
/

theoretical, you can see the direct result of
your work, e.g., protecting a brand and
seeing it in store (or vice versa!). So you do
have the benefit of seeing real time results
of what you're actually doing and if, like
me, you've got a practice where you're
doing work for everybody - from farmers
down the road, to people setting up their
own gin distilleries, to large multi-
nationals - you can have an impact

on people’s lives. People can have

huge amounts of time, money,

and love invested in their brands,
especially the smaller, local places.

We can really help them by
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WOMEN IN IP LEADERSHIP

While you
can point at
achievements
on your
LinkedIn
profile and
the awards
you receive —
which are

all great -

I actually
think just
being happy
in your career
and in your
life is the
greatest
achievement
you can have.

20

THE TRADEMARK LAWYER

et n b

lr-l-.l

registering their IP, or by stopping people from
copying them and that can be very fulfilling.

How have you found the pathway to your
current position? And can you offer advice
from your experience?

It's been quite linear in that | trained and qualified
and then | moved to another firm and worked
there for nine years as an associate. | moved to
my present firm, where | joined as a senior
associate and then a partner. Having said that,
unless you stay in the same firm where progression
happens at strategic intervals, nobody's career
path is directly linear because there's always
variants, politics — and a little luck, too!

Like me, if you have had children, you're out
of the office for multiple sets of maternity leave
and the reality is that the world doesn't stand
still and wait for you to come back. As a woman
these are the things that get in your way and
slow down your career progression somewhat.
Broadly it's been relatively straight forward - not
necessarily easy because it doesn't come easy
to anybody, really - but I've been lucky in that
the next step in my career progressions has
always been obvious and open.

I've also been very lucky to have worked in
quite supportive environments all during my
career. And I've been very lucky to work with
some other strong, encouraging women who
have been through it before and know what it's
like. They know that when you're a young mother,
(and then as a not quite so young mother), that
there are these impediments in the way. One of
the benefits (if we can say that) of covid has
been that it's quite clear that you can work from
home efficiently and effectively. Like many
Attorneys, | used to have to take the day off when
my children were sick and I'd be sitting at home
stressed because | knew that work was building
up and feeling impotent about that. Working from
home was of course a bit tricky at the beginning,
especially if you were trying to home school, or
care for anyone at the same time, but | think that
remote working has just brought such flexibility
to people’s lives and has made everything so
much easier. It's definitely made life a lot easier
for a lot of people. It's been eye-opening.

| could offer loads of advice! Whether it's
good or not — who knows! My biggest regrets in
my career have come from not backing myself.
So, my advice to myself 15 years ago would have
been to back myself. Of course, at the same time,
you need to stay realistic and be self-aware.
Keep your ego out of the way, but back yourself.
And trust your gut.

| also think that women suffer from imposter
syndrome far more than men - self-doubt seems
to plague many of us. | reached a certain point
in my career, probably when | hit my early 40s,

when | realized that we're all kind of the same.
The more you see what other people do, the
more you realize that everyone makes mistakes,
everyone has doubts and that's normal. So, if
you back yourself and are self-aware you don't
need to have imposter syndrome - in fact, you're
probably doing a really good job.

The other thing apart from backing yourself is
to be yourself. There's no point trying to hammer
yourself into a mold that you believe a good
attorney fits. If you're the kind of person who is
slightly less formal and enjoys a bit of humor in
the everyday then just lean into it. It's like that
saying, ‘be yourself, because everyone else is
taken' My feeling is that your clients and peers
appreciate you just being yourself. It's easy to say
when you're in your mid-40s but when you're 25
and looking at all these very serious and important
knowledgeable people you want to be that way
too, but you can while still being yourself.

What challenges have you faced? And how
have you overcome them?
Reintegrating back after both my maternity leaves
was tricky because you suddenly have these new,
uncontrollable different pressures, other than
those presented by your Inbox! If somebody's
sick, you're at home. If you have to leave at a
certain time to be at the créche, you're leaving.
That lack of time flexibility was a massive
challenge. Everything just got squashed into a
much smaller time frame. | remember my boss
at the time, a woman, passing on her view that
women with children were always the most efficient
workers because they have these rigid time
pressures. What happened was, all the ‘water
cooler' time, and unnecessary meetings just..
had to be cut. | became surgical about my time.
You're in to do your job and become quick and
efficient. It absolutely influenced me. My children
are older now and that initial intense pressure,
especially now with working from home, has gone
but I'd like to think that the efficiency has remained.
Like most women, in most industries, | have
encountered assumptions, prejudices and biases
from professionals around the world. It's easy to
be dismissed as a woman - especially one who's
maybe not all that serious in their manner - but
the way you can deal with that challenge is being
really good at your job, and letting the work
speak for itself.

What would you consider to be your greatest
achievement in your career so far?

| suppose it depends on how you define
achievement: there are things that I've achieved
personally, there are things I've achieved for
clients, there are things that I'm known for -
| would struggle to pinpoint the ‘one’ While it
can be easy to point at the more famous, or
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publicized of the cases you have been involved
in, that doesn't equate to being that of which
you are most proud.

To be perfectly honest, | am as happy with
successes that reach the news, as with many
other, “smaller” ones - especially for my local
clients. Such small successes can make a really
big difference to them.

| think my greatest achievement is to find
myself now working with a great team in a very
supportive environment - my fellow partners
and colleagues are great and we have a really
good balance. | think achieving happiness and
balance between work and life, doing work you
enjoy with people you respect is success in
itself. | feel really lucky. While you can point at
achievements on your LinkedIn profile and the
awards you receive - which are all great - | actually
think just being happy in your career and in your
life is the greatest achievement you can have.

| think that the IP community is wonderful. |
was back at my first conference post-covid in
November and it made me realize that IP has
introduced me to great friends around the world
and | get to see them a couple of times a year.
Conferences are of course hard work but | get
to sit down with friends, for a drink and a chat
about our families, and it counts as work! | was
out for dinner one of the nights and there were
people from Finland, the United Kingdom,
Norway, Australia, the US, South Africa all at the
same table, having some fun, talking about work,
learning a bit about trademarks but, ultimately,
building relationships. Which, in many ways, is
what the role of a Trademark Attorney is! Sometimes
| feel | have the best career ever!

What are your future career aspirations?
And how will you work to achieve them?
Tomkins is a relatively small firm and we'd like to
grow our team. I'd like to raise the profile of Ireland
when it comes to IP, especially as some are yet
to realize that Ireland remains part of the EU!
I'd like to get to a place where | have more
time to be involved in committee work for the
various organizations | am a member of.
Related to this, | would like to try to get
more involved locally with education
work. Pre-covid, | was involved with a
charity called Inspiring the Future
which arranges visits to local schools,
with the aim to encourage and inspire
people in under-privileged schools to stay in the
education system. It's a charity whose aim and
message | have a close affinity with.

What changes would you like to see in the

IP industry regarding equality and diversity

in the next five years?

I'd like for it to get to a point where equality and
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diversity don't need to be separate agenda
items - where they are no longer a big, separate
issue or buzzword, and where their inclusion is
natural, automatic, and built into the decision-
making process. The job is to do the job and
people should be assessed based on their
merit, contributions, and behavior, not on out-
dated presumptions about gender, race, sexual
orientation, and the like.

How do you think the empowerment of
women can be continued and expanded in
the IP sector?
| think there are some incredibly impressive,
inspiring, and humbling women in the IP sector.
People are working extremely hard at the
association/committee level so the next steps
need to be made by the foot soldiers, the people
on the ground like me and you - people who
aren't high profile, or experts in the field. | think
it's now for all of us to keep an eye out for, and
to call out biases, when and where we see
them, and where and when we can. | think it's up
to everyone - not just women - to be aware and
to call out instances where unfair practices are
happening. | think the tools are all with us now
with people leading the way and showing us
the light so it's for us to follow and actively
participate in making sure that women continue
to be seen and heard, and empowered to help
them achieve their potential.
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The job is to
do the job and
people should
be assessed
based on
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outdated
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Karen Elburg: Partner,
Herzog Fox & Neeman

An interview: inspirations, experiences, and ideas for equality.

aren heads the Herzog Fox & Neeman
Klntellectual Property Practice. Karen has
extensive experience in the contentious
and non-contentious aspects of intellectual

property, including advising on strategic and
day-to-day aspects of trademark portfolios and

company and ending up in a specialized IP
boutique, coming full circle from my first job as
a student and returning to my first legal love.
Since that boutique merged into Herzog Fox &
Neeman in 2001, | have never looked back.
| have been very lucky with the people whom
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the trademark/domain-name interface, and
managing worldwide trademark portfolios for
her clients.

Karen advises on the acquisition, disposal,
protection, and exploitation of IP rights, as well
as trademark clearance, all aspects of brand
protection and trademark & domain-name
disputes, with a unique specialty in IP issues
in the online gaming industry. She specializes
in negotiating and drafting all types of IP
transactions, with extensive experience in the IP
aspects of corporate and commercial trans-
actions. Her work focuses on transactional IP
and on licensing, development, technology
transfer, and other commercial agreements for
clients ranging from start-ups to multi-national
corporations, in a broad range of industries and
fields.

What inspired your career?

Many years ago | was asked to define
professional success. | said success would be
when, if someone had a question in my area of
expertise, | was the person they turned to for
answers. Many years later | feel that by my
younger self's criterion, | have indeed succeeded.
| did not know, while juggling childcare, law
school, and a part-time job with a boutique IP
law firm, that | would one day be a partner
in Israel's most prestigious law firm, ultimately
heading its Intellectual Property department. My
inspiration came from a combination of having
been told, ever since | was a very small child,
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Russian Federation Kazakhstan that | could be whatever | wanted to be, with
perseverance bordering on stubbornness.
How have you found the pathway to your
. . current position? And can you offer advice
Republic of Belarus Ukraine from your experience?

During the first 10 years of my legal career | held
a number of different positions, starting with a
job in the legal department of a hi-tech

zuykov.com CTC Legal Media
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| have been privileged to work over the years,
people who taught me, mentored me, encouraged
me, and pushed me to excel; people who
reinforced that early message that | could do
whatever | wanted to do and be whatever | wanted
to be.

My best advice is to find those people, those
mentors, who are willing to teach you and push
you ahead. There is a lot of motivation from
professional women to support and to mentor
young professional women, and while | see no
reason not to have both men and women as
mentors, | do think there's a benefit to women
being mentored by women who may have faced
the same challenges and biases and have a
more intuitive understanding of some of the issues
young women face in pursuit of a legal career.

What challenges have you faced? And how
have you overcome them?

The famous “work-life balance” that we hear so
much about these days is not a new invention.
While today it's entirely accepted that both men
and women want and need that balance,
women juggling families and careers still face
different challenges than men do, and when | was
starting out that difference was even more stark.
Over the first 15 years or so of my legal career
| worked in various combinations of part-time
positions in order to be able to devote time and
energy to my family, and my ability to invest in
professional advancement was limited. There
was no real overcoming that challenge; it was a
matter of patience, perseverance, and doing my
best in both the personal and the professional
spheres.

What would you consider to be your greatest
achievement in your career so far?

I'm very proud to be head of the Herzog Fox &
Neeman IP Department, as well as a senior editor
on INTA's The Trademark Reporter, and a member
of the Board of Trustees of the Israel Internet
Association, ISOC-IL.

What are your future career aspirations?

And how will you work to achieve them?

The wonderful thing about being an IP lawyer is
that | learn something new every day. Over the
next few years | look forward to continuing to
learn new things, and to contributing to the
advancement of young IP practitioners, both
men and women.

What changes would you like to see in the IP
industry regarding equality and diversity in
the next five years?

I\would like to see more women in senior positions
in the legal profession in general, and in IP in
particular.

How do you think the empowerment of
women can be continued and expanded in
the IP sector?

That's a tricky question. | think we need to
continue encouraging and supporting women
to choose legal careers; in IP, we need to
encourage them to choose to specialize in patents,
which still feels pretty much like a male-dominated
field. We also need to foster the social acceptance
of men taking an equal part in parenting and
childcare and make away with the concept that
women - and only women - have to choose
between career and family; particularly after
covid, with so many people around the globe
working remotely, there really is no excuse not
to share both the challenges and the joys of
parenthood between the parents. | tend to be
an optimist by nature, and | feel we are moving
in the right direction, albeit not fast enough.
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INTA's 2023 Annual Meeting will focus on
innovation. With two tracks, IP & Innovation and
The Business of Brands, we will explore what

the latest advances in technology could mean

for brands in the future. Join us for networking
opportunities, learn about cutting-edge ideas, and

reconnect with colleagues from around the world.

Francesco Bonini reviews the recent trends highlighted by the UIBM
Activity Report published in 2022 to better understand the success rate of

trademark oppositions and appeals.

he Italian trademark opposition procedure

is consolidating its good standing at the

Italian PTO (UIBM) and it is gaining positive
feedback from the users.

The UIBM Activity Report 2021 (2022 is still not
available) shows a stable trend of filed oppositions
in the range of about 1,800 oppositions per year.
(See Figure 1)

Almost all the oppositions were filed online,
with just 1% of them sent by postal service or
through the Chambers of Commerce.

The UIBM has also streamlined its internal
workflow and has enhanced digitalization: this
has allowed it to complete 2,267 opposition
procedures in 2021.

This progress has generated not just more
productivity in the Opposition Division, but also
a better quality of the decisions which is confirmed
by the figures reported below.

On 48,789 fresh applications for trademarks in
2021, UIBM received 1,805 oppositions, that means

just 3.5% were opposed (consider that 5% of all
oppositions are against International Registrations
designating Italy and some national applications
receive more than one opposition).

In detail, 65% of them were ended by extinction
(agreement between the parties or withdrawal
of application); 20% were upheld in whole or in
part; 8% were rejected; 7% were withdrawn,
declared inadmissible or archived. (See Figure 2)

The provision for a conciliation or mediation
opportunity between the parties (the ‘cooling-
off' period) is effective because two thirds of them
are solved by an agreement between them and
do not go to a decision by the Office.

This allows the Opposition Division to concentrate
its work on a reduced number of cases that go
to a decision.

If one of the parties is dissatisfied with the
decision, they can file an appeal against it.

The responsible body for receiving appeals
on oppositions is the ‘Commissione dei Ricorsi'

Almadt alll the applications for opposition wene recived online, with
applications submitted By post or with CORA decneasing to 1%

Oppositions to trademark registration - Trend of applications ™

2,504

el | g M A0

Figure 1: Oppositions to trademark registration — Trend of applications, Source: UIBM Activity Report, 2021
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In 2021, 2,267 opposition procedures 1o Irademark reghtration were

Figure 2: Oppositions to the registration of trademarks, Source: UIBM Activity Report, 2021
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Résumé

Francesco Bonini

Francesco has 25 years of experience

in Italian and EU trademark and design

prosecution. He has had successful cases

in oppositions, appeals, and cancellations

both before the EUIPO and the Italian PTO.
Francesco has his office in Vicenza,

in the North-East of Italy. He has helped

and continues to help several companies

in the Venetian area to protect their IP

rights, dealing with IP prosecution.

(Board of Appeals), that is a judicial civil board,
before which a dissatisfied party sues the UIBM
in connection with one of its decisions.

Therefore, the plaintiff is one of the opposition’'s
parties; the UIBM defends its decision and the
other party can participate as an intervener.

The appellant has to submit written grounds
and documents, challenging the decision; the
other parties are allowed to reply. The debate
however happens during a hearing in Rome,
where the case is discussed.

Let us consider, however, that only 28% of
oppositions went to a decision in 2021, i.e., 505
cases, and let us count another 2% of them (i.e,,
36 cases) that have been declared inadmissible.

The overall sum of them, 541 decisions, was the
possible basis for the involved parties to file an
appeal.

The provision for a hearing could be argued
as a significant filter for reducing the number of
appeals: they were indeed 46 in all, in 2021; that
is, only 8.5 % on first instance decisions.

However, it should be noted that each appeal
decision may award €3,000.00 of compensation

34 THE TRADEMARK LAWYER
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The
provision
fora
hearing
could be
argued as a
significant
filter for
reducing
the number
of appeals.

to the winning party: a high amount that can
balance travel and hearing expenses.

Therefore, the mixed procedure of a written
part and a hearing is not, by itself, a sufficient
reason to justify a reduced rate of appeals on
first instance decisions.

Instead, it is likely that these decisions are
drafted and issued after careful work by the
examiner: indeed, the involved attorneys could
confirm that the most recent decisions are
extensively grounded, with careful analysis of
the conflicting trademarks, their claimed g/s,
the relevant public and all the factors that can
confirm or deny a risk of confusion.

This could be a more likely reason why the
number of appeals is so limited.

Another interesting table shows us the break-
down of the different outcomes of appeals in 2021:

Breakdown of results;

Appeals on oppositions; 2021

Rejected 28 60.8%
Upheld full 10 21.70%
Upheld part 5 10.8%
Withdrawn,

Suspended,

Extinguished 3 6.3%
Total 46 100.0%

Cartel 1, Source: Italian IPO (https://uibm.mise.gov.
it/index.php/it/)

As you can see, six in 10 appeals, related to
oppositions, have been rejected; however, three
in 10 were upheld in full or in part.

This seems to confirm the above-mentioned
hypothesis, i.e., that a good part of the opposition

CTC Legal Media

decisions were based on good argumentations.
On the other hand, the Board of Appeals has
considered reversing the first instance decisions,
considering that they needed to be reviewed in
whole or in some parts.
For the recently ended 2022, the number of
oppositions show an increase and goes to 1995,

It could be
interesting
to see

also the
decisions
issued by
this newly
established
division as

a further
development
in the Italian
IP scenario.

K00

while fresh applications decrease to 39,295.
These figures would give a growing rate of 5% of
oppositions/applications, which has to be
confirmed by an official report.

Also, the number of appeals, related to oppo-
sitions and filed in 2022, is still to be disclosed.

The lItalian opposition system shows its
consistency and good health also at the appeal
stage: it is working properly as a fast, reliable
and cost effective administrative procedure, for
solving conflict between registered trademarks
and subsequent applications.

From 29 December 2022, the UIBM has also
started to receive applications for cancellation
(invalidation and revocation) requests for trade-
marks: it could be interesting to see also the
decisions issued by this newly established division
as a further development in the Italian IP scenario.

Contact

Bonini Legal

Via Riello, 86 36100 Vicenza ltaly
Tel: +39 0444 1241072

Fax: +39 0444 230 574
fbonini@boninilegal
www.boninilegal

A friendly approach

to navigating the

Canadian trademark
and IP environment

Lawyers - Notaries - Trademark Agents

groupetcj.ca
tm-intl@groupetcj.ca
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A different standpoint
for 2023 INTA President
Jomarie Fredericks

Jomarie Fredericks, Deputy General Counsel, Chief Intellectual Property and
Brand Counsel at Rotary International, sits down with The Trademark Lawyer
to talk about her year ahead as INTA President, discussing the alternative
perspective she brings to the position as a result of her non-profit

background.

Can you start by introducing yourself
and your role in the IP Industry?
I'm Deputy General Counseland Chief IP and Brand

Counsel for Rotary International, a worldwide :
association of member rotary clubs established :

in 1905. We're headquartered in Evanston, Illinois,

and we have clubs in over 200 countries and
territories with around 1.4 million members. I've :

been with Rotary International for over 25 years.

We've got a lot of really dedicated volunteers all
over the world who try to do good and make
things better for different societies. It's an honor

to be affiliated with a brand like that.

Was there a particular case or
development that stood out for you
in 20227

As a long-term member of INTA's Executive
Committee, having started as an officer in 2018, '
| get exposure to every amicus brief that INTA files.
That's a great position to be in because it offersan :
inside view into the major cases in development

and that | may not otherwise know about.

But one stands out in particular to me, having
been a First Amendment lawyer before | was a
trademark lawyer, is Jack Daniel’s Properties, Inc.

v. VIP Products LLC, a case which has finally now

reached the US Supreme Court. INTA filed an
amicus brief before the Supreme Court in January, :

marking the association's fifth amicus brief in

this case which involves a balancing of interests
between the first amendment and trademark

law arising in the context of a consumer product,

namely a dog toy resembling a bottle of Jack
Daniels Old No.7 Black Label Tennessee Whiskey. 3

The Ninth Circuit held that Jack Daniels' marks

36 THE TRADEMARK LAWYER
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. were used on the dog toy in a humorous way
. and was therefore entitled to first amendment

protection. In doing so, the Ninth Circuit applied

i Rogers v Grimaldi to a consumer product under
. which the District Court was required to conclude

that the dog toy did not infringe Jack Daniels'

: trademarks. The Ninth Circuit also referenced
. the humor of the dog toy to conclude that any

trademark used in this way was noncommercial

i and therefore could not constitute trademark
- dilution.

The Ninth Circuit's decision is significant as it

- departs from the law and all other circuits.

. Traditionally, the Rogers analysis is reserved for
i expressive works, rather than consumer products,

© and no other circuit has previously extended

We are
looking into
developing
tools that
INTA can

. Rogers beyond artistic works. INTA's brief urged
© the Ninth Circuit to reconsider the application of
* Rogers v Grimaldi to the use of trademarks on any
. commercial product and to realign with other
i Circuit courts. INTA also argued that a review is
© appropriate to clarify the noncommercial use
. exception to trademark dilution under the Lanham

i Act. So, we'll see where that goes.

make

: You have been an INTA member for

available to
the media

more than two decades. How will your

i experiences shape your strategy for the

. year ahead?

for use when
reporting on
IP issues.

| have been involved in the association for a

i long time, as is the case with any INTA president,
. but I'm only the second non-profit president

and | think this offers an alternative standpoint.
While my role at my company is similar to the
equivalent role at any other company, the emphasis
at a non-profit is different. Rather than selling

CTC Legal Media

products, we're involved in services and we protect
marks for slightly different use cases. This alter- :
native lens makes what | do slightly different, :

and | bring this approach with me to INTA.

What aspect of being INTA President
excites you most?

That's a hard question because | am very excited! :
| believe in this organization. I've been in it for :
over 25 years, and I've certainly dedicated a lot
of time and resources to INTA, and I've done so
with the support and endorsement of Rotary
International. Having them behind me as a
brand owner member of INTA has made such a

difference.

I'm excited about the fact that my experience :
as president will be different in that it'll be :
shaped by my non-profit background: my role
as president will increase visibility not just for :
the Rotary brand but for the Rotary as a non- :
profit brand, which in turn will increase awareness
of the importance of, and issues surrounding,
brand protection for non-profits. So many
people think of trademarks as related solely to
consumer products, and that's certainly an :
enormous part of trademark law. But some 5

trademarks are in the services area, for both for-
profit or non-profit organizations. | don't think a

lot of people understand trademark use as
service marks and, more to the point, | think :
there is an added lack of understanding for IPin :

non-profits in general. While | don't expect the
general public to understand this nuance, | am

amazed how many trademark lawyers are surprised
to learn I'm with a non-profit. | hope the indirect :
exposure that | will bring to this issue willhelp to

raise awareness and understanding.

INTA Presidents in recent years convene a
Presidential Task Force. Will you do the
same and, if so, what will it focus in on?
We're in the process of putting together my
presidential task force with a working title of
‘Unlocking IP. We're focusing on the fact that many

people don't understand what a trademarkis, or
what the difference between a trademark, copy- :
right, and patent is. With this task force, we aim

to demystify the concepts and terms by ‘unlocking
IP'

We plan to start with the mainstream media,
which has direct access to the consumer public. :
We are looking into developing tools that INTA

can make available to the media for use when
reporting on IPissues. In addition, we will look to

raise awareness through increased coverage, as
the general media does not cover IP much at
present. Hopefully, the task force can put
together an agenda and outline that can be
utilized to increase awareness so that the media
can A) know the tools exist, B) have an increased :
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educational
programming
for the Annual
Meeting will
have two
tracks around
the theme of
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of Innovation.
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desire to cover IP topics, and C) report more

broadly and correctly.

At present, consumers don't necessarily know :
i about trademarks, they're not necessarily interested

in them except for how it looks in the form of a

logo on their shirt or purse. On the other side of
Better Society Through Brands, the DEI presidential
for instance, starting a small business, many

that coin is brand awareness in general, when,

don't think about IP protection or setting aside
budget for IP protection. Entrepreneurs think of

the name and logo for their company, but | don't
know that they think about protecting them. I don't

know how much thought is put into the domain
name or searching to see if someone else has

the same or similar mark. We need to increase
¢ awareness, starting with the media and then

with the general public, about these issues, and

increasing educational opportunities with respect

to IPwould be a good place to start. For example,
| think every paralegal program should have a
course on IP as well as every MBA program,
given how integral IP is to running a business.

I don't believe all of this is going to be accom-

plished by this one task force in one year but it's
. the unique challenges women continue to confront
for producing more educational tools, not just :
. the global Covid-19 pandemic, which seems to

about getting started and coming up with a plan
for lawyers, but for the public as well.

One year in, can you tell us about the

developments for the 2022-2025 strategic
. developments. INTA just launched a new career

plan?
It is not possible for me to speak about all the
accomplishments of our various committees,
task forces, and project teams so I'll share a few
highlights.

Strategic direction one is Promote and Reinforce

the Value of Brands. This year three teams of ‘

volunteers have developed three white papers
that serve to advance our understanding of the
global - and indeed galactic - IP system. These
white papers include a new IP in Space report,

now available for download. How do we protect |

marks and brands that are in space? Maybe the
traditional ways don't work and, given the recent
rapid commercialization of space, it's important
to examine these initiatives now, through the
lens of IP law. The report focuses on trademarks
but also contemplates other IP, exploring concrete
and practical legal approaches to reaching a
workable IP system in space between now and
the year 2050, by which time we anticipate
commercial activities in the low Earth orbit as
well as on the Moon and Mars. It seems crazy to
be talking in these terms but that's fewer than
30 years from now. INTA also has white papers
looking at NFTs and another which explores
trademarks in the metaverse. These will be
published in early 2023.

In addition, in November, INTA published a
checklist to accompany the IPO of the Future

Report. The original report provides a compre-
hensive resource for all IPOs to future-proof
operations and structures and to proactively
engage with their planning, positioning, and
environment requirements.

Turning to strategic direction two, to Build a

task force report has now been published. It
analyzes INTA's status and footprint in the DEI
space and provides recommendations, some of
which have already been acted upon, on how
the association might improve and expand its
DEl efforts and outreach. INTA also published
an update to the Women's LeadershlP Initiative
report in September which continues to facilitate
necessary dialogues within and beyond the
INTA community. It includes several pertinent
topics such as providing research on women's
representation in the workforce in the IP field,
women's career advancement opportunities, the
scope of work-life integration, as well as identifying

© further critical data gaps in this space. The update

highlights trends observed since the original
report, published in early 2021, and demonstrates

in the workplace including those resulting from

have hit women disproportionately hard.
Strategic direction three, The Development of
IP Professionals, has seen a lot of exciting

center which is designed to help INTA members,
job seekers, and employers find the right talent.
Also, we're currently developing INTA's first
certificate programs: the first, entitled Finance
for Non-Finance Legal Professionals Certificate
Program, is launching in early 2023 and will
provide critical foundational information on the
topic of finance for all IP professionals and
students. The second program, the Trademark
Administrators Certificate Program, offers beginner,
intermediate, and advanced options and covers
foundational aspects of trademark law and
practice and it will launch in the second quarter
of 2023.

The INTA Annual Meeting is due to take
place in Singapore, May 16-20. Can you
give an insight into what to expect?
And why do you think the meeting is
so valuable for industry professionals?
As you may recall, INTA was expected to be in
Singapore in May 2020 but that didn't happen due
to the pandemic, so we're very excited to be
heading there in May 2023. We already have more
than 4,350 registrations, and registration is tracking
higher than the 2022 Annual Meeting, which is
very encouraging.

This Annual Meeting will have a new, Live+,
format: there's going to be the in-person event
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in May which will be followed by a separate :
virtual event in June. The virtual meeting will
include some totally new sessions as well
as some recorded in-person sessions so that

attendees have time to focus on one and then

the other. Registration for both has a small price
difference (US $50) to allow registrants to fully :

engage in the networking and new business
building that can be done in person in Singapore
and then allow them to focus on education
during the virtual event, giving each registrant
wider opportunities.

The educational programming for the Annual
Meeting will have two tracks around the theme
of The Business of Innovation. The first is the IP
and Innovation Track which will cover traditional
IP topics and issues registrants expect from an
INTA Annual Meeting, such as trademarks, brands,
trade secrets etc., as well as patents, with an

additional focus on future trends. This is especially

useful as Asia is extremely patent-intensive,
with 70% of all patents filed coming from the
region. Then there is the Business Track which

will focus on topics such as the economics of

brands, IPvaluation, ideas to assets, IP as a financing
tool, and cooperation between public and
private sectors to support entrepreneurship,
plus keynote speeches on SME success stories.

There's going to be a terrific amount of business
development opportunities including committee
meetings, excursions, table topics, speed net-
working, over 10 different social receptions, a
grand finale at Universal Studios, and opportunities
to meet with counsel from the Asia Pacific region
who are going to be in attendance.

Singapore in itself is a terrific destination; its
clean, safe, modern, and exciting, and it has
amazing food. With English being widely spoken,
it's a fantastic destination for those visiting the
Asia Pacific region for the first time.

What advice would you give to
professionals hoping to become active
with INTA as a committee member/
volunteer?
You will get out of INTA what you put into it and
in time you will find that what you put into INTA
will come back to you tenfold - this speaks the
truth of what my INTA experience has been.

| encourage everyone to join a committee. All
members are invited to join committees. It's
fantastic that INTA receives a very high number
of committee applications, but unfortunately,
this means that not every applicant will be put
on a committee - but please apply. If you don't
get a place, apply again. Keep trying, because the

committee experience will help to deepen your

involvement in INTA and enrich your experience
as wellas help you develop as a trademark lawyer.

Committee selection occurs every two years for :
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the following committee term, and the next
selection period begins June 2023 for the two-
year committee term beginning in January 2024.

There are other ways for you to participate
in INTA, such as hosting roundtables or
contributing articles to the INTA Bulletin. | would
also recommend attending all the educational :
sessions and INTA events that you can take :
advantage of opportunities with the accessible :

and truly welcoming INTA staff and the member

000
I1:

I have
friends
all over
the world
- because

leadership. Express your desire to get involved

and show what you can offer, it will be heard.

Hard work is recognized; if you do good work
for INTA it will get noticed and the staff are always
looking for new talent. | was plucked from a

committee and given more responsibility which
led to more leadership opportunities, and now
I'm president! | won't be involved in INTA forever

. and we're always looking for the next group of
leaders to bring up within INTA who will eventually
. take over. So, don't be afraid to speak up, make
yourself heard, and engage with opportunities
- thatcome up, ifyou're not getting the opportunities,

ask for them. | think that's the best advice | can
give.
INTA has changed my practice and my life.

| have friends all over the world because of my ]

involvement in INTA and, with respect to my
company, it's given me such an advantage. When
| started practicing my foreign counsel was a
name on the other end of an email; then | started
going to INTA events and meeting them in person.
Once you meet somebody in person your
relationship is forever changed, you understand

of my
involvement
in INTA and,
- with respect
to my
company,
it’s given
me such an
advantage.

each other on a different level, and they

understand my company's risk level differently.
| think things just get done in a much more
efficient, and certainly a more friendly, manner.
Being part of INTA is good professionally and
personally as well as for your company. | know |
sound like a cheerleader for INTA but that's kind
of my job right now, right?!

www.inta.org
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FILING FEES IN SWITZERLAND

Switzerland: sometimes
it Is good to return to the
basics and fundamentals!

Catherine Hillaert-Prevost advises on the available forms of trademark
protection and legal registrability criteria in Switzerland ahead of the
implementation of official fees reduction from 1 July 2023 and 1 July 2024

respectively.

ccording to the Swiss Federal Act on
Athe Protection of Trade Marks and

Indications of Source of 28 August
1992 (Status as of 1 January 2022), a trademark
is defined in Article 1 as a sign capable of
distinguishing the goods or services of one
undertaking from those of other undertakings.

Trademarks (or services marks) can

accordingly be in particular words e.g. OCEAN
HARRY WINSTON for goods of international
class 3 in the name of Harry Winston SA,
MATERNA for goods of international class 5 in
the name of Sociéte des Produits Nestlé SA;
letters e.g. ERSF for goods of international class
11 in the name of Mitsubishi Electric Corporation,
numerals e.g. 5514 for goods of international
class 14 in the name of Rolex SA; figurative
marks, e.g. & for international class 34 goods
in the name of Philip Morris Products S.A,
with claim of colours orange and red, for
goods and services in classes 9, 41,42,44 in the
name of F. Hoffmann-La Roche AG, A with
claim of colours blue and turquoise for goods
of class 5 in the _'; name of Novartis AG;
holograms e.g. = for goods and services of
international classes 2,9,28,38,41 in the name
of Your Stories Sarl; motion marks e.g. ==
with the following description “The mark
consists of a 1.22 second moving image
sequence; it begins with a logo consisting of
a green parallelogram in which the word
PUMA is written in white capital letters; from
this logo comes a stylized white puma running
to the right; this puma is inserted in a red
parallelogram which also moves with it to the
right; in the last image of the sequence, the red
parallelogram containing the white stylized
puma reaches a size equal to the green
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In the
course of the
examination
process, the
Swiss Federal
Institute of
Intellectual
Property
does not
search for
earlier
rights, e.q.
if other
identical or
confusingly
similar
rights of
third parties
are already
in existence.

parallelogram containing the word PUMA', for
various goods and services of international
classes 9,35-37.39.43 in the ZZEZ name of
Puma Energy International SA; £%%% with
description “the motion mark consists of a 3.3
second animation depicting the silhouette of a
feline seen in profile moving from left to right.
The sequence reads from left to right and from
top to bottom", for goods and services of
international classes 3,9,14,16,18,25,34-35, in
the name of Cartier International AG; position
marks eg. =i for international class 25 with
a specified list of goods, in the name of All Star
CV. colors marks e.g. with color claim Red
(RAL 3003). for specific products of international
class 8 specially “pocket knife" was registered
as established brand commerce, in the name of
Victorinox AG, with color claim standing for
the association of blue color (Pantone 2747 C)
with silver color (Pantone 877 C) in a ratio of
50:50, for specific products of international
class 32 goods “non alcoholic beverages,
namely Energy Drinks" was registered as
established brand commerce, in the name of
Red Bull GmbH, . (Pending appl.) described
as “a gradient, i.e. a combination of a linear
gradient going from yellow (R:225, G:220, B:128)
to orange (R:252, G:175, B:69 to Ri247, Gi119,
B:55 to Ri88, G:81, B:216) and Red (R:236, G.72,
B:76) and Pink (R:225, G:48, B:108) gradient and
a linear gradient where blue (R:5, G:10, B:230
and R:88, G:81, B:216) to violet (Ri131, G:58,
B:180) and Pink (R:193, G:53, B:132) runs. The
colors mentioned above always appear in the
order mentioned and as shown in the stamp”,
for goods and services of international classes
9 and 42 in the name of Instagram, LLC - it will
be interesting to see whether this application
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will mature to registration as such; sound =

marks, e.g. in international classes ;

1,5,31,44 in the name of Syngenta Participations

AG; three dimensional marks, e.g. i with

color claim white, green, blue, in international

class 33 in the name of Sire Spirits LLC, # with

color claim Pantone 7401 C, Pantone 200 C,

Pantone Reflex Blue C, Pantone 872 C and

white, and words FIRE & ICE VODKA GOLD

PREMIUM Bottled in SWITZERLAND 40% alc./

vol. 700 ml, in international clas_s 33inthe

name of F&I Beverages AG;, # for goods of
class 14 in the name of Patek Philippe SA

Geneve; or, combinations of such elements

with each other or with colors.

Marks can be classified in four main categories:
individual marks, collective marks, e.g.,

s mvissnee for goods and services of classes

9.35.38,41 in the name of Staatssekretariat fur

Bildung, Forschung und Innovation SBFI,

geographic marks e.g. Swiss for goods of class

14 in the name of Fédération de l'industrie

horlogere suisse FH, certification marks

(quarantee), e.g. #: for various goods and

services of classes 3,5,16-17,20,29-32 in the

name of Rainforest Alliance, Inc.

According to Article 2 of the Federal Act, the
following are excluded from trademark protection
on the basis of absolute grounds for refusal:

a) signs that are in the public domain e.g.
WORLD META FORUM, METAVERSE,
METAWORLD, metaverse, FIRST IN
CRYPTOFINANCE, LA GRANDE MAISON,
XPRESS YOUR UNIQUENESS Fig.,
hydrogen Fig. greenlaw, SIGNATURE,
GOLDEN LABEL, EcoPlus, respect nature,
were rejected in 2022. When signs of the
public domain may have become
established as a trademark through use
for the goods or services for which their
protection was sought, they are allowed
registration. Here below are examples of
word marks which have been registered
over the years on the basis of acquired
distinctiveness or partial acquired
distinctiveness through use: FETE DES
VIGNERONS, LA 2028, SUPER LEAGUE,
PATAGONIA, M, LA POSTE SUISSE,
ROYAL CARIBBEAN, AMERICA'S CUP,
CHAMPIONS LEAGUE, THE HARLEM
GOSPEL SINGERS, SAVE THE CHILDREN,
WWF, MASTERCRAFT, 501, MOON BOOT,
CO-AXIAL MASTER CHRONOMETER,
LONG ISLAND, CASABLANCA, GOLDEN
SQUARE, INTERNATIONAL WATCH,

A DIAMOND IS FOREVER, WEIGHT
WATCHERS, CITIBANK... Similarly, shape
marks (three dimensional) can be
registered on the basis of acquired
distinctiveness or partial acquired
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Catherine Hillaert-Prevost
Business Intellectual Property Expert Consultant & Advisor
Former Global Head of Intellectual Property & Anti-counterfeiting

at STOLI Group.
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e

distinctiveness for specific categories of
goods or services. As an illustration of
such shape marks, we can cite:

4 ese 4
D4 ¥

shapes that constitute the nature of the
goods themselves or shapes of the goods
or their packaging that are technically
necessary, e.g.

- ER A

25+ years' experience leading multinational companies' IP strategies

in 160+ jurisdictions.

Author Email: Catherine.hillaert-prevost@outlook.com
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d)

42

misleading signs, e.g. POWER, especially
for goods of classes 33 and 34 was
considered as misleading sign and
refused to registration on the following
grounds: “for alcoholic beverages, cf. art.
12 al. 2 let. h of the ordinance on foodstuffs
[ODALOUSs; RS 817.02], according to which
brands designating alcoholic beverages
must not contain indications referring

in any way to health, and article 34
paragraph 3 of the ordinance of the DFI
concerning information on foodstuffs
[OIDAI; RS 817.022.161], which prohibits
health claims for alcoholic beverages
containing more than 1.2% alcohol by
volume, or for tobacco products because
Article 17(2) of the Tobacco Ordinance
[OTab; RS 817.06] prohibits any advertising
statement suggesting any beneficial effect
of tobacco products on health"

signs contrary to public policy, morality, or
applicable law. These are basically simple
signs, abbreviations, indications and coats
of arms - it is worth noting that the Swiss
Federal Intellectual Property Office
publishes (to date) a list of 5615 emblems
(Swiss protected public signs and foreign
signs protected in accordance with Article

THE TRADEMARK LAWYER

In sum,

a sign
intended as
a trademark
must be
neither
generic,
usual,
descriptive,
deceptive,
nor be
contrary

to public
policy.

6ter of the Paris Convention for the
Protection of Industrial Property) which
cannot be protected as a trademark or as
an element of a trademark. The sign FIT
was refused for all goods and services of
classes 1-45 because it was considered as
descriptive in the sense of “appropriate”,
“right-sized" or “physically fit", as
misleading for alcoholic beverages and
tobacco products on the grounds of
art. 12 al. 2 let. h ODAIOUs and art. 34 al. 3
OIDAl as wellas art. 17 al. 2 OTab, and in
addition, because it is a protected
abbreviation (Federal law concerning
the protection of the names and emblems
of the United Nations and other
intergovernmental organizations;
RS 232.23).

In sum, a sign intended as a trademark must

be neither generic, usual, descriptive,
deceptive, nor be contrary to public policy.

With regards to Article 3 of the Federal Act,
signs that are also excluded from trademark
protection on the basis of Relative grounds for
refusal include signs that are:

a) identical to an earlier trademark and are
intended for the same goods or services;

b) identical to an earlier trademark and
intended for similar goods or services
such that a likelihood of confusion results;

c) similar to an earlier trademark and
intended for the same or similar goods or
services such that a likelihood of
confusion results.

In this context, an earlier trademark is:

a) an applied or registered trademark that
gives rise to a right of priority under this Act
(Art. 6-8); b) a trademark that is well known in
Switzerland within the meaning of Article 6bis
of the Paris Convention for the Protection of
Industrial Property of 20 March 1883 (Paris
Convention) at the time of filing the sign
referred to here in paragraph 1.

The grounds for refusal under this Article 3
may only be invoked by the proprietor of the
earlier trademark right. In the course of the
examination process, the Swiss Federal
Institute of Intellectual Property does not
search for earlier rights, e.g. if other identical or
confusingly similar rights of third parties are
already in existence. The intended trademark
holder is responsible to not infringe or to not
offend such earlier rights. This is what is unique
to Switzerland trademark examination process
and shall be kept in mind. This is also why
advanced checking and searches as to existing
earlier rights are key for a peaceful and legally
safe products or services go-to market launch
or with a brand of any kind.
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Considering that trademarks (and other
intellectual property rights) are more than ever
valuable assets in trade and online for many
companies and individuals, to assert
uniqueness, exclusivity and capacity to defend
against infringers in the widest sense,
registering such rights is crucial.

It is worth noting that starting from summer
2023, filing costs for Switzerland are set to
decrease. It will become less costly to file and
renew a trademark, for identical gain and
competitive advantage as was before. The
Swiss Federal Council approved the amended
Fee Ordinance of the Swiss Federal Institute
of Intellectual Property (IP]) at its meeting on
16 December 2022. As announced, a trademark
filing in 3 classes and its renewal which were
amounting to 550 Swiss francs will be reduced
progressively as follows.

From 1st July 2023, a national trademark
filing in 3 classes will only cost 450 Swiss
francs.

In addition, the fee for protecting an
international trademark in Switzerland for
3 classes of goods/services will be reduced
by 50 Swiss francs, namely 400 Swiss francs.

There will be additional reduction, namely
electronic filings are encouraged and enable

It is worth
noting that
starting
from
summer
2023, filing
costs for
Switzerland
are set to
decrease.

K00

Applicants to save a further 100 Swiss Francs
fee (the e-filing discount).

From 1 July 2024, renewal fee of a Swiss
trademark will be decreased from 700 to 550
Swiss francs. Further the individual fee with
regard to the renewal for Switzerland of an
international mark will be 500 Swiss francs.

This announcement shall be good news for
anyone seeking to apply, register or renew, and
therefore to protect its intellectual property for
Switzerland.

Sources:

https:/ /www.newsd.admin.ch/newsd/message/
attachments/74521.pdf https:/ /www.ejpd.admin.ch/
ejpd/en/home/ latest-news/mm.msg-id-92238.html
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intellectual property

Europe & Africa IP Law Firm

@ www.inventa.com
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Prague has been for centuries

a capital of education, arts

and science located in the heart
of Europe.

As such, Prague is the ideal
venue for a get-together of
leading IP professionals from
all over the world to discuss
new alleys, tricks and corners
of trademark and design law,
in other words to explore the
magic of IP.

The perfect way to relax after
a full day of professional
programme is a walk through
Prague's UNESCO protected
historical centre featuring
ten centuries of European
architectural styles in one
place. Finish with a cold drink
in a beer garden overlooking
the 0ld Town Square and its
medieval astronomical clock.

ECTA.ORG

Only a short walk aWaYis tﬁe
Charles Bridge, one of the oldest
stone bridges in Europe and

a truly loyal servant to the city.
Further up, the Prague Castle

is a symbol of Czech statehood
and the world's largest ancient
castle complex. There is

so much to see and Prague

is a compact city that is best
explored by foot, bicycle or
efficient public transport.

Prague's stunning architecture
and river panorama have been
witnesses of the magic for
hundreds of years.

Type ecta.org to your browser,
and see the deatails now!
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Directory of Services

ARGENTINA

O'CONOR | POWER

O’Conor & Power

Q’Conor & Power's trademark and patent practice group
has wide experience in handling portfolios for international
and domestic companies in Argentina and Latin America.
Our services in the region include searches, filing and
registration strategies, prosecution, opposition, renewals,
settlement negotiations, litigation, enforcement and
anti-counterfeiting procedures, recordal of assignments,
licences, registration with the National Custom
Administration, general counselling in IP matters, and
counselling in IP matters in Argentina and the region.

Address: San Martin 663, 9th Floor,
(C1004AAM) Buenos Aires, Argentina
Tel/Fax: 005411 4311-2740/005411 5368-7192/3
Website: www.oconorpower.com.ar
E-mail: soc@oconorpower.com.ar
ocp@oconorpower.com.ar
oconor@oconorpower.com.ar

|ARMENIA |
YAKHNINA

& partners

Vakhnina & Partners

The team at “Vakhnina & Partners” comprises of
highly-qualified patent and trademark attorneys,
lawyers and technical experts.

We represent our clients' interests in Armenia,
Russia, at Eurasian Patent Office, and cooperate with
partners and associates in other Eurasian countries:
Georgia, Belarus, Ukraine, Kazakhstan, Azerbaijan,
Kyrgyzstan, Turkmenistan, Uzbekistan, Moldova,
Tajikistan, as well as Baltic states.

Our attorneys are member of INTA, FICPI, AIPPI,
LESI, ECTA, PTMG.

Address: Yerevan, Republic of Armenia

Tel: +374 91 066393

Email: Armenia@vakhnina.com
Website: http://about.vakhnina.com
Contact: Dr. Alexey Vakhnin, Partner

BAHRAIN

o
LR S ek

United Trademark & Patent Services
International Intellectual Property Attorneys

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services
Office 21, Sabha Building No. 338
Road 1705, Block 317 Diplomatic Area,
Manama, Bahrain

Website: www.utmps.com

Email:  Bahrain@unitedtm.com &
unitedtrademark@unitedtm.com

Contact: Talal F.Khan & Mr Imad

BOLIVIA

al

Landivar &
Tam o m e b

Landivar & Landivar

Established by Gaston Landivar Iturricha in 1961,
Landivar & Landivar is a pioneer firm in the field of
Intellectual Property in Bolivia. Our international
reputation was gained through a competent and
complete legal service in our area of specialization.
Our firm has grown into a Chain of Corporate Legal
Services and Integral Counseling, with the objective of
guiding national and international entrepreneurs and
business-people towards the success of their activities.

Address: Arce Ave, Isabel La Catolica Square,
N° 2519, Bldg. Torres del Poeta, B Tower,
9th floor, off. 902. La Paz, Bolivia,
South America
Tel/Fax: +591-2-2430671 / +591 79503777
Website: www.landivar.com
Email:  ip@Ilandivar.com - info@landivar.com
Contact: Martha Landivar, Marcial Navia

CARIBBEAN

'?;ﬁq- CARIBBEAN TRADEMARK SERVICES
it 1]

LAW OFFICE OF GECRGE C. L M0ORE, PA.
41 YEARS

CARIBBEAN TRADEMARK SERVICES

Law Office of George C.J. Moore, PA.

Caribbean Trademark Services, founded by

George C.J. Moore in 1981, provides a single contact
source of protecting trademarks and patents in the
Caribbean. Covering 29 countries, including Belize,
Bermuda, Costa Rica and Cuba; a bilingual staff provides
IP services tailored to the diverse jurisdictions.
Experienced staff members and volume transactions,
services are efficient making our single contact, long
established source for the Caribbean most cost effective.

Address: 2855 PGA Boulevard, Palm Beach Gardens,
Florida 33410, USA

Tel: +1 561 833-9000

Fax: +1 561 833-9990

Contact: Michael Slavin

Website: www.CaribbeanTrademarks.com

Email:  IP@CaribbeanTrademarks.com

COLOMBIA

VERA

50 YEARS

VERA ABOGADOS ASOCIADOS S.A.

VERA ABOGADOS was founded 50 years ago to
attend to legal needs of the business sector in the
area of IP. Today they provide their services to all
fields of law. The law firm is a reference in the
Andean community and they are part of international
associations such as INTA, ASIPI, ABPI and ASPI.
They were ranked in 2022 by Leaders League as

a highly recommended Colombian law firm and in
addition, they are a member of PRAGMA, the
International Network of Law Firms.

Tel: +57 60-1 3176650
+57 60-1 3127928
Website: www.veraabogados.com
Email: info@veraabogados.com
Contact: Carolina Vera Matiz, Natalia Vera Matiz

i CERMAK a spol.

i kanoe| &

SOORATH & DaTEn
v and _--.'..,-..:_ 0

Cermak a spol

Cermak a spol. is a leading IP law firm in the Czech
Republic and Slovakia, providing services in all areas
of IP law, including patents, trademarks, utility models,
industrial designs, unfair competition and others. We
have a qualified team of lawyers for both IP prosecution
and litigation including litigation in court. Our strengths
is a unique combination of experienced and qualified
patent attorneys and lawyers.

Address: Cermak a spol, Elisky Peskové 15
150 00 Praha 5, Czech Republic.

Website: www.cermakaspol.com
Email: intelprop@apk.cz

Contact: Dr. Karel Cermak - Managing Partner
Dr. Andrea Kus Povazanova - Partner

CZECH REPUBLIC

TRAPLOVA Law and Patent Offices
HA HE
KUBAT I Sereom o e Lonch Repabic

Patent Cffices ik £F | e HR

Traplova Hakr Kubat

Law and Patent Offices

TRAPLOVA HAKR KUBAT is a well based IP boutique
with a long-term tradition in representing both the
Czech and foreign clients in the patent, utility models,
industrial designs, trademarks, copyright, unfair
competition and anti-counterfeiting issues.

Address: P. 0. Box 38, 170 04 Prague 74
Pristavni 24, 170 00 Prague 7

Tel: + 420 266 772 100

Fax: + 420 266 710 174

Website: www.thk.cz

Email: thk@thk.cz

Contact: Jana Traplova, Attorney at Law
Tomas Pavlica, European Patent Attorney

CYPRUS
ﬂ HE '- i II-I i1} .l.l- I". .:I'..I:“ E.-': '-"-:\. F.-:.l 1A

Christodoulos G. Vassiliades & Co LLC

The Firm employs over 200 professionals, comprising
of qualified lawyers, legal and tax consultants,
paralegals and accountants, all dedicated to the
provision of services with professionalism, efficiency
and integrity. We offer a fully integrated IP service,
providing advice and professional support in relation
to copyright, trademarks, patents, designs, domain
names, as well as unfair competition and protection
of other confidential information.

Address: 15, Agiou Pavlou Street, Ledra House,
Agios Andreas, Nicosia 1105, Cyprus

Tel/Fax: +357 22 55 66 77

Website: www.vasslaw.net

Email: maria.kyriacou@vasslaw.net

Contact: Maria H. Kyriacou

CTC Legal Media
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DJIBOUTI

United Trademark & Patent Services
International Intellectual Property Attorneys

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services

Djibouti Branch Djibouti, Rue Pierre Pascal
Q.commercial Imm, Ali Warki, Djibouti

DOMINICAN REPUBLIC
VT A

INTERNATIONAL LAW FIKM

WDA International Law Firm

Intellectual Property

For over 25 years we have provided excellence in
Intellectual Property protection to worldwide
renowned companies including the most iconic
pharmaceutical, beauty and clothing, beverages and
motion pictures companies.

Our main practice is devoted to Intellectual Property
which specializes in docketing maintenance of
trademarks and patents and litigation attorneys of
high profile IPR infringements, border protection and
counterfeiting cases in Dominican Republic.

LIC. Frank Lazala
Whatsapp: 829-743-8001

DOMINICAN REPUBLIC
GuzMAN ARiZA (95)
el

Guzman Ariza, Attorneys at Law
Guzman Ariza is the largest law and consulting firm
in the Dominican Republic. Founded in 1927, we
have extensive experience in protecting local and
international clients’ intellectual property rights,
including trademarks, trade names, copyrights, and
patents. We are your one-stop shop for all of your IP
needs in the Dominican Republic.

Our services include: * Trademarks and trade names
* Patents « Industrial design * Sanitary ¢ Copyrights
* I[P management and IP audit * Litigation

Tel: +1 809 255 0980
Fax: +1 809 255 0940

ATTORNEYS AT LAW

fabio@drlawyer.com
Leandro Corral, Senior Counsel
Icorral@drlawyer.com

IDEAS,,
W

Ideas Trademarks Guatemala, S.A.

IDeas is a firm specialized in the defense of intellectual
property rights, offering advice on all kinds of issues
related to them and in the management of portfolios of
distinctive signs and patents, at competitive prices, in
the Central American and Caribbean region.

IDeas is focused on meeting the needs and solving the
problems of its clients, setting clear expectations and
obtaining creative solutions with minimal exposure and
cost-effective. Proactivity has determined our constant
growth and modernization, maintaining a high standard
of quality and satisfaction in our professional services.

noyola@ideasips.com

MERIDA

Y OASQCIADOS

Merida & Asociados

The firm provides services throughout the range of different
legal matters, specializing in the banking industry both
nationally and internationally, business law, banking law,
trademarks and patents, litigation, notary law, litigation
and arbitration. We are a very well-known law firm for
Intellectual Property in Guatemala. Our office serves
clients from abroad, including clients from Europe and

the United States, as well as Japan and other countries.

Address: 20 calle 12-51 “A” zona 10,

Guatemala City, 01010, Guatemala
Armando Mérida, Section 019170,

51

Chandrakant M Joshi

Our law firm has been exclusively practicing Intellectual
Property Rights matters since 1968. Today, Mr. Hiral
Chandrakant Joshi heads the law firm as the senior most
Attorney. It represents clientele spread over 35 countries.
The law firm conducts search, undertakes registration,
post-registration IP management strategies, IP valuation,
infringement matters, domain name disputes and cyber
law disputes of patents (including PCT applications),
trademarks, industrial designs and copyrights.

Address: Solitaire - Il, 7th Floor, Link Road,
Malad (West), Mumbai - 400 064, India

L. S. DAVAR & CO,

L.S. DAVAR & CO.

We are India’s oldest Intellectual Property and Litigation
Firm. Since 1932, we have been as a trusted IP partner
of Global Large and Mid-size companies and foreign IP
law firms. We have been widely acknowledged by Govt.

Contact: Dr Joshita Davar Khemani
Mrs. Dahlia Chaudhuri

ADVOCATES, TRADEMARK

Maximum Leverage
Minimum Stress

dewan@rkdewanmail.com

ISRAEL

Gold Patents and Financial Services (1992) Ltd. is an
intellectual property solution provider firm that
operates in Israel as well as worldwide. We specialize
in providing evaluation and analyses of IP portfolios;
prosecuting and drafting complex patent, design, and

Email: office@gold-patent.co.il

Contact: Marganit Goldraich

JORDAN

United Trademark & Patent Services
International Intellectual Property Attorneys

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services
Suite 7, 2nd Floor, Chicago Building,

unitedtrademark@unitedtm.com
Contact: Mrs Fatima Al-Heyari

LEBANON

United Trademark & Patent Services
International Intellectual Property Attorneys

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services
6th Floor, Burj Al Ghazal Building, Tabaris,
P. 0. Box 11-7078, Beirut, Lebanon

MACAU, CHINA

BN Intellectual Proberty Services

BN Intellectual Property Services has more than

15 years of experience and has offices in Macau,
Portugal, Singapore and a support office in Mainland
China. BNIP specializes in prosecution, licensing and
protecting trademarks, patents and industrial designs
rights in Macau.

We pride ourselves on our efficiency with the
automation of more than 70% of our tasks and ability
to recognize our clients concerns and practices. As a
result, we handle our clients’ needs quickly and
effectively.

. Al Abdali, PO. Box 925852, Amman, .
Website: www.utmps.com Tel: 809-540-8001 Website: www.drlawyer.com Jordan Website: www.utmps.com Tel: +853 2833 2828
Email:  Djibouti@unitedtm.com & Website: ~ www.wdalaw.com Email: info@drlawyer.com Website: www.utm m Email:  lebanon@unitedtm.com & Fax: +853 2833 3366
i i Email: trademarks@wdalaw.com . Eahi . : ebsite: www.utmps.co p : ax: >
unitedtrademark@unitedtm.com / Contact: Fabio Guzméan Saladin, Partner Email:  jordan@unitedtm.com & unitedtrademark@unitedtm.com Website: www.bn-ip.com
Contact: Imad & Faima Al Heyari Contacts:  LIC. Wendy Diaz Contact: Hanadi ’ . ;

Email: ip@bn-ip.com
Contact: Jenny Xiao

MAURITIU
T A\

Yusuf S Nazroo

IP Agent/Consultant
Member of CITMA-INTA-APAA-AIPPI

Address: 12 Frere Félix De Valois Street, Port Louis,
Mauritius

Tel: + 23057 14 09 00

Fax: + 2302122793

Website: http://yn-trademark.com

MEXICO

GOODRICH
RIQUELME
ASOCIADOS

Goodrich Riquelme Asociados

Our staff of attorneys, engineers and computer
specialists help adapt foreign patent specifications and
claims to Mexican law, secure patent inventions and
trademark registrations and maintain them by handling
the necessary renewals. Our computer system, which
is linked to the Mexican Patent and Trademark
Department, permits us to provide our clients with a
timely notice of their intellectual property matters. We
also prepare and register license agreements.

Address: Paseo de la Reforma 265, M2,
Col. Y Del. Cuauhtemoc, 06500 Mexico, D.F.

MEXICO CITY

rRAA
r.-'l’..._..:"m._
g

i
f (__.ﬂPhl,n.pn.

TOVAR & CRUZ IP-LAWYERS, S.C.

We are a specialized legal firm providing intellectual
property and business law services. Founded in 2009.
The purpose is that our clients not only feel safe,
besides satisfied since their business needs have been
resolved, so, our professional success is also based on
providing prompt response and high quality,
personalized service. “Whatever you need in Mexico,
we can legally find the most affordable way”

Tel: 525528621761 & 525534516553

Tel: +502 2460 3030 . -
Website: https://www.ideasips.com/?lang=en P.O. Box 02-5339, Miami, Florida, Tel: +91 22 28886856 / 57 / 58 / 64 Tel: (5255) 5533 0040 Web_5|te: www.tmp!aw.mx
o ¥ " e ’ 33102-5339, USA Fax: +91 22 28886859 / 65 Fax: (5255) 5207 3150 Email:  ecruz@tciplaw.mx
Email:  guatemala@ideasips.com . e . . S :
Contact: Gonzalo Menéndez, partner, Tel: (502) 2366 7427 Website: www.cmjoshi.com Greetings from Website: www.goodrichriquelme.com mtovar@tciplaw.mx
' gmenendez@ideasi’ps com ' Website: http://www.meridayasociados.com.gt/en Email:  mail@cmjoshi.com / cmjoshi@cmjoshi.com / Mauritius the Email:  mailcentral@goodrichriquelme.com contactus@tciplaw.mx
Gustavo Noyola partn.er Email: corporativo@meridayasociados.com.gt patents@cmijoshi.com / designs@cmijoshi.com / ’ Contact: Enrique Diaz .
' ' Contact: Armando Merida trademarks@cmjoshi.com Rainbow Island Email:  ediaz@goodrichriquelme.com Contact: Elsa Cruz, Martin Tovar

MOROCCO

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute

46 THE TRADEMARK LAWYER
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NEPAL

providing different IP services ranging from protection
of IP to enforcement and IP litigation. Our IP
department is headed by Ms. Anju Upreti Dhakal, an
IP attorney with more than 23 years of experience.
Through our understanding of the Nepalese markets,

Contact: Ms. Anju Upreti Dhakal

I RKY Cold @ PIONEER ||y A jibae & Co.
ATTORNEYS R. K. DEWAN & Co. &, ﬁ]"ynrs LAW ASSOCIATES 7N m———

o e eme & PATENT ATTORNEYS Gold Patents and Financial United Trademark & Patent Services | | Pioneer Law Associates Pvt. Ltd. S. P A. AJIBADE & CO.
% ininfr Esmbﬁsll;lcl)izxin Lotz Services (1992) Ltd. International Intellectual Property Attorneys Pioneer Law was founded in 1982 and has been S. P A. Ajibade & Co., is a leading corporate and

commercial law firm established in 1967. The firm
provides cutting-edge services to both its local and
multinational clients in the areas of Dispute Resolution,
Corporate Finance & Capital Markets, Intellectual
Property & Technology, Telecommunications, Real

of India. In the last 90 years, we have retained number New Delhi Mumbai trademark applications; freedom-to-operate, due resolution, enforcement & litigation, anti-counterfeiting, the institutional knowledge that we have acquired Estate & Succession, and Energy & Natural Resources.
one position in India in not only filing the Patents, . diligence, patentability, validity and infringement due diligence and counselling. over the_c)j/eat:s i"l'd Ot” SOI_Ut'O"'t'o”e“tﬁq a{)pr\c/):ch, Address: Suite 301, SPAACO House, 27A Macarthy
Designs, Trademarks, Copyright, and Geographical Chennai Kolkata opinions. We provide high quality services and Address: United Trademark & Patent Services A ere of APAA. INTA and APPL o Street, Onikan, Lagos, Nigeria.
Indications but also in getting the grants. Pune Bengaluru solutions that support our clients’ business goals and 58, rue Ibn Battouta ler étage, i ’ ' Tel: +234 1 4605091; +234 1 8118903060
Tel: 033- 2357 1015 | 1020 deliver superior IP services in a timely and cost- no 4. Casa Blanca, Morocco Address: Pioneer House, 246 Sahayog Marg, Fax: +234 1 4605092
. i . Anamnagar, Kathmandu, Nepal Website: www.spaajibade.com

Fax: 033 -2357 1018 Indore China effective manner. Website: www.utmps.com $ ; CC
Website: www.Isdavar.com Address: 15 Yohanan Hasandlar St., Haifa 31251 Email:  morocco@unitedtm.com & Tel/Fax: +977-01- 5705340, 5707102 Email:  lagosoffice@spaajibade.com
Emats . malinfo@lamari TellFax: +972-48110007/ +972-46892283 unitedtrademark@unitedtm.com Website: www.pioneerlaw.com Contact: John Onyido - Partner and Head of the IP

mail: mailinfo@Isdavar.in WWW. rkdewan .com Website: www.gold-patent.co.il Contact: Yawar Irfan Khan Email: anju@pioneerlaw.com Technology & Telecommunications Dept

Bolaji Gabari - Associate Partner,
Abuja Office.

CTC Legal Media
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United Trademark & Patent Services

International Intellectual Property Attorneys

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services
Suite No. 702, 7th Floor, Commercial

Website: www.utmps.com

Email: oman@unitedtm.com &
unitedtrademark@unitedtm.com

Contact: S.Magbool & T.F. Khan

PAKISTAN

United Trademark & Patent

Services

International Intellectual Property Attorneys
specialising in Trademarks, Patents, Designs,
Copyrights, Domain Name Registration, Litigation &
Enforcement services.

Address: 85 The Mall Road, Lahore 54000, Pakistan

Tel: +92 42 36285588, +92 42 36285590,
+92 42 36285581, +92 42 36285584

Fax: +92 42 36285585, +92 42 36285586,

[PERU____ |
D

Arturo Diaz & Asociados-

—— ABOGADOS | ATTORNEYS AT LAW —

Arturo Diaz & Asociados

Arturo Diaz & Asociados, firm specialized in the
protection of Intellectual Property Rights since 2007.
The Experience has allowed us to know a series of legal
instruments available to protect your ideas in matters of
Industrial and Intellectual Property, but especially the
protection, monitoring, evaluation of controversies and
litigation, Investigation and Criminal Actions against
counterfeiting and reproduction, and makes us capable
today of preventing and combating, if applicable, with

Website: www.ardiazabogados.com

Email: info@ardiazabogados.com

Contact: Arturo O. Diaz — adiaz@ardiazabogados.com
Giovanna Yllanes — gyllanes@ardiazabogados.com

SLOVAKIA

boldiz.| ..,

Boldiz Law Firm s.r.o.

Boldiz Law Firm is a boutique law firm which provides
high quality services and solutions that support
client’s needs in national (Slovak) and European
trademark & design law in a cost-efficient way.

We are a full-service brand protection law firm,
qualified to assist with all types of legal services
related to trademarks and designs, such as
registrations, oppositions, litigation, IP enforcement
services and many others.

SRI LANKA

uliusg,
redsy
Julius & Creasy

Julius and Creasy is one of the oldest civil law firms in
Sri Lanka. Founded in 1879, the firm has established
itself on rich tradition and the highest professional
principles. Julius and Creasy’s wealth of expertise and
experience in a wide range of specialised fields of
Law enables it to offer innovative legal and business
solutions to a diverse, sophisticated and high-profile
clientele. The Intellectual Property practice of the firm
includes enforcement, management and transactional
matters. The firm has acted for several Fortune 500
companies and is Sri Lanka correspondent of several

Tel: 94 11-2336277

Website: www.juliusandcreasy.com
Email: anomi@juliusandcreasy.lk
Contact: Mrs Anomi Wanigasekera

SRI LANKA

United Trademark & Patent Services
International Intellectual Property Attorneys

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: U.T.PS Lanka (Pvt) Ltd
105, Hunupitiya Lake Road, Colombo - 2,

; +92 42 36285587 i i Tel: +421 915 976 275 firms in Europe, USA and Asia .
Centre, Ruwi Muscat, Sultanate of Oman, Website: www.utmps.com & www.unitedip.com the effective protection of Intellectual Property. Website: www.boldiz.com/en pe: ) ~ Srilanka
P. 0. Box 3441, Postal Code 112 Ruwi, Email:  unitedtrademark@unitedtm.com Tel: 511 620 446/ 511 255 4752 Email:  info@boldiz.com Address: No. 371, R A De Mel Mawatha, Colombo 3, Website: www.utmps.com
Sultanate of Oman Contact: Yawar Irfan Khan, Hasan Irfan Khan Fax: 511 255 4752 Contact: Dr. Jan Boldizsar Sri Lanka Email:  srilanka@unitedtm.com &

unitedtrademark@unitedtm.com
Contact: Krishni & M.F. Khan

PHILIPPINE

OPTMARKS

Dynamic and innovative, OPTMARKS Brand
Protection & IP Consultancy is the Philippines’
emerging leader in intellectual property. Committed
to fostering our clients’ success, our firm delivers
pinpointed and intuitive IP strategies as we partner
with our clients in taking full control of their

IP portfolios and provide them with efficient,
technology-driven, and forward-looking IP solutions.

Tel: +63 (02) 79178198

Contact: Arjel P. de Guzman

¢ Sigeon iP

Grzelak & Partners
Sigeon IP, Grzelak & Partners

Sigeon IP, Grzelak & Partners are professionals
specializing in the protection of intellectual property
rights, as well as in broadly defined patent, trademark,
design, legal, IP- related business, management and
strategic consulting. Thanks to the close cooperation
within one team of the Polish and European Patent &
Trademark Attorneys, Attorneys-at-Law and business
advisors, we offer the highest quality “one-stop-shop”
service in Poland and Europe.

Email:  ip@sigeon.pl

Contacts: anna.grzelak@sigeon.pl (patents,
management & international cooperation)
tomasz.gawrylczyk@sigeon.pl
(trademarks, designs & legal)

United Trademark & Patent Services

International Intellectual Property Attorneys

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services

Zone No. 37, Mohammad Bin Thani Street,
Bin Omran P.O.Box : 23896 Doha

Website: www.utmps.com

Email:  gatar@unitedTM.com &
unitedtrademark@unitedtm.com

Contact: Ahmed Tawfik & M.Y.l. Khan

To list
your firm in
this section,

please email
katie@

o Mustaqgbil, PO. Box 15185, Riyadh 11444, Dar-Es-Salaam, Tanzania t 3 Tel: +971 56 936 7973
ctCIe a I med Ia com Tel: +7-495-946-7075, +7-495-231-4840 Kingdom of Saudi Arabia Website: www.utmps.com Maslak-Sariyer / istanbul - 34485 Tiirkiye Website: www.marksnbrandsip.com
L] Fax: +7-495-231-4841 Website: www.utmps.com Email:  tanzania@unitedtm.com & Tel: +90 212 329 00 00 Email: info@marksnbrandsip.com
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Bk & FF B

DEEPF & FAR Attorneys-at-Law

Deep & Far Attorneys-at-law

Deep & Far attorneys-at-law deal with all phases of
laws with a focus on IPRs, and represent some
international giants, e.g. InterDigital, MPS, Schott
Glas, Toyo Ink, Motorola, Cypress. The patent
attorneys and patent engineers in Deep & Far
normally are generally graduated from the top five
universities in this country. More information
regarding this firm could be found from the website
above-identified.

Website: www.deepnfar.com.tw
Email: email@deepnfar.com.tw
Contact: C.F. Tsai, Yu-Li Tsai

TAIWAN, ROC

S R B M T E T

K Lewis & Davis Patent Attorneys Office

Lewis & Davis

LEWIS & DAVIS offers all services in the IPRs field,
including prosecutions, management and litigation of
Trademarks, Patent, Designs and Copyright, and
payment of Annuity and Renewal fee. Our firm assists
both domestic and international clients in Taiwan,
China, Hong Kong, Macau and Japan. Our experienced
attorneys, lawyers, and specialists provide professional
services of highest quality while maintaining costs at
efficient level with rational charge.

Email: wtoip@lewisdavis.com.tw
lewis@lewisdavis.com.tw
Contact: Lewis C. Y. HO
David M. C. HO

[ TANZANIA |
“BOWMANS

THE YALUE OF KHOWING

Bowmans Tanzania Limited

Bowmans Tanzania Limited offers full IPR services in
Tanzania and the entire East Africa and ARIPO region
member states. We have an experienced team of
lawyers headed by Audax Kameja, a Senior Partner
of 35+ years of experience, and Francis Kamuzora,
with an experience of 15+ years. We have been

a firm of choice, and have a track record in advising
and representing some of the biggest and prestigious
brand owners in IPR litigation and in other
non-contentious transactions.

. Tel: +48 22 40 50 401/301 Ahmed Al-Misnad Building, Building No. 241 Address: 13 Fl., 27 Sec. 3, Chung San N. Rd., Tel: +886-2-2517-5955
Website: www.optmarks.com Fax: +48 22 40 50 221 2nd Floor. Office 9 Strei No. 36g1 ' Taipei 104, Taiwan Fax:  +886-2-2517-8517 Website: www.bowmanslaw.com
Email: ~info@optmarks.com Website: www.sigeon.pl/en : ' ' Tel/Fax: 886-2-25856688/886-2-25989900 Website: www.lewisdavis.com.tw Email:  francis.kamuzora@bowmanslaw.com

Contacts: Francis Kamuzora
Audax Kameja

RUSSIA___
VAKHNINA

partners

Vakhnina and Partners

The team of Vakhnina and Partners, one of the leading
IP firms in Russia, comprises of highly-qualified patent
and trademark attorneys, lawyers and technical
experts. We represent our clients' interests in Russia
and at Eurasian Patent Office, and also cooperate with
partners and associates in other Eurasian countries as
Georgia, Ukraine, Belarus, Kazakhstan, Armenia,
Azerbaijan, Kyrgyzstan, Turkmenistan, Uzbekistan,
Moldova, Tajikistan, as well as Baltic states.

Member of INTA, FICPI, AIPPI, LESI, ECTA, PTMG

Address: Moscow, Russia

Website: www.vakhnina.ru

Email: ip@vakhnina.ru

Contact: Dr. Tatyana VAKHNINA
Dr. Alexey VAKHNIN

SAUDI ARABIA

United Trademark & Patent Services
International Intellectual Property Attorneys

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services
30th Street, Olaya Opposite to Madarris Al

Email:  saudia@unitedtm.com &
unitedtrademark@unitedtm.com
Contact: Dr.Hasan Al Mulla &
Justice R Farrukh Irfan Khan

TANZANIA

United Trademark & Patent Services
International Intellectual Property Attorneys

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services
Shauri Mayo Area, Pugu Road,

unitedtrademark@unitedtm.com
Contact: Mr Imad & Fatima Al Heyari

CTC Legal Media
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Destek Patent

Destek Patent was established in 1983 and has been
a pioneer in the field of Intellectual Property Rights,
providing consultancy services in trademark, patent
and design registrations for almost 40 years.

Destek Patent provides its clients with excellence in
IP consultancy through its 16 offices located in
Turkiye, Switzerland, Kazakhstan, UAE and the UK.
Besides its own offices, Destek Patent also provides
IP services in 200 jurisdictions via its partners and
associates.

Address: Spine Tower Saat Sokak No: 5 Kat:13

Website: www.destekpatent.com

Email: global@destekpatent.com

Contact: Simay Akbas
(simay.akbas@destekpatent.com

UNITED ARAB EMIRATES

QL MRRKS » BRANDS

Marks n Brands

Intellectual Property

MnB IP is a specialized IP firm providing high quality
services including the registration and maintenance of
trademarks, industrial designs, patents and copyrights
in the United Arab Emirates, Saudi Arabia, Oman,
Bahrain, Kuwait and across the MENA (Middle East &
North Africa) region for both the individual and
corporate clients. We are committed to provide high
quality professional services through personal
attention to the clients’ needs.

Contact: Mahin Muhammed

CTC Legal Media
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To enter your firm in the Directory of Services section please email katie@ctclegalmedia.com

Directory of Services

United Trademark & Patent Services
International Intellectual Property Attorneys

United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: United Trademark & Patent Services
Suite 401-402, Al Hawai Tower,
Sheikh Zayed Road, P.O. Box 72430,
Dubai, United Arab Emirates

Website: www.utmps.com

Email:  uae@unitedtm.com &
unitedtrademark@unitedtm.com

Contact: M.F.Il. Khan, SM. Ali & Maria Khan

O

Sipi Law Associates

The firm provides world class IP services in Uganda
and the ARIPO region, specialising in Trademark,
patent and copyright protection.

Hundreds of clients have recognised our quality of
service quick turnaround time and competitive fees.
The firm provides transactional advice for IP filings as
well as counsel on how to commercialise and enforce
rights in Uganda in mergers, acquisitions, franchises
or distributorship arrangements.

SIPI Law Associates is a proud member of INTA and
GALA.

Tel/Fax: 256-393272921 OR 256-752403763
Website: https://sipilawuganda.com/

Email: info@sipilawuganda.com
Contact: Paul Asiimwe and Dinnah Kyasimire

@ ELMAR
'&'\‘\\____/ IP AGENCY

, [ chrmosr-ip.oom |
EIMar-1P Agency

EIMar-IP Agency was founded in 2010 and specializes
in the intellectual property rights protection in Ukraine.
Providing of services by specialists with more than
15 years’ experience, professional competence and
education, competitive prices with client budget
orientation allow us to provide our clients with the
range of IP services including representation before the
Trademark and Patent Office, the Board of Appeal and
in court procedures.

Tel: +38 093 587 91 25
Website: https://elmar-ip.com/
Email: elmarip33@gmail.com
clients@elmar-ip.com
Contact: Mrs. Elvira Volkova
Mrs. Julia Postelnik

B el | Ao Fakie

& FAETHINS

PAKHARERE O
& PAHTHERS

FiiAsEs

Pakharenko & Partners

Pakharenko & Partners provides full IP service coverage
in Ukraine, CIS countries and Baltic states and has
offices in Kyiv and London. We pride ourselves on an
exclusive expertise and experience in the fields of IP
law, anti-counterfeiting and anti-piracy, pharmaceutical
law, competition law, advertising and media law,
corporate law, litigation and dispute resolution.

Address: PO.Box 78, 03150 Kyiv, Ukraine

Visiting: Business Centre 'Olimpiysky’,
72 Chervonoarmiyska Str., Kyiv 03150,
Ukraine

Tel: +380(44) 593 96 93

Fax: +380(44) 451 40 48

Website: www.pakharenko.com

Email: pakharenko@pakharenko.com.ua

Contact: Antonina Pakharenko-Anderson
Alexander Pakharenko

ELITE

BAD M) THLNOHG ML BER wOPNG

ELITE LAW FIRM

ELITE LAW FIRM is very pleased to assist our
esteemed clients in Registration of their Intellectual
property rights Safely, Effectively and Handle IP Rights
disputes Quickly So that Clients can Do Business
Strongly and Successfully Develop.

Tel: (+84) 243 7373051
Hotline: (+84) 988 746527
Website: https://lawfirmelite.com/
Email:  info@lawfirmelite.com
Contact: Nguyen Tran Tuyen (Mr.)
Patent & Trademark Attorney
tuyen@lawfirmelite.com A

Hoang Thanh Hong (Ms.)
Manager of IP Division
honght@lawfirmelite.com

VIETNAM

‘ .Phnm &
RAssociates

Pham & Associates

Established in 1991, staffed by 110 professionals
including 14 lawyers and 34 P attorneys, Pham &
Associates is a leading IP law firm in Vietnam. The
firm has been being the biggest filers of patents,
trademarks, industrial designs and Gls each year

and renowned for appeals, oppositions, court actions,
out-of-court agreements and handling IP
infringements. The firm also advises clients in all
aspects of copyright and other matters related to IP.

Tel: +84 24 3824 4852

Fax: +84 24 3824 4853

Website: www.pham.com.vn

Email: hanoi@pham.com.vn

Contact: Pham Vu Khanh Toan, Managing Partner,
General Director
Tran Dzung Tien, Senior IP Consultant

VIETNAM

EVET
TRI VIET & ASSOCIATES

patents B trademarks

Tri Viet & Associates

Tri Viet & Associates is a registered and fully licensed IP
& LAW FIRM based in Hanoi, Vietnam. The firm
provides a full range of IP services, strongly focuses on
PATENT and PCT services, in a wide range of industries
and modern technologies, in Vietnam, Laos, Cambodia,
Myanmar, and other jurisdictions upon client’s inquiries.

Tri Viet & Associates is a member of AIPPI, INTA, APAA,
VBF, HBA, VIPA.

Tel: +84-24-37913084

Fax: +84-24-37913085

Website: www.trivietlaw.com.vn

Email: info@trivietlaw.com.vn

Contact: Nguyen Duc Long (Mr.), Managing Partner —
Reg. Patent & Trademark Attorney

Linkedin: https://www.linkedin.com/in/longnguyen-tva
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Subscribe now!

A subscription to The Trademark Lawyer magazine will ensure
that you and your colleagues have detailed information on all
the most important developments within the international
trademark law industry.

The Trademark Lawyer magazine is dedicated only to the
trademark industry and is written by trademark experts for
trademark professionals worldwide.

A subscription includes a hard copy and an electronic copy
which can also be read easily on your smartphone or tablet.

Tel: +44(0)20 7112 8862 Fax to: +44(0)20 7084 0365

E-mail: subscriptions@ctclegalmedia.com

CTC Legal Media

K00

ip@vakhnina.ru
www.vakhnina.com

+7-495-231-4840

VAKHNINA | Gt modes

& Partners, Russia

Designs
Trademarks

Dr. Elena Utkina
PhD in Chemistry.

Dr. Tatiana Vakhnina Dr. Alexey Vakhnin

Founder, Doctor of Law, M.D. PhD (Medicine, Biochemistry).
Honorary advocate of the

Russian Federation.

Russian Patent and Trademark Russian Patent and Trademark Russian Patent Attorney,
Attorney, Eurasian Patent Attorney  Attorney, Eurasian Patent Attorney  Eurasian Patent Attorney

Specializes in trademarks, and Specializes in Medicine, Biotechnol-  Specializes in Chemistry,

patents in mechanical and electrical  ogy, Biochemistry, Pharmacology, Biochemistry, Pharmacology,
engineering. Pharmaceuticals. Pharmaceuticals.

VAKHNINA & Partners

Eurasian and Russian Patent and Trademark Attorneys

EAPO | Armenia | Azerbaijan | Belarus | Georgia
Kazakhstan | Kyrgyzstan | Moldova | Russia
Tajikistan | Turkmenistan | Uzbekistan

Contact in Armenia:

office@vakhnina.am

Contact in Russia:

ip@vakhnina.ru

Our attorneys are members of INTA, FICPI, AIPPI, LES Russia/LESI, PTMG, ECTA, Chamber of Russian Patent Attorneys
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Pushing
forward
For more than five decades, th e wo rld ' s
has been offering a complete range of g reateslt

services for the structured protection of

intellectual property. i n n Ovato rS [

Our Clients range from artisans

to some of the Top Companies on the
Forbes 500 list, for whom we provide
initial consultancy and support in
lawsuits - both as plaintiff and
defendant - throughout the world.

The quality of our services, :
commitment of our team and - : % o
ability to achieve our Clients'’ G o
highest objectives, led GLP -
to be a world-class leader

in the IP business.

Via L. Manara 13 Viale Europa Unita 171 Via di Corticella 181/4 g l p eu Scan and
20122 MILANO 33100 UDINE 40128 BOLOGNA download our app

Other offices: EU IP Codes:
Tel: +39 02 54120878 Tel: +39 0432 506388 Tel: +39 051 328365 PERUGIA - ZURICH Get your

Email: glp.mi@glp.eu Email: glp@glp.eu Email: glp.bo@glp.eu SAN MARINO IP toolbox now!
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