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Editor’s

mitation may well be the sincerest form of flattery.. until it comes to

attempting to leverage a competitor's reputation through the form of

a look-a-like product! In yet another case, our cover story assesses the
recent feud between Thatchers and Aldi, asking what does a look-a-like
look like now?

From here, we explore the profound impact of influencer marketing on
consumer behavior and the legal responsibilities that influencers and
brands must navigate to protect their IP;
address non-use cancellation in trademarks,
sharing insights into the latest trends and
strategies emerging from China; review the
UK Government's proposed reforms,

The profound

impact of contemplating the delicate balance
influencer betwgen innovation .ar.1d crgatgr rights;
. examine the strategic implications of
marketlng. trademark evergreening; and provide

insights into parallel imports in Russia.
Plus, join us for an enlightening
conversation with Elisabeth Stewart Bradley,
the newly appointed 2025 INTA President. Discover her vision for IP
practice and how she aims to lead us through the ever-evolving
challenges of this field.
Our Women in IP Leadership segment features Charlotte Wilding, Partner
at Keltie LLP.
Our next issue will be our INTA Special Edition, distributed at the Annual
Meeting in San Diego in May; contact us now to reserve your feature!

o

Faye Waterford, Editor

Mission statement

The Trademark Lawyer educates and informs professionals working in the industry by
disseminating and expanding knowledge globally. It features articles written by people
at the top of their fields of expertise, which contain not just the facts but analysis and
opinion. Important judgments are examined in case studies and topical issues are
reviewed in longer feature articles. All of this and the top news stories are brought to
your desk via the printed magazine or the website www.trademarklawyermagazine.com

Sustainability pledge

We pride ourselves on using a sustainable printer for our hard-copy magazines.
Halcyon is committed to using only FSC-certified papers, the world's most trusted mark
for sustainable forestry. FSC paper ensures responsible management of forests, and,
verifying the use of recycled materials, the FSC system can help secure a long-term
source of sustainable paper.
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Meet the Editorial Board

Meet our Editorial Board members who help
determine the direction of this magazine.

Cover Story: Thatchers v. Aldi:
what does a look-a-like look
like now?

Peter Vaughan, Associate Professor at Nottingham
Law School, reviews the recent case that
underscores the complexities of trademark law
regarding look-a-like products, highlighting potential
strategies for brand owners to protect their product
packaging effectively.

The rise of influencer
marketing and IP implications

Emma Pallister, Associate at Mathys & Squire,

explores the burgeoning landscape of influencer

marketing, examining its impact on consumer

behavior, the legal implications for influencers 23
regarding IP, and the necessity for brands to navigate
advertising regulations to mitigate potential liabilities.

Meeting the 2025 INTA
President: an interview with
Elisabeth Stewart Bradley

Elisabeth sits down with The Trademark Lawyer to
discuss her plans for the year ahead, earmarking

her determination to serve the development of IP
practice in an ever-evolving and complex landscape.

THE TRADEMARK LAWYER

Nick Ji, Head of Trademarks & Patents at Corner
Stone & Partners, highlights recent trends and
challenges in Chinese non-use cancellation while
emphasizing its effectiveness as a strategy for
removing obstacles and protecting trademarks.

inlIP
Leadership:
An interview:
inspirations,
experiences, and
ideas for equality.

Featuring:

Charlotte Wilding,
Partner at Keltie LLP.

CTC Legal Media

34 Navigating the intersection
of Al and copyright: UK
Government’s proposed
reform to copyright law

Giles Parsons, Partner, and Phoebe Price, Trainee
Solicitor, of Browne Jacobson enter the heated
debate surrounding the proposed reforms to
copyright law in relation to Al as stakeholders
grapple with the balance between fostering
innovation and protecting the rights of creators.

38 Evergreening in trademark
law: strategic implications
and judicial interventions

Ivana Canucci, IP Counsel at Sporty Group,
explores the practice of trademark evergreening,
examining its strategic implications, notable judicial
interventions, and the ongoing debate about

its impact on market competition and innovation.
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Parallel imports in Russia:
current regulation and trends

Anna Degtyareva of Gorodissky & Partners examines
the evolving landscape of parallel imports in Russia,
detailing the government's temporary allowances

for select goods amid ongoing sanctions while
reinforcing that parallel imports remain largely illegal.

Pavia Justice Court (ltaly):
Bankruptcy of MORESCHI S.P.A.

Directory of services

An A to Z list of the international law firms who
provide IP related services.
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Lindsey Annable - Brand Protection
Manager, Potter Clarkson. UK

Lindsey is responsible for the management and

development of the iProvidence service. She

Jjoined the company in 2020 with a background
in intellectual property
and brand protection.
Lindsey has extensive
experience in protecting
brands across online
marketplaces, domains
and websites, social
media, app stores, and
NFT marketplaces.

Catherine Hillaert-Prevost - Expert
IP Strategist, Consultant & Advisor.
Switzerland

Catherine has 35+ years' expertise leading IP strategies

& portfolios in 160+ jurisdictions, and worked as
French INPI Examiner, [P
Counsel at law firms, Senior
IP Counsel at major
international companies
Rhone-Poulenc, Rhodia,
Nestlé, prior to being
Global Head of IP & Anti-
counterfeiting at Stoli Group
for 12+ years. She now
advises on IP protection,
litigation, enforcement.

Stacey C. Kalamaras - Founding
Partner, Kalamaras Law Office, LLC. US
Stacey is the founding partner of Kalamaras Law
Office LLC, an IP boutique providing full-service
brand protection services to SMEs. Stacey spent
most of her career in Big
Law representing well-
known brands in over 150
countries. Prior to law
school, she worked as a
marketing and advertising
executive. Stacey is a
devoted trainer of other
lawyers, having trained
more than 6,500 on brand
protection topics since 2018.

Yasir Masood - IP Manager,

Rouse & Co. Dubai

Originally from Germany, Yasir moved to Dubai in

2016 and spent several years with an international IP

firm before joining Rouse in 2023. Specializing in
trademark law, he advises
diverse clients across the
UAE and MENA region. His
expertise includes trademark
portfolio management, filing
strategies, and prosecution.
As an active member of INTA
and other professional
organizations, Yasir stays
ahead of IP trends and best
practices.

Peter Sloane - Partner & Co-Chair
of the Trademark and Copyright
Practice, Leason Ellis LLP. US

Peter Sloane is Partner and Co-Chair of the
Trademark and Copyright
Practice at Leason Ellis
LLP, an IP boutique law
firm in White Plains, New
York. His practice includes
trademark prosecution,
US. and international, and
federal court litigation.
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Francesco Bonini -
Of Counsel, R.K. Dewan & Co. Italy.

Francesco has 28 years of experience in

Italian and EU trademark and design

prosecution. He has had successful cases
in oppositions, appeals,
and cancellations both
before the EUIPO and
the Italian PTO.
Francesco has his
office in Vicenza, in
the North-East of Italy.
He has been helping
several Italian and
foreign companies to
protect their IP rights.

Misum Hossain - Founder & Head,

Lincoln Legal Chambers. India

Misum has 21 years' experience in TM regjistrations,

dispute resolution, & licensing. An alumnus of

UCL, he advises clients for IP India, UKIPO,
EUIPO, USPTO, IP AUS &
CIPO. He has designed TM
courses & mentored 25K+
lawyers. He pioneered
Eastern India’s first non-
profit initiative on cyber IP
(2006). Member of IPBA &
Pharmaceutical
Trademarks Group, &
Ambassador for College
of Legal Practice, UK.

Barbara Leitao-Johnson - Associate
General Counsel, Intellectual
Property, IABBB. Latin America/USA

Barbara is a US based Brazilian Trademark Lawyer,

having worked in several large Brazilian IP offices.
With an LLM. from George
Washington University, DC,
and after working at
the IP protection areas of
Facebook Reality Labs and
Corsearch, she is currently
taking the position of
Associate General Counsel
for IP at the International
Association of Better
Business Bureaus.

Chris Mitchell - Member,
Dickinson Wright. US

Chris Mitchell, a member of Dickinson Wright,

has practiced exclusively in the area of

intellectual property law for over 25 years,
handling trademark
matters - from
procurement to licensing
and litigation - for clients
throughout the world.

Charlotte Wilding - Partner,

Keltie LLP. UK

Charlotte Wilding is a partner of the trademark

practice at Keltie LLP. An expert in her field, she

specializes in providing strategic IP advice, as
well as the prosecution,
maintenance, and
enforcement of
IP rights. Charlotte is also
an active member of the
International Trademark
Association’s Publication
Committee.

Enrique A. Diaz - Senior Partner,

Goodrich Riquelme. Mexico

IP Latin American expert Enrique joined the firm

in 1998, finished law school in 2001, and by 2010

he became the youngest lawyer to have ever
been made senior partner
in the firm's history. He
is currently a foreign
expert on Latin-American
intellectual property,
managing the prosecution
of over 3500 trademarks
and more than 1000
patents per year.

Gang HU - Deputy General Manager,
China Patent Agent (H.K)) Ltd.
China

Gang is a senior Chinese IP specialist and

practitioner. He is good at solving difficult and
complicated trademark
litigation and non-litigation
cases. Some of the
influential cases he
handled were widely
reported on by media, and
recent IP litigation cases
represented by him were
awarded by the Supreme
People's Court as the
annual guidance cases.

Rachael Lodge Corrie - Partner,
FOGA DALEY. Jamaica

Rachael Lodge Corrie is a Partner of Foga Daley

with a passion for Intellectual Property law,

focused on brand portfolio management,
trademark prosecution,
non-routine trademark
matters and advertising
law. She is an active
member of the Jamaican
Bar Association, INTA's
Right of Publicity
Committee and a
member of the Women's
IP Today Steering
Committee.

Santiago R. O'Conor - Managing
Partner, O'Conor & Power. Argentina
Santiago is an attorney and trademark and
patent agent advising domestic and foreign
companies on local and international IP law in
Argentina and across Latin
America with extensive
experience. He is the
managing partner at
O'Conor & Power in
Buenos Aires, Argentina.

Beata Wojtkowska - Partner,

Kulikowska & Kulikowski. Poland

Beata is a practice-oriented IP specialist,

focused on Client's needs. Beata's key areas

of activity are trademarks, trade names,
geographical indications,
combating unfair
competition, and
managing disputes.
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Thatchers v. Aldi: what
does a look-a-like
look like now?

Peter Vaughan, Associate Professor at Nottingham Law School, reviews the
recent case that underscores the complexities of trademark law regarding
look-a-like products, highlighting potential strategies for brand owners

to protect their product packaging effectively.

he Thatchers v. Aldi Lemon Cider cases need
little introduction. From the judicial taste
testing at first instance, to the existential
debate which has subsequently sprung up around
‘look-a-like" products, the saga has generated
plenty of headlines and strong opinions. But are
these justified? After all, at its heart, the decision
of the Court of Appeal shows that this was simply
a classic L'Oreal free-riding type case turning on
its own particular facts.
In my view, Lord Justice Arnold's decision
does not advocate a general point that look-a-

Résumé

Peter Vaughan is an Associate Professor
at Nottingham Law School and practicing
Chartered Trademark Attorney, where
he supervises the IP work at NLS Legal
(Nottingham Law School's on-campus
teaching law firm), providing advice to
small businesses and individuals in the
field of IP.

Peter is also the Deputy Course Leader
on the IP Practitioner Portfolio of Courses
at Nottingham Law School. He teaches
and is module leader on the Professional
Certificate in Trade Mark Practice, a
course accredited by IPREG for
trainee trademark attorneys wishing to
qualify. He is also module leader on
the new Postgraduate Diploma in the
Commercial Intellectual Property course.
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Peter Vaughan

likes are doomed. Instead, it is a fact-specific
decision that illustrates some of the evidential
challenges with bringing and defending 10(3)
reputation cases. Even though the first instance
decision was overturned on unfair advantage, the
door is still open to the right type of look-a-Llike.

Whilst the decision is best seen as a cautionary
tale for look-a-likes, closer inspection reveals
some solace for both sides of the debate. Lord
Justice Arnold's decision demonstrates the risks
of walking the fine line between look-a-like and
infringement. But, for those interested, elements
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of the case provide hints at how to create a
look-a-like less easily challenged. Look-a-likes,
on this reading, are not over. The fine line is finer
but still there for those who wish to tread it. Let's
take a look.

What was not at issue

As is often the case, what was not said (or appealed)
can be as instructive as what made it before the
court. It is notable that Thatchers did not seek to
appeal the first instance decision, which dismissed
both the passing off claim and the 10(2) likelihood
of confusion claim. Only the 10(3) unfair advantage
and detriment claims were pursued through to
appeal. This harrowing of the issues for the appeal
illustrates, in part, the difficulties that parties face
in preventing look-a-like packaging. Claims under
10(2) and passing off, in the case of a true look-
a-like as opposed to a more obvious copy-like,
are very difficult to establish; consumers are not
confused. Previous case law has demonstrated
the challenge of using 10(2) and passing off
(Moroccanoil, for example), and Thatchers accepted
this approach. United Biscuits and Jif Lemon are
now almost the exceptions that prove the rule.

Sophisticated trademark
strategies
The focus, therefore, fell on the 10(3) claim.
Reputation was claimed in the label trademark
registration itself. The main claim was as to
unfair advantage (Lord Justice Arnold rejected
the claim under detriment further demonstrating
Jjust how difficult it is to succeed on this ground).
Reliance on 10(3) creates two challenges for
brand owners. Neither insurmountable, but both
potentially limiting in who will succeed against
a look-a-like product.

Challenge 1: an exotic filing strategy

It is not normal practice to secure trademark
protection for the product label as Thatchers had
in this case. Focus is rightly on securing protection
for individual elements such as the brand name
or the logo. It is a sophisticated party that also
decides to secure protection for its label. It is,
therefore, likely to be the bigger brands who
benefit. Smaller entities may not have the know-
ledge, or the budget, to pursue these more
exotic filing strategies.

The Court of Appeal decision shows that this
tactic can work. Importantly, it confirms that
when the label is registered, consideration of
the label as a whole is needed - the label is
more than the brand name and logo. This
aspect was crucial for Thatchers before the
Court of Appeal.

Following this, it will be interesting to see
whether parties more readily seek to secure
label-based registrations. Such a registration

8 THE TRADEMARK LAWYER
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It will be
interesting to
see whether
parties more
readily seek
to secure
label-based
registrations.

could prove an invaluable addition to a
trademark portfolio (and one wonders what this
means for the utility of instead securing design
registrations) albeit not at the expense of the
word/logo marks.

Challenge 2: The right reputation

A party needs to show reputation in its label
registration (and not the brand name or logo in
isolation). This is, of course, a question of evidence.
In this instance, Thatchers was able to demonstrate
that sales were driven not just by the THATCHERS
branding but also by the other visual cues. It will
come down to evidence, and parties will need
to be prepared.

Reputation is a high hurdle. Brands that stick
with consistent packaging over many years are
going to be in a stronger position than those
who refresh their packaging on a more regular
basis - which could place emphasis back on the
brand name and away from the visual elements.
Consistency is rewarded when it comes to
trademark reputation.

So, we have our first set of challenges for brand
owners who want to stop a look-a-like. Not
insurmountable challenges and navigable with
foresight and careful planning.

Benchmarking
The challenges with pleading a case are not just
for the brand owner. One of the clear difficulties
faced by Aldi was the approach taken to bench-
marking; the process of looking at competitor
products in developing your own. If there is one
key point for the look-a-like maker to take away
from the decision, it is that benchmarking against
Jjust one competitor is likely to cause difficulties.
Benchmarking is a common practice and
occurs with respect to packaging as well as the
underlying product. This practice does not appear
to be objectionable in itself. However, the difficulty
for Aldi arose as the evidence pointed to their
benchmarking only against Thatchers. Further,
deliberate design decisions were seemingly

CTC Legal Media

made with an eye on closing in on the Thatchers
packaging (the selection of the style of lemons,
for example).

In contrast, Thatchers demonstrated that
when they designed their packaging, they had
benchmarked (or at least market researched)
against a wider array of competitor products.

It is much easier to say that there has not been
deliberate targeting of one competitor if a party
can point to a consideration of a number of
products. This approach may then act as a shield,
albeit an imperfect one, in the situation where,
subsequently, an element is adopted that mirrors
that adopted by one competitor over another.
Expressing a preference for one style over
another after careful consideration is arguably
different to simply targeting one competitor's
products.

House styles
Aldi also ran into difficulty as they already had
an established house style for their cider products.
Why, then, did this product deviate from that style?
This question was a key point of difference between
the Court of Appeal and First Instance decision.
At First Instance, the judge felt there was little
deviation from the house style. In the Court of
Appeal, Lord Justice Arnold took the view that
the deviation from the house style was clear.
Importantly, this aspect was not explained and
seen as further evidence of intentional targeting.
Whilst fact-specific, this decision does raise
an intriguing possibility. A one-off look-a-Llike,
released where there is no established in-house
range, may be in a better position than a look-a-
like product that sits within a range of established
house products. Such a product would not
engage the considerations around deviating from
established house style. Although this does not
provide a blanket pass for the other benchmarking
considerations, it could point to the beginnings
of a way forward for those interested.

Data, data, data

Even given all the above points, Aldi may have
been able to escape the grasp of 10(3), had they
been able to show that no unfair advantage had
been taken, despite the targeting.

Whilst there was sales data for the Aldi products,
it was not enough or of the right sort. Thatchers
had argued that the sales of the Aldi lemon cider
were exceptional without marketing efforts. Aldi
attempted to rebut this contention with sales
data that compared sales of the lemon product
to its flavored ciders, such as cherry. However,
the data was not entirely comparable and sought
to compare apples and oranges (or should that
be lemons and cherries). The first instance judge
appears to have accepted the general thrust of
the data that the sales of the lemon cider were

CTC Legal Media

Consistency
is rewarded
when it
comes to
trademark
reputation.
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at least broadly comparable with Aldi's other
flavored ciders - and thus no unfair advantage.
The Court of Appeal was skeptical and took a
different view of the evidence. Time periods did
not match, context was lacking, and this had an
impact on its utility.

Data is crucial. The comparative sales data
could have been more compelling. Such
evidence might have allowed Aldi to show that
sales of the lemon cider were on par with their
other flavored ciders. In turn, this would have
made it possible to argue that no advantage
had been gained. The data did not extend far
enough and was not sufficiently comparable.
More precise data (assuming this was available)
could have supported a very different decision.
We will leave to one side the entertaining argu-
ment raised by Thatchers as to whether Aldi had
targeted Strongbow in creating its usual house
style (and the suggestion that if only Strongbow
had a packaging registration..).

The end of look-a-likes?

Rather than spelling the end of look-a-likes, the
decision, at one level, simply confirms that in
the right case, for the right party, with the right
trademark registration, a claim under Section
10(3) can succeed. This is not a universal rule, and
for those parties still wishing to draw inspiration
from the packaging of competitors, this case
provides a useful benchmark for what might be
done to fall on the right side of the line.

This must be right. Whilst there are strong
opinions on look-a-likes, | have some sympathy
for the need to use similar visual cues to those
of established competitors. The parties in this
case acknowledged that consumers give mere
seconds of attention to the shelves. Without the
right visual cues there is a risk that a competitor
product could be overlooked. Those visual cues
are, to some degree, inevitably dictated by the
market leader. This is the accepted benchmarking
process.

So are look-a-likes over? No. If executed
correctly, they have a role to play in supporting
consumer choice. But, perhaps we are entering
a more cautious age for those creating look-a-
likes. For the brand owner, previously niche,
exotic filing strategies, at least for consumer goods,
may well become the norm.
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INFLUENCER MARKETING AND IP RISK

The rise of influencer
marketing and
IP implications

Emma Pallister, Associate at Mathys & Squire, explores the burgeoning
landscape of influencer marketing, examining its impact on consumer
behavior, the legal implications for influencers regarding IP, and the
necessity for brands to navigate advertising regulations to mitigate

potential liabilities.

that the growth of social media and influencer
marketing go hand in hand, with affiliate
links and product and service recommendations
often being seamlessly interwoven into content.
Influencers have come to offer brands an ability

I tis clear just from a quick swipe of Instagram

Résumé

Emma Pallister

Emma is a UK Chartered Trademark
Attorney based in the Manchester office,
qualified since 2022. Her primary practice
areas include trademark clearance,
prosecution, contentious matters, and
portfolio management. Before joining the
profession, Emma obtained a Law degree
and a first-class Masters in Intellectual
Property Law from the University of
Manchester. She also gained valuable
experience working in Amsterdam for

a well-known fashion brand. Emma
assists clients of different sizes and
across various industries, from SMEs

to multinational corporations, with their
intellectual property needs. While her
specialty lies in trademark rights—helping
clients identify, protect, enforce, and
manage these assets—she also advises on
designs, copyright, and online monitoring,
including takedowns on e-commerce
platforms such as Alibaba and Taobao.
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to connect with consumers on a personal, more
‘authentic” level, and indeed, several recent
reports highlight a shift in consumer behavior
and trust patterns away from traditional forms of
advertising and towards a reliance on influencer
recommendations.

IZEA Worldwide's fourth annual ‘Trust in
Influencer Marketing™ report from 2024 shows
that 77% of respondents prefer influencer-created
content over traditional advertising, and 85% of
respondents said they trust influencer-sponsored
posts more than celebrity endorsements.

As influencers overtake even celebrity endorse-
ments to be the go-to trusted source for product
or service recommendations, brands need to
carefully consider the legal aspects of the
working relationship, particularly surrounding
intellectual property liability and the impact of
advertising regulations. Recent US case law
also highlights how influencers themselves can
be at risk of liability for IP infringement from
sponsored posts, increasing the onus on them
and their representatives to carry out due
diligence before carrying out work.

Use of IP in #sponsored posts and
considerations for brands
Influencer marketing is inherently linked to the
creation and sharing of content, and when
promoting a product or service, this will often
involve the use of trademarks relating to brand
or product names or subject matter that is
subject to copyright protection.

One of the most effective ways for brands to

CTC Legal Media

mitigate IP risks is to establish clear and specific
contract terms with influencers. These agreements
should outline the terms and responsibilities
relating to the collaboration, including:

The scope of the influencer's work,
e.g. types of content to be created,
platforms to be used.

Ownership of the content created,
e.g. whether the brand or influencer
retains copyright.

Guidelines for using brand assets,
logos, and trademarks. This is
particularly useful for ensuring the
trademark is used in the correct format,
including use of the TM or ® if
applicable, and avoiding the trademark
being used in a descriptive sense that
could lead to genericide.

Obtaining approval and permissions
for the use of third-party content.

Payment and compensation terms.

Confidentiality and non-disclosure
provisions.

Brands also need to consider the applicable
advertising regulations and laws, specifically in
the context of influencer marketing. Although
influencers and content creators themselves

CTC Legal Media

Direct
liability and
contributory
liability on
the part of
Sims was
alleged for
her sharing
of the link.

* https.//izea.com/
resources/insights/2024-
trust-in-influencer-
marketing/
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are typically responsible for ensuring
compliance with regulations (and this could be
confirmed in contractual arrangements), it could
become a PR issue if a brand was featured in a
post that was called out for being misleading.
Therefore, brands should still review com-
missioned influencer content.

In the UK, the Advertising Standards Authority
(ASA) and Competition and Marketing Authority
(CMA) publish guidance and online rulings,
including the following rules:

Influencers must disclose any
partnerships with tags like “#ad," “gifted,’
or “paid partnership." These tags should
be clearly visible and not hidden behind
a ‘read more." This includes formal
agreements or more informal incentives

to post, including gifted and PR products.

Influencers and brands must maintain
transparency and not make any
exaggerated or untruthful claims.

There are also additional laws for
industries like gambling that prohibit
content that could have a ‘strong appeal’
to under-18s, and therefore, the use of
celebrities and influencers is restricted.

Social media platforms are expected

to provide tools for labeling commercial
content and reporting hidden
advertising.
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The UK government plans to give the CMA
more power to independently determine
breaches and issue fines. However, currently,
the only punishment for failure to comply with
regulations is “‘naming and shaming." For example,
the Advertising Standards Authority (ASA) has
previously run its own targeted Instagram ads to
highlight to users where influencers are not
properly disclosing ads on the platform.

The ASA has also stated that content that only
includes an “@ mention", a tagging of the brand,
or the use of “#BrandAmbassador” is insufficient
identification as an ad. Also relevant is how
consumers would perceive certain terms, with
“affiliate” not being considered by the ASA to be
sufficient identification of a sponsored post by
an influencer, as it was thought that consumers
did not widely understand the “affiliate” itself.

Social media platforms have been responding
to this increased scrutiny and adding their own
in-built tools; for example, the ‘paid partnership’
label on Instagram can now be used to indicate
sponsored content.

Influencer liability

With content creation becoming more and more
commercial in nature, influencers may start to
find it more difficult to avoid liability for claims
made on their own account, even if paid to post.
This issue was highlighted by Petunia Products,
Inc. v. Rodan and Fields LLC, a case brought in
the US in 2022.

12 THE TRADEMARK LAWYER
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It highlights
that
influencers
need to take
an active
role in
considering
legal
implications
rather than
leaving it to
the brands
themselves.

Petunia Products alleged that competitor
Rodan and Field had infringed its BROW BOOST
trademark, which had been registered and used
in the US for a number of years, when the company
brought out a “Brow Defining Boost" product and
used the term as a hashtag on social media.
Petunia also alleged that the model and influencer
Molly Sims was also liable for trademark
infringement due to her promotion of the product
inablog post, which also included a link for readers
to shop the similarly-named Rodan and Field
product.

Interestingly, direct liability and contributory
liability on the part of Sims was alleged for her
sharing of the link, for both providing a link to
purchase the product from Rodan and Field and
for encouraging readers to share said link.

In a motion to dismiss the claim, Sims argued
that her use of the “Brow Defining Boost" mark
was not use in commerce and that there should
not be trademark infringement liability in instances
where third parties publish blog posts about a
product without confirming that the product
does not violate trademark rights. She raised
the point that if the court found otherwise,
genuine online “‘commentary” would likely be
stifled, which is akin to a “fair use” defense. Sims
had also followed the Federal Trade Commission's
rules for influencers by identifying the name of
the product reviewed, identifying Rodan and
Field as the seller, and by marking the post as
sponsored.

CTC Legal Media

Despite this, this use of the mark was found to
be use in commerce, which could confuse
consumers as to the source, given that the blog
post was a paid advertisement. The court,
therefore, made a distinction between a review
of the product compared to a sponsored post,
which was found to be commercial use because
of the advertising element.

The District Judge also considered there to
be a risk of confusion as to the source, as the
point of the post was to promote the Rodan and
Fields product with a similar name, and
consumers could still wrongly infer an affiliation
with Petunia Products' BROW BOOST trademark
despite Sims being a third-party.

Ultimately, the direct infringement claim was
allowed to proceed, while the contributory
infringement claim was dismissed as Petunia
failed to show that Sims had knowledge of the
alleged infringement.

Although the case was unsurprisingly settled
between all parties, it is notable that the
infringement claim against Sims was allowed to
proceed, leaving content creators in some
uncertainty. Unlike what may have been thought
previously, the fact that influencer posts are
commissioned by third parties does not protect
the influencer from the risk of liability.

Suppose claimants can now look to
influencers as another potential source for
monetary damages. In that case, it highlights
the need for influencers to push for indemnity
clauses within sponsorship contracts, whereby
the commissioning brand will assume the risk
and liability if the promoted product in question
turns out to be infringing. This, in turn, potentially
increases the cost of influencer marketing cam-
paigns for brands if they are willing to assume
this risk.

Similarly, it puts a greater onus on influencers
and their agencies to perform due diligence on
the products and brands they agree to promote.
In general, it highlights that influencers need to
take an active role in considering legal
implications rather than leaving it to the brands
themselves.

In addition, brands should continue to ensure
they are clearing and considering any third-
party trademark rights when promoting their
products, even if the promotion is carried out by
an influencer, and check the trademarks and
supplied content are being used correctly.

Promotion of counterfeits

Another issue raised by influencer marketing is
the possibility of involvement in promoting
counterfeits. A study commissioned by the IPO
in 20212surveyed 1,000 female consumers aged
16 to 60, active on social media and resident in
the UK, to provide insight into the impact of

CTC Legal Media

The linked
Amazon
listing
contained a
description
and image
relating to
a generic
bag that
wouldn’t be
picked up
by Amazon
anti-
counterfeit
monitoring,
but
purchasers
of the
product
would be
sent the
counterfeit
item.

2 https.//www.gov.uk/
government/publications/
social-media-influencers-
and-counterfeit-goods

K00

social media influencers on consumer decisions
to purchase counterfeit goods. This reports that
10% of consumers are prompted by social media
influencers to buy counterfeits, and 3% use the
recommendations of the influencers in their
searches for counterfeits.

Promotion of counterfeit goods on social media
can often be used to bypass monitoring tools of
ecommerce sites themselves, as shown by a
case in the US in 2021 that saw the Amazon's
Counterfeit Crimes Unit claim against several
influencers involved in a social media scheme
to sell counterfeit goods.

The individuals had posted “order this, get
this" images on Instagram stories that compared
a designer product to a counterfeit item and
directed users to a *hidden link” The linked Amazon
listing contained a description and image relating
to a generic bag that wouldn't be picked up by
Amazon anti-counterfeit monitoring, but purchasers
of the product would be sent the counterfeit
item. The influencers had also posted videos
describing the alleged high quality of the
counterfeits they promoted. The matter was settled
out of court a year later, resulting in the ban of
the two influencers in question from Amazon's
platforms.

Brands clearly need to be as active in
monitoring social media sites as they are in
monitoring websites themselves, utilizing tools
such as reverse image searches and the monitoring
of keywords, and consider looking to separately
prosecute influencers involved as well as direct
sellers.

Conclusion

The growth of influencer marketing has created
new opportunities for brands to connect with
consumers, but it has also introduced a number
of legal challenges. Influencers must be mindful
of the risks associated with promoting products,
and brands should ensure their agreements
with influencers are comprehensive, covering
aspects such as content ownership, trademark
usage, and advertising compliance. Ultimately,
it is crucial for those on both sides to ensure the
required due diligence has been carried out to
guard against potential liabilities and ensure
successful campaigns.

Contact

Mathys & Squire LLP

The Shard, 32 London Bridge Street,
London SE1 9SG, UK

Tel: +44 20 7830 0000
www.mathys-squire.com
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Meeting the 2025 INTA

President: an interview with
Elisabeth Stewart Bradley

Elisabeth sits down with The Trademark Lawyer to discuss her plans
for the year ahead, earmarking her determination to serve the
development of IP practice in an ever-evolving and complex landscape.

Can you introduce yourself and your role
in the IP industry?
I'm Elisabeth Stewart Bradley, and | am INTA's
president for 2025, and | am also Vice President
of Innovation Law at Bristol Myers Squibb
Company, which is a global Biopharma company
based in Princeton.

| started as an INTA volunteer in 2004, so going
on 21 years! I've been involved with trademarks
and the IP community for about 25 years.

Did any particular cases or developments
stand out for you in 2024?

INTA filed six amicus briefs in 2024, and one that
particularly stood out to me was the case of Yuga
Labs, Inc. v. Ripps. It garnered a lot of attention in
the media, including mainstream. The case
surrounded a collection of artwork that featured
pictures of cartoon apes that had been
generated by an algorithm. INTA filed an amicus
brief before the US Court of Appeals for the gth
Circuit, arguing that the court should affirm the
lower court's holdings that NFTs, non-fungible

CTC Legal Media

Elisabeth Stewart Bradley

tokens, and other intangible goods could constitute
goods under the United States' Lanham Act. This
was a really significant case because the gth
Circuit did find that NFTs and intangible goods
in general are protectable under the Lanham
Act, so that, in my opinion, was one of the more
significant IP decisions last year.

What do you believe are the key evolving
challenges in the IP community, and how is
INTA working to support these challenges?
From my perspective as a brand owner, and also
from what we heard while conducting research
in connection with the next [2026-2029] strategic
plan, there are lots of challenges surrounding
budgetary pressures and headcount reduction,
especially from in-house members.

Members and other key stakeholders involved
in the strategic plan discussions also talked
about the rapidly evolving legal and business
landscape and the need to stay current and to
adapt in this environment. That was, and remains,
a big challenge for our IP community.

THE TRADEMARK LAWYER 15
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Anti-IP sentiment is sometimes voiced as a
threat to IP and innovation. This can be a narrative
presented by the mainstream press for example,
as well as from younger generations.

Of course, evolving technologies are also a
huge challenge that is impacting consumer
behavior, which, in turn, affects IP practice.

So, what is INTA doing to help with these
challenges? One specific thing | want to share is
that INTA has established a Think Tank exploring
what novel IP rights might look like if we were to
start from scratch. Imagine we didn't have any
other IP frameworks out there in this current
world and landscape - what would a new IP right
look like? And how might that work differently,
compared to some of the other vehicles we
have now? There's a group of experts working
on this and we are very excited to hear what
comes from that Think Tank.

No doubt, we're looking at the impact of Al on
IP in general and how to support brand owners
as the landscape continues to evolve. There are
a lot of dialogues happening with IP offices and
government officials around the world about
the wide-reaching impact of Al. Additionally,
we're been offering numerous programming
and educational sessions around Al, such as the
March 2024 New York conference on Al, and
which continues this year, including at next
month's New York conference, titled The Business
of Trade Secrets Conference: Navigating the
Challenges and Opportunities in the Ever-
Changing World of Al, as well as at the Annual
Meeting in San Diego. We're looking at legislation
in the name, image, and likeness space. That's a
very hot topic right now. There are certainly a lot
of resources INTA is offering which we hope our
members will find helpful.

Finally, we are also looking at trying to help
our members adapt to these major changes
as part of my Presidential Task Force, which
is focusing on the theme of “Change and
Transformation” and it is set to explore the
evolution of in-house teams, the impact on their
external partners, and what opportunities this
presents for INTA.

What aspect of being INTA President excites
you the most?
There's quite a lot! I'm really happy to be speaking
to you with about one month under my belt.
We've had a chance to do our first delegation;
INTA travelled to Ottawa, Canada, to meet with
the Canadian IP Office as well as Global Affairs
Canada. The opportunity to represent INTA
before IP offices and authorities around the
world and share the perspective of brand owners
as to how critical IP is to our members, and to
innovation, is really exciting to me.

| look forward to more of those delegations in
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the coming year, and also interacting with our
members, and working with our dedicated
volunteers. It's easy to forget that all of these
incredible committee members, speakers on
panels, and board members, for example, are
volunteering their time. | am excited about having
the chance to interact with all of our members,
hear from them about their priorities, and then,
hopefully, do a good job of representing them
within INTA and around the world this year.

What are your main goals as President?

| have many goals. With this role being only one
year, | think it's really important to continue
advancing the legacies of the Presidents who
came before me, and then hopefully pass the
torch on to the Presidents coming after me. My
goals strive to be very consistent with INTA's
current mission and priorities, to ensure they are
complementary, but also to be relevant for the
future after | leave.

So, given that context, one of my main goals is
to continue to evolve IP practice to keep up with
the rapidly changing times that we've mentioned.

We've seen a sea change in the last year or
two, including rapidly transforming geopolitics
and emerging technologies. We definitely see
the IP landscape needing to evolve in turn.
That's going to be something that I'll be working
on through various initiatives, including my
Presidential Task Force, in addition to making
sure that legislation and policies are being
shaped in a way that supports our IP community.

| want to help members be comfortable with
their expanding responsibilities. As we're seeing,
it's very rare to have a trademark-only practice
these days; it really has become a much broader
scope. So, it is a big goal of mine to make sure
that our members are in a really good place to
thrive in this new environment.

With this vision in mind, through my
Presidential Task Force, we want to make sure
that our members don't just survive through this
evolution, but that they actually can thrive.
There's a lot of pressure on in-house members
to demonstrate value and show what they're
adding to their companies and practices.
Honestly, every dollar is being scrutinized these
days, especially within in-house budgets, but |
expect as well for our external partners.

INTA, | believe, is in a unique position to help
our members, and to tackle this. We have pulled
together a Task Force to come up with some
new ideas and approaches, and to create new
resources. I'm very excited to see what they
come up with to help our members and also to
take a look at the overall member experience
and make sure we continue to offer cutting-
edge benefits and value, which | think we're in a
great position to do.

CTC Legal Media

What aspect of the INTA Annual Meeting in
San Diego are you most looking forward to,
and why do you think professionals should
attend this year?

One highlight of this year's Annual Meeting is
going to be the Opening Ceremonies. | always
find them to be incredibly motivating. It is your
opportunity, as a registrant, to hear about the
accomplishments that INTA achieved for its
members in the past year, as well as the
Association's priorities for serving you in the
year ahead. The Opening Ceremonies are also a
chance to hear about all of the amazing edu-
cational programming and exciting events that
are going to happen in the week ahead. | think
there's such energy and excitement in kicking
off the Annual Meeting.

IP and brand professionals should attend the
Annual Meeting to take advantage of the very
new and relevant programming in store. We
have an educational program set around the
theme of The Business of IP, and there are three
different tracks: Business and Technology, Legal
and Policy, and Professional Development and
Career Advancement. Every single session is
labeled for the track it falls under to allow
attendees to navigate the program to best suit
their needs.

In addition to the tracks, we have dedicated
sessions for our corporate members designed
to help them navigate the complexities of in-
house trademark practice. Topics include effective
communication of IP value, cybersecurity col-
laboration, team management, brand expansion
and management in China, and much more.
There's around 550 table topics, as well as
workshops and idea exchanges; there will be
many networking receptions; and this year, there
is programming around patents for brand
professionals. It's a great chance to learn even
more about patents, which you might have
some familiarity with, via structured programming,
because, as | mentioned, we're no longer really
sitting in silos anymore.

Then there are, of course, some amazing
business development opportunities, so that
registrants can get out and enjoy everything
that San Diego has to offer while networking
with other registrants. It's really going to be a
productive and dynamic week.

We recommend to everyone joining us in San
Diego to review the program and add sessions
and Business Development activities to your
schedules early and then book all your meetings
around the education and networking events.
Doing it the other way around is far more
challenging.

Also, bring a lot of energy, along with com-
fortable shoes! INTA's Annual Meeting is one of
the most exciting and programming-packed
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events for the global IP community in the entire
year.

We are now in the final year of the 2022-2025
Strategic Plan; on reflection, how well do
you think the plan has been delivered, and
what do you hope to achieve in the
remaining months?

We believe that the plan has been very suc-
cessfully implemented. We executed against all
three strategic directions, and keep in mind that
we in fact still have one more year to deliver
against these priorities. It's hard to go into all of
the details of what we have achieved in the past
few years, but | would love to highlight a few
things.

One of the pillars of the current plan is to
‘Promote and Reinforce the Value of Brands." You
may recall that Jomarie Fredericks, our 2023
President, focused her Presidential Task Force
on ‘Unlocking IP" - this intersected very well with
IP and the media community. It was designed to
create accessible tools and information relating
to IP that could help the busy media professional
easily and quickly familiarize themselves with IP
and to use it in their own writings and career.
The idea was to help disseminate factually correct
and usable information about IP and help share
that with the mainstream media. The IP trade
press is of course quite familiar with these
concepts, but sometimes there's a bit more need
to help communicate this outside of IP media
into the more mainstream.

In addition, we submitted voluminous
comments and testimony to government and
non-government organizations around the world,
as well as about 140 letters, and we submitted
severalamicus briefs on issues of great importance
to the IP community.

The second pillar of the current strategic plan
is to "Build a Better Society through Brands," and
here, the INTA Foundation has been really active.
We gave out many scholarships - which was
flagged at the Leadership Meeting, and it was
super exciting to have some of those students
with us in the audience - and completed a lot
of pro bono work. Those aspects are very important
to us as a community, and served that second
pillar well.

The third pillar is “Support the Development
of IP Professionals.” A few highlights were the
certificate programs that were developed and
finalized, including one for trademark admini-
strators. A second certificate program covering
online takedown procedures was very popular,
another around the life cycle of a trademark,
and finally, a really interesting one called Finance
for Non-Finance Legal Professionals.

We are very proud of all of that work, which is
still ongoing. We are now beginning to look
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Nick Ji, Partner, Head of Trademarks, at Corner Stone & Partners,
highlights recent trends and challenges in Chinese non-use
cancellation while emphasizing its effectiveness as a strategy
for removing obstacles and protecting trademarks.

s is known, according to the Trademark
Law, if a trademark has not been used
for more than three consecutive years
after registration, any party has the right to apply
for its cancellation. In the non-use cancellation
process, the applicant does not need to submit
substantial evidence to prove non-use; the burden
of proving genuine use falls primarily on the
trademark owner. When a registered trademark
faces a non-use cancellation action, the Trademark
Office will contact the trademark owner to provide
evidence of use over the past three years. If the
trademark owner fails to respond within the
deadline orif the submitted evidence is deemed
insufficient, the trademark will be canceled.
Based on recent case studies, several new
changes and trends have emerged that are worth
noting:
1. Cumulative non-use cancellation requests
by the same applicant:
If the same applicant submits an excessive number
of non-use cancellation requests within a short
period, exceeding a “reasonable quantity,” sub-

Nick Ji, Partner, Head of Trademarks

Nick's broad experience spanning more than 20 years includes
representation in consumer products, luxury goods, children's
products, and media and entertainment industries. Nick's Electronics
Engineering degree, along with his employment history with domestic
and multinational IP firms, enables him to analyze intellectual
property issues from multiple practice disciplines. His practice
includes structured strategic intellectual property prosecution and

enforcement.
Author email: nickji@cornerstoneip.com.cn
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Nick Ji

sequent requests may be rejected. To prevent
malicious non-use cancellation applications,
the China Trademark Office has started monitoring
the volume of non-use cancellation applications
from the same requester over a period of time.
Although no official standard for this “reasonable
quantity” has been published, submitting too
many applications (e.g., dozens) within a short
timeframe (e.g., one month or a few months) is
not advised. Different applicants should submit
in such cases.

2. Repetition of non-use cancellation
requests within three years:

If a trademark has previously faced a non-use
cancellation attempt but was maintained through
the submission of use evidence, a new non-use
cancellation request within three years might
still be upheld based on the evidence provided
in the previous case, even if the trademark owner
does not respond to the new request.

3. Use evidence for similar registered
trademarks:

If a trademark owner has registered multiple similar
trademarks and the use evidence submitted
during a non-use cancellation response shows
a logo different from the one being challenged
(but identical to another registered trademark),
such evidence may not be considered valid for
maintaining the challenged trademark’s registration.

4. Class 35 “retail services" registration:

Some trademark owners register their marks
under Class 35 for “retail services" to protect sales
of their own products. However, recent cases
suggest that evidence related solely to
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promoting and selling one's own products may
not be considered valid use evidence, as it does
not constitute providing services “for others.”

Despite these challenges, non-use cancellation
remains an effective and cost-efficient method
to remove obstacles in trademark applications
or eliminate maliciously registered trademarks
in many situations.

Based on our experience, approximately 70% of
non-use cancellation applications succeed
(including cases where the trademark was
genuinely in use). Many trademark owners fail to
update their address or agent information with
the Trademark Office, leading to missed deadlines
for responding to notifications. Additionally, some
owners do not adequately preserve use evidence,
resulting in trademark cancellation despite actual
use due to insufficient/invalid proof.

Non-use cancellation is typically recommended

in the following scenarios:

1. Prior identical or similar trademarks: If a
prior identical or similar trademark obstructs
your application and has been registered
for over three years, consider initiating a
Non-use Cancellation to clear the obstacle.

2. Malicious registration: If your trademark is
preemptively registered by another party,
you can file both invalidation and non-use
cancellation applications. Invalidation
focuses on whether there was malice
during the application process and the
renowned of your trademark, while non-use
cancellation only examines actual use over
the past three years.

3. Post-five-year registrations: After five
years, invalidation can only occur if
the trademark was filed maliciously
and your trademark is well known.

In the absence of sufficient
evidence for invalidation, non-use
cancellation might be the only
viable solution.

1. Preserve use evidence: maintain
thorough records of trademark
usage.

2. Provide extensive use evidence: when facing

a non-use cancellation, submit evidence of
use across various goods/services.
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. Submit international use evidence:

consider including evidence from other
regions, especially Chinese-speaking areas
like Hong Kong, Macau, and Taiwan.

. Respond actively even without commercial

use: even if the trademark is not yet
commercially active, submit supportive
materials such as product manuals, design
images, and promotional materials or use
evidence from other classes. Since the
examination process for non-use
cancellation may not be very thorough,
and the evidence submitted during this
procedure is not forwarded to the
opposing party for cross-examination,
some insufficient use evidence may still
be accepted by the examiner.

. Initiating non-use cancellation: since no

evidence is required from the cancellation
applicant and there is no liability for failed
attempits, it is advisable to actively pursue
non-use cancellation regardless of the
opponent's actual use.

. Responding to non-use cancellation:

even with insufficient use evidence, it is still
recommended to respond actively, as there
remains a possibility that the trademark
may be successfully maintained
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This segment is dedicated to

women working in the
IP industry, providing a
platform to share real

accounts from rising women

around the globe. In these

interviews we will be

discussing experiences,
celebrating milestones and
achievements, and putting
forward ideas for advancing

equality and diversity.

By providing a platform to

share personal experiences

we aim to continue the

empowerment of women

in the world of IP.

If you would like the opportunity to share your experiences with

Women in IP Leadership, would like to nominate an individual to be involved,
or would like to learn more about sponsorship, please contact our Editor.
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Charlotte Wilding:
Partner, Keltie LLP

An interview: inspirations, experiences, and ideas for equality.

Chartotte is a trademark partner and
Chartered UK trademark attorney at
Keltie LLP. Charlotte acts on behalf of
clients in a broad range of industries including
automotives, cosmetic, beauty, entertainment,
finance, insurance, accounting and telecommuni-
cations, in respect of trademark, design, copyright
and domain name protection. In particular,
Charlotte conducts detailed clearance searches,
advises on worldwide filing strategies, and
the prosecution of trademark and design
applications through to registration, including
contentious proceedings, negotiating agreements,
and representing clients at hearings before the
UK Intellectual Property Office. In addition to
advising clients, Charlotte regularly lectures on
trademark and design matters.

What inspired your career?

My grandfather inspired my career - he was a
patent attorney. He showed me the exciting world
of IP and the various jobs that | could consider.
| am not scientific, so patents were out from the
get go. However, trademarks really spoke to
me and | knew that was where | wanted to focus.
| was in my second year at university when |
decided to up the ante and gain some experience.
| got in touch with Unilever and was delighted
to be able to take three weeks over the
Christmas period to shadow various people in
the IP team. It really was a great start to my
career and boosted my interest - they have so
many brands so | was able to see different
aspects of IP law daily. | was also lucky to spend
the summer in a patent and trademark firm to
see how attorneys operated in private practice.
Finally, | did work experience with solicitors and
barristers, locally and in London, in a variety of
different areas, which helped me to understand
that IP was where | wanted to focus. Maybe
somewhat naively, | took the view that I'd get a
job as a trademark attorney and if | didn't like it
I'd just become a solicitor (as if it's that easy!).
Luckily, | loved it from day one and have never
looked back. Without my grandfather's knowledge,
I'm not sure | would have found trademarks as
a career, at least not early on, as it really wasn't
well advertised 15 years ago!

CTC Legal Media

How have you found the pathway to your
current position? And can you offer advice
from your experience?

| would say my pathway has been relatively
smooth - with maybe a slight bump in more
recent years. | started at Keltie as a trainee,
qualifying and moving my way up to Director. |
left in 2019 to take the opportunity to develop a
trademark practice at a boutique law firm, Kemp
Little. KL was then bought by Deloitte Legal not
long after joining, so it was a transition to go
from a small to a large firm. | left to start a
trademark practice at another London law firm,
Wedlake Bell. | had to take the opportunities
that were presented to me at the time, otherwise
| would have always been wondering what if.
However, ultimately, | came back to Keltie in 2023
and it felt like coming home. | would say my take
aways are that you need to have faith in your
abilities and sometimes risks heed to be taken but
only if you feel that you may regret it otherwise.

What challenges have you faced? And how
have you overcome them?

My biggest challenge was probably becoming
a mother and working out the complexities of
children and work. | am lucky that my firm is
very supportive of working mothers (and fathers),
but it is still tricky and | sometimes worry | am
doing too much at once. | am sure this is the
experience of every working parent. When | had
my first child | was able to return on a part-time
basis, which gave me great flexibility in being
able to spend quality time with my child but
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also spend time exercising my brain and doing
what | love. With my second child, | feel much
more comfortable in my abilities so have returned
on a full time basis. This has been helped with
the flexibility in being able to work from home
each week (we require two days in the office) as
it makes school/nursery drop off and pick up
really easy.

What would you consider to be your greatest
achievement in your career so far?

| would say that my biggest achievement was
passing all my exams to qualify. There have also
been achievements in client takeovers, contentious
matters and the like, which are all exciting, but
really they all stem from qualifying and having
confidence in my abilities. Also, being able to be
a part of a colleague's journey and seeing them
grow into amazing attorneys or paralegals is a
wonderful feeling, even if the part I've played is
very, very small. | am a big believer in wanting
others to achieve greatness. That is something
my grandfather taught me, as well as David
Keltie (the founder of Keltie). Being able to work
with and learn from David was a real joy and |
am sad that my new colleagues have not been
able to have the same experience. He really was
one of a kind!

What are your future career aspirations? And
how will you work to achieve them?

| hope to be working in IP for a long time to
come so | am sure there will be many future
aspirations. At present, | want to continue to
build my practice and become an equity partner.
| am really lucky that my trademark partners are
so supportive of that goal and have imparted
great advice on how to achieve it. It really does
make a difference to have support, both from
colleagues and personally.

What changes would you like to see in the IP
industry regarding equality and diversity in
the next five years?

Personally, | think the IP industry is one of the

more diverse areas of law but there are always
things that can be improved. In particular, we need
a more diverse workforce across all levels,
particularly in leadership roles, reflecting a wider
range of genders, ethnicities, socioeconomic
backgrounds, and other underrepresented groups.
It's not good enough to have the same type of
people as then only one thought process can
take place, which isn't always right. It's great
that we have a number of mentor programs
now, through CITMA and INTA. Keltie also has
its own internal program, and | am sure there
are a number of other firms doing the same. |
would also like there to be an increase in aware-
ness about careers in IPamong underrepresented
communities through outreach, scholarships,
and partnerships with schools and universities.
By addressing these areas, the IP industry can
become a beacon for equality and diversity,
benefiting not only the individuals within it but
also the clients and communities it serves.

How do you think the empowerment of
women can be continued and expanded in
the IP sector?

We need to continue in the manner we've been
going on - particularly encouraging mothers to
return to work (if that's what they want to do)
and ensuring they are given the tools to be able
to stay. Supporting flexible working arrangements
to accommodate different needs and remove
barriers to entry or progression is key. It is
typically still the case that women take on the
load of childcare and/or housework and this
does need to be recognised. If not, burnout will
become all the more common as we try to do it
all. There should be a focus on actively promoting
women to leadership positions and ensuring
there is gender balance at decision-making
levels. Implementing sponsorship or mentoring
programs where senior leaders advocate for
high-performing women to help them advance
in their careers would be a great idea. It's key that
firms genuinely foster a culture where diverse
voices are valued and heard, ensuring women
feel empowered to contribute.

Likewise, the sector should look at the start
and how women can be encouraged to join the
IP sector from the beginning. Promoting STEM
and IP-related careers to young women through

Trademark =
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Implementing sponsorship or
mentoring programs where senior
leaders advocate for high-performing
women to help them advance in their
careers would be a great idea.

outreach programs in schools and universities
is one area that we can focus on. As well as
partnering with educational institutions to provide
scholarships, internships, and exposure to IP
careers. By creating, developing and continuing
an environment where women can thrive, the IP
sector can continue to attract, retain, and
empower talented women, creating a stronger,
more inclusive industry.
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Argentina TRADEMARK & PATENT OFFICE
Allende & Brea . . . .
Berton Moreno IP LAW Address: Av. 16 de Julio No 1490 (El Prado), Edif. Avenidda, Piso 3, Of. 3,
Estudio Chaloupka La Paz, Bolivia

Litvin Marzorati Legales

Marval O'Farrell Mairal Telephone: +591 2 2338540

Mitrani, Caballero & Ruiz Moreno Email: wamendez@wamendez.com.bo
Noetinger & Armando

O'Conor & Power Website: www.wamendez.com.bo. Contact: Alvaro F. Siles Martin, Partner
Ojam Bullrich Flanzbaum
Palacio & Asociados

BERTON MORENO Bl Bolivia
IP LAW Bolet & Torrero

Bufete Aguirre, Quintanilla, Soria & Nishizawa (BAQSN)
Cervieri Monsuarez

C.R. & F. Rojas Abogados

DAKIP

FERRERE

Landivar & Landivar

Moreno Baldivieso

SORVILL
WA Méndez y Asociados SRL
+54 9 3989 - 9767 / 68 <> Brazil
AV. dEI Libertador 5990 Bhering Advogados
. BMA Advogados
8th floor. Buenos Aires, Daniel Law
- Dannemann Siemsen
Argentlna C1428ARP David do Nascimento
i p @ be rtO nmoreno.com.ar gruL;?;oc?L;n;I::ls;lir;has & Teixeira Intellectual Property
www.bertonmoreno.com.ar Kasznar Leonardos

Montaury Pimenta, Machado & Vieira de Mello
Vaz e Dias Advogados & Associados
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Brigard Castro Middle East & Africa

Services:
Castellanos & Co

Industrial and intellectual property / Litigation

Dentons Cardenas & Cardenas . enforcement / Copyrights 78 Hadfield & Breda Streets,

Gomez-Pinzén Abogados (GPA) in Issue 32025 of Georgetown, Guyana, South America
) Whatsapp Contact:
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OlarteMoure = email: amartinezm@surlegal.com

Philippi Prietocarrizosa Ferrero DU & Uria To advertise contact 155 WhatsApp message +592 696 2435

Posse Herrera Ruiz

www.GuyaneseLawyer.com

Triana Uribe & Michelsen katie@CtClegalmedia.COm

Vera Abogados Asociados

LATIN AMERICAN LEADING LAW FIRM
WWW.VERAABOGADOS.COM

Britton, Hamilton & Adams Law Firm
Cameron & Shepherd

Dentons

Gunraj & Co.

Hughes, Fields & Stoby

Jamela A. Ali, Attorneys at Law
London House Chambers

McDoom & Company

Satram & Satram

Templar Chambers

Paraguay

Abente Stewart Abogados

Bareiro Modica Abogados
Berkemeyer | BKM
Cervieri Monsuarez

© FERRERE
Olmedo Abogados
INTERNATIONAL @ Peroni Sosa Tellechea Burt & Narvaja (PSTBN)
we MA | NETWORK LEADERS LEAGUE Vouga Abogados

HIGHLY RECOMMENDED LAW FIRM
COLOMBIA

PARTNERS

Zacarias & Fernandez (ZAFER)
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Address: Manuel Almenara 265, Lima 18, Peru
Telephone: + 511 447 2454
Email: estudio@pierola.com.pe

in Issue 4 2025 of

The Trademark Lawyer 1

Website: www.pierola-asociados.com

To advertise contact
katie@ctclegalmedia.com

Linkedin: https://pe.linkedin.com/in/josedepierola
Contact: Jose de Pierola

Uruguay

Bergstein

Cervieri Monsuarez

Cikato Lawyers

FERRERE

Fernandez Secco & Asociados
Fischer Abogados

Fox & Lapenne

Guyer & Regules

Pittaluga Abogados

Vanrell IP Abogados

()
~ Venezuela

Antequera Parilli & Rodriguez
Baker McKenzie

Bolet & Terrero

Continental IP

De Sola Pate & Brown

E.C.V. & Asociados

Hoet & Partners

Moreau, Gonzalez & Asociados
MHOV Abogados

Travieso Evans Arria Rengel & Paz
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UK GOVERNMENT’S PROPOSED REFORM TO COPYRIGHT LAW

Ntersection

Nt UK

Government's proposed
reform to copyright law

Giles Parsons, Partner, and Phoebe Price, Trainee Solicitor, of Browne
Jacobson enter the heated debate surrounding the proposed reforms to
copyright law in relation to Al as stakeholders grapple with the balance
between fostering innovation and protecting the rights of creators.

l'is changing the world, and any change
Athis big comes with new legalissues. The

UK government launched a consultation

on copyright and Al%, to seek the public's views
on its proposals to reform UK copyright law, and

it has polarised opinion. (The consultation closed

on 25 February 2025).
Al needs to read to learn. Generative Al is

trained on gigantic volumes of data, and these :
are often copyrighted works. When people read, :

that's not copyright infringement, but when Al

does it, the text orimage is copied into memory.
This has resulted in a lot of lawsuits; there are at

least 15 significant cases in the US, and also
others in the UK and Europe.

Résumeés

Giles Parsons, Partner

Giles' contentious experience includes
acting for some of the world's most
famous brands in the IPEC, the Chancery
Division, the Court of Appeal and the

EU General Court. He helps clients with
technology development agreements,
trademark licenses, sponsorship and
influencer agreements, and collaboration
agreements. He also helps manage

IP portfolios for leading technology
companies and brands.

Phoebe Price is a Trainee Solicitor at UK
& Ireland law firm Browne Jacobson.
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Giles Parsons

Phoebe Price

The UK is already the third-largest Al market
in the world? But does UK copyright law need to

- explicitly allow Al to be trained on copyright

works? There is a debate about whether Als
infringe copyright; in the US, tech companies

. arearguing it is *fair use"”. Stability Al has said that
i their use in the UK is covered by the "pastiche”

defense, though training an Al is not necessarily

. the natural meaning of the word “pastiche”.
i When we left the EU, we did not implement the

EU's Digital Single Market Directive and so did

. not introduce a statutory "text and data mining"
i exception that would allow Al to be trained on

copyright works for commercial purposes. The

. statutory defense for text and data mining (“TDM")
i only allows non-commercial use. Rightsholders

say that training on copyright works is just
copyright infringement, and that the law does

i not need to change to permit this just because

tech companies don't like the law. But as the
consultation says, “.the current regime means

i that leading Al developers do not train their

models in the UK, and instead train in jurisdictions
with clearer or more permissive rules. Since

. copyright law applies in the jurisdiction where

copying takes place, this means that Al developers
are not obliged to respect rights under UK law.

: This harms our UK Al sector too, as investment

from the major Al developers is limited and UK-
based SMEs who cannot train overseas are

. disadvantaged”

This consultation also has to be viewed in
the context of an Al-friendly government, which
released its Al Opportunities Action Plan3 on

CTC Legal Media

13 January 2025, which plans for the UK “to

shape the Al revolution rather than wait to see :

how it shapes us".

This is not the UK's first attempt at resolving
the tension between copyright and Al - the :
Government previously launched consultations

on Al and IP in 2020 and 2021. Following the
2021 consultation, the Government proposed a
broad exception to copyright infringement for
TDM, which would have been more permissive
than the EU's position. However, the proposals
faced significant backlash from the creative
industries and were abandoned. The UKIPO
instead convened a working group made up of
Al stakeholders in an attempt to develop an Al
and copyright voluntary code of practice. However,
talks broke down - unsurprising perhaps, given
how entrenched positions were on each side.

The UK's efforts to establish a coherent stance
on Al regulation have now led us to the present
consultation on copyright and Al,4 which closed

on 25 February 2025. It sets out 47 questions
for stakeholders. As well as considering TDM
exemptions, the consultation covers the protection
of Al outputs, the licensing of content for TDM,
and the labelling of Al outputs. The new exception
to infringement for TDM for any purpose is very
similar to the EU's position. It is more favorable
to the creative industries than the Government's
2021 position because, like the EU's approach, it
allows rightsholders to “opt-out," in which
case Al firms would be required to
obtain a license to use their content.

These proposals are controversial.
Sir Paul McCartney recently declared in
a Times?® article that the measures could
“wipe out" the creative industry. US media
groups, including Disney, Fox, Paramount,
Universal Music, and Getty, insisted that
any exception to infringement for Al use
would discourage investment in the UK's
creative sectors on the basis that it effectively
asks creators to subsidize Al. Ed Newton-Rex,
who is ex-Stability and the founder of Fairly Trained,
has an interesting perspective on this. Another
view is that if the EU (and other countries) already
permit Al training on copyright works, any
restrictions in the UK will limit our access to
technology and won't make much of an impact
overall, as training would just occur elsewhere.

The other issues covered by the con-
sultation are less controversial but are
stillinteresting.

It's clear that the IPO has carefully
looked at the EU's approach, which
is set out in the Digital Single
Market Copyright Direct 2019/790
(DSM Directive). As mentioned
above, this allows TDM for com-
mercial purposes, provided access

CTC Legal Media
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to the work is lawful and the rights holder has
not expressly reserved their rights “in an appropriate
manner, such as machine-readable means"
(Article 4). The new EU regime is not without
problems though - it's not clear what amounts
to a valid reservation of rights, and the lack of
standardization in this area is noted as a concern
in the UK's consultation. Existing methods to “opt-
out” include the use of a robots.txt file, which
indicates to web crawlers (bots that search the
internet for content) which parts of a website
they are permitted to use and which must be
avoided. As the onus is on rightsholders to opt
out, if an opt-out is adopted, it would be
valuable to have an approved form of opt-out.
The consultation, therefore, welcomes views on
how adoption of a standardized tool should be
approached.

There are also proposals for transparency
requirements. These would oblige Al developers
to disclose the source of their training data. The
proposed transparency provisions include a
requirement on Al firms to disclose use of specific
works and data sets, as well as details regarding
their webcrawlers, including ownership and the
purpose for which they “crawl" particular content.
It also proposes obliging Al firms to keep records
to enable them to provide information about
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what works were accessed by Al models on
request, and to evidence compliance with rights
reservations. The proposals are a development
of the EU and US's approach to transparency.
Under Article 53(1)(d) of the EU Al Act, Al firms
are required to disclose their Al model's training
datasets by making “a sufficiently detailed
summary"” of the works used publicly available.
Under California's Assembly Bill 2013, Al firms
are required to post specific information about
the datasets used by their models, including
sources and whether the datasets contain material
subject to IP rights, on their public websites by 1
January 2026. There are concerns that such
transparency requirements may be cumbersome
for small businesses or new entrants, considering
the vast amount of data used by Al models, but
such provisions are thought to be necessary in
order to build trust between the sectors. In
navigating questions around transparency, the
UK government has committed to engaging
with the EU and other international partners,
with the goal of international interoperability.

There are questions about licensing, and the IPO
has asked for views on whether measures should
be introduced to support good licensing practices.
This is something that would be great, but it can
be difficult for government to set this up.

These

proposals

are

controversial.

UK GOVERNMENT’'S PROPOSED REFORM TO COPYRIGHT LAW

Should Al outputs be labeled? This seems
difficult to us (how is it policed and enforced?),
and what rights should individuals have over “digital
replicas"? This is a more interesting question
and deserves careful thought.

Should Al-generated works be protected by
copyright? The UK law on this was drafted in the
1980s, and it would be sensible to clarify and
improve it in a section entitled “wider clarification
of copyright law". The CJEU's interpretation of
the InfoSoc Directive has significantly changed
UK copyright law and has resulted in important
uncertainties (including some which are currently
being litigated in the Court of Appeal, such as
the scope of protection for 3D works). It is not
helpful to have a statute that does not reflect
the law that is being applied, and it would be
wonderfulif time and thought could be found to
modernize and clarify copyright statute.

ANNUAL
MEETING

SAN DIEGO, CALIFORNIA, USA
May 17-21,2025

M. Sc. Konstantin Tahtadjiev

Bulgarian & European Patent Attorney (EQE qualified)
Bulgarian & European Trademark & Design Attorney

TAHTADJIEV

INDUSTRIAL PROPERTY

Connect with the most influential IP and
brand professionals from across the globe
at the largest gathering of its kind.
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PATENTS UTILITY TRADEMARKS INDUSTRIAL
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TRADEMARK EVERGREENING

Cvergreening in trademark
aw: strategic implications
and judicial in

‘erventions

Ivana Canucci, IP Counsel at Sporty Group, explores the practice of
trademark evergreening, examining its strategic implications, notable
judicial interventions, and the ongoing debate about its impact on market

competition and innovation.

vergreening in trademark law involves
E the deliberate practice of making minor

modifications to existing trademarks or
continuously filing for new trademarks to prolong
exclusive rights and market control. This strategy
often arises in industries where brand recognition
is critical, such as pharmaceuticals, consumer
goods, and technology. In fact, by making minor
modifications to a trademark or filing successive
applications for similar marks, companies aim to
prevent competitors from entering the market
or benefiting from a brand's established goodwiill.
This strategy also aims to circumvent the legal
obligation that, after a certain period (typically
five years in jurisdictions like the EU and UK), a
trademark must be actively used in commerce
to maintain its protection.

The concept of evergreening has sparked
debate about its impact on competition and
innovation, with critics arguing that it can lead to
monopolistic practices. One notable early case
where courts addressed the issue of ever-
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lvana Canucci is the IP Counsel at Sporty Group and a qualifying
solicitor in England & Wales. As an IP specialist with over five years
of experience, she has extensive expertise in both contentious and
non-contentious IP law. lvana's practice spans multiple industries,
including media, fashion, consumer products, and entertainment,
where she provides strategic legal advice on trademarks, copyrights,
IP enforcement, brand protection, and anti-counterfeiting.

Fluent in English, Italian, and Spanish, Ivana has a proven track record
of managing global trademark portfolios, negotiating complex, high-
value settlements, and leading IP enforcement strategies across

diverse international markets.
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greening is Ferrero SpAv. OHIM (T-356/11), where
the European General Court examined whether
Ferrero's successive applications for slightly
altered versions of its “Tic Tac" packaging
constituted an abuse of trademark renewal
mechanisms. This case set a precedent for
scrutinizing the legitimacy of evergreening in
trademark law and paving the way for further
significant rulings that demand industry attention.

The MONOPOLY case: judicial
stance on evergreening

Another notable instance highlighting the judicial
stance against evergreening is the European
Union General Court's ruling regarding Hasbro's
“MONOPOLY" trademark. Hasbro, Inc. is the owner
of a number of trademark registrations for
the word "MONOPOLY", including EU trademark
registration no. 9071961 filed on 30 April 2010
and registered on 25 March 2011. Hasbro's earlier
registrations, registered in 1998, 2009 and 2010,
for the same mark "MONOPOLY" covered some
of the same goods and services in their most
recent registration. In 2015, a Croatian company,
Kreativni Dogadaji d.o.0., sought to invalidate
Hasbro's 2011 EU trademark registration, alleging
bad faith due to evergreening. In April 2021, the
court found that Hasbro acted in bad faith by
re-filing its MONOPOLY trademark for the same
goods and services, intending to avoid the
obligation to prove genuine use. Hasbro admitted
that this re-filing strategy was a deliberate attempt
to bypass use requirements. The court rejected
Hasbro's defence that such practices were
common in the industry, emphasizing that re-filing
identical trademarks without genuine use
contradicts the objectives of EU trademark
regulations.
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This ruling served as a significant precedent,
indicating that courts may invalidate trademarks
obtained through evergreening practices,
thereby discouraging companies from engaging
in such strategies to unjustly extend their
trademark monopolies. The court emphasized
that re-filing for EUTM protection is not inherently
considered evidence of bad faith. Instead, each
case must be evaluated based on its unique
circumstances. Competitors challenging a trade-
mark on the grounds of bad faith due to re-filing
must still present compelling evidence to
convince the EUIPO that it is appropriate to set
aside the presumption of good faith and declare
the mark invalid on this basis.

Nevertheless, this ruling came post-Brexit
transition period, hence it is not binding on UK
courts or the UK Intellectual Property Office
(UKIPQ), introducing uncertainties on whether
UK registrations will be assessed under similar
principles.

UK insights: Lidl v. Tesco

Shortly thereafter, a subsequent case involving
Lidl and Tesco in the UK provided further
insights into judicial interpretations of trademark
usage and limits of protection strategies.

Figure 1: Figure 2: Figure 3:
Lidl's Logo Lidl' Wordless Tesco'’s Clubcard
Mark Prices Logo

Lidl's primary logo features the word “Lidl"
within a yellow circle, set against a blue square
background. This mark has been in use in the UK
since 1994 and was registered in 2011. See Figure
1. In addition, Lidl holds several tm registrations
for a wordless mark consisting solely of the yellow
circle on a blue square, without any text. See
Figure 2. This was registered in 1995 and
subsequently re-filed in 2002, 2005, 2007, and
2021. Notably, Lidl has never used the wordless
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mark independently in the UK; it has always
appeared alongside the “Lidl" text.

In September 2020, Tesco introduced a
promotion using a logo comprising a yellow circle
on a blue square background, accompanied by
the words “Clubcard Prices". See Figure 3. Lidl
initiated an action against Tesco, contending that
Tesco's design was strikingly similar to its own
trademarks, potentially causing consumer
confusion and diluting Lidl's brand identity.

On the other hand, Tesco argued that Lidl's
wordless mark registrations were invalid due to
non-use and bad faith. Tesco asserted that Lidl
engaged in “evergreening” by repeatedly re-filing the
wordless mark to avoid the statutory requirement
of proving genuine use, thereby maintaining trade-
mark protection without actual commercial use.

In April 2023, the High Court found Tesco's
use of the Clubcard Prices logo infringed upon
Lidl's trademark with text, as the similarity between
the logos was likely to cause consumer confusion
and take unfair advantage of Lidl's reputation as
a discount retailer.

In addition, the court held that Lidl's repeated
re-filings of the wordless mark constituted bad
faith. The practice of evergreening was deemed
an attempt to circumvent the requirement to
prove genuine use, rendering the wordless
mark registrations from 1995, 2002, 2005, and 2007
invalid. By 2021, it was found that the wordless
mark had derived its own reputation through its
use as part of the mark with text and so Lidl had
a legitimate reason to register it at this time.

Sky v. SkyKick

The UK Supreme Court's 2020 ruling in SRy v.
SkyKick clarifies the interpretation of bad faith
under UK - and possibly EU - trademark law,
marking a significant decision with broad
implications. In this case, Sky had registered the
SKY trademarks broadly across many categories,
including computer software. SkyKick, using a
similar mark for its software, challenged Sky's
registrations as being in bad faith, arguing that

iStock.com/duckycards
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Sky had no genuine intention to use the trademark
for some of the broadly registered categories.

Initially, the lower court agreed that Sky's
intent to use the trademarks for certain unrelated
goods was questionable, leading to a reduction
in the scope of goods covered by Sky's trademarks.
However, even with this narrowed scope, some
uses by SkyKick were still found to infringe. This
decision was overturned on appeal but later
restored by the Supreme Court, which affirmed
the initial findings and significantly narrowed
Sky's trademark protections, emphasizing that
the broad registration aimed to unjustly extend
trademark protection far beyond reasonable
commercial expectations.

The Supreme Court's decision is pivotal,
confirming that while broad trademark filings
are not inherently in bad faith, they must reflect
a legitimate commercial rationale and not extend
beyond the foreseeable scope of business. This
Jjudgment compels applicants and practitioners
to consider carefully the range of goods and
services they claim under a trademark, recognizing
that overly broad claims can now more readily be
contested as bad faith, potentially invalidating
the trademark. This case serves as a cautionary
tale against the strategic use of trademarks as
legal weapons beyond their intended commercial
scope, ensuring a more honest and focused
application of trademark protections.

Conclusion: navigating trademark
strategies in light of judicial rulings
+ The mere act of maintaining protection

without substantive use may constitute
bad faith. The evolving judicial
landscape surrounding trademark
law has brought renewed scrutiny
to the concept of evergreening and
the practices associated with it. The
cases reviewed highlight the critical
importance for trademark owners
to demonstrate genuine use of their
trademarks, emphasizing that the mere
act of maintaining protection without
substantive use may constitute bad
faith. This is particularly evident in
rulings where courts invalidated
trademarks due to practices that
circumvent legal obligations, such
as the Hasbro Monopoly case and
the Lidl v. Tesco dispute.

Trademark filing strategies must,
therefore, align with authentic
commercial purposes. The re-filing of
identical or similar marks without a clear
intention of use risks being classified as an
abusive practice. This is not to suggest
that all re-filings are inherently
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problematic. As demonstrated by case
law, including SkyKick and Lidl v. Tesco,
each scenario requires a thorough
examination of the motives behind the
filings. For example, while re-filing for
identical goods or services does not
automatically constitute bad faith,
evidence such as deliberate admissions
of intent to bypass use requirements, as
seen in Hasbro's case, could lead to
adverse judicial outcomes. Context,
therefore, remains paramount in assessing
the legitimacy of trademark applications.

The presumption of good faith, while
generally upheld, places a burden on
trademark holders to substantiate their
actions with credible and plausible
commercial logic. The Lidlv. Tesco case
provides a compelling example of the
high standards courts now impose,
demonstrating that repeated filings
without sufficient purpose can falter
under judicial examination. Broader
terms or variations of a mark also do not
inherently safeguard against bad faith
allegations. Rather, these strategies
demand clear justification grounded

in a genuine intention to use the marks,
as evidenced by recent rulings.

Moreover, companies seeking to
protect their trademarks must adopt
proactive and transparent approaches
to their filings. Recording the
commercial rationale behind filings at
the time of application can serve as a
vital defense in potential disputes. The
lack of convincing logic, as was the case
in Lidl's wordless mark registrations, only
exacerbates allegations of bad faith.

The practice of evergreening in trademark
law represents a contentious balance between
protecting intellectual property and ensuring
fair competition. Landmark cases, including Lidl
v. Tesco and Hasbro's Monopoly dispute, illustrate
the evolving judicial stance against practices
that exploit legal technicalities to prolong
monopoly rights. These rulings underscore the
importance of genuine use and the burden on
trademark owners to justify re-filings with
credible commercial logic. For businesses, the
implications are clear: strategic trademark
management must prioritize substantive use
and transparent intentions over procedural
loopholes. By aligning practices with these
principles, trademark holders can safeguard
their rights while fostering a fair and competitive
market.
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Russia:

current regulation and

trends

Anna Degtyareva of Gorodissky & Partners examines the evolving
landscape of parallel imports in Russia, detailing the government’s
temporary allowances for select goods amid ongoing sanctions
while reinforcing that parallel imports remain largely illegal.

economic situation in Russia has experienced

constant change, and parallel imports have
become a highly debated issue. Sanctions have
resulted in some Western companies leaving
the Russian market; to combat this, the Russian
Government is seeking new remedies to meet
the high demands of the local consumers.

These circumstances have culminated in
misinformation that parallelimport is allowed in
Russia. However, this is not correct.

The current situation has not changed the
general approach of Russian law here: parallel
imports remain prohibited and constitute an
infringement of exclusive rights.

In the last two years, the political and

Exhaustion of rights principle

Most commonly, parallel imports relate to
the principle of exhaustion of exclusive rights
to trademarks, which means that if the original
goods were introduced to the market by
the trademark owner or under their consent on
a particular territory, there is no trademark
infringement.

The Russian Civil Code (CC RF) establishes
the national principle of exhaustion of trademark
rights, meaning that once goods legally enter
the Russian market, their subsequent sale does
not infringe on those rights (Article 1487 of CC
RF). Atthe same time, Russia is a member of the
Eurasian Economic Union (EAEU), and the Treaty
onthe EAEU of May 29, 2014, signed by the member
states, including Russia, Belarus, Kazakhstan,
Armenia, and Kyrgyzstan, which stipulates the
regional principle of rights exhaustion: if the
product was introduced to the market in one of
the member states, its further sale in any of the
EAEU countries does not constitute infringement.
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Anna Degtyareva

Résumé
Anna Degtyareva graduated from the
Faculty of Law of Lomonosov Moscow
State University.

She received professional training
at the law offices of Schlutius Eulitz
Schrader Rechtsanwalte. Anna started
her career as a lawyer in the non-profit
partnership “Lawyers for Civil Society".
From 2010 to 2013, she worked in the
Moscow office of the law firm Gowlings
International (Canada).

Since 2013 she has been working
at Gorodissky & Partners, where she
represents and advises clients on
trademark, copyright, and patent
protection, anti-counterfeiting and
parallel import, licensing and franchising,
of IP, Internet and domain names,
advertising and unfair competition,
and selection achievements.

Overall, the List can be seenas a
balanced solution to meet consumers’
needs, keeping parallel imports
prohibited for the brands that continue
their business in Russia in good faith.
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National and regional principles are applied in
Russia in conjunction.

New regulations

To overcome recent economic challenges, the
Russian Government decided to temporarily allow
parallelimport for some goods: in April 2022, the
Russian Ministry of Industry and Trade (Minpromtorg)
approved a list of goods that can be imported
into Russia without consent of the rights holders
(the List). Since 2022, the List has been modified
multiple times, with the current version introduced
by the Order of Minpromtorg No. 2701 of July 21,
2023 (as amended on July 5, 2024).

The legislation does not indicate any criteria
that shall be applied while forming the List, but
it can be assumed that the main criterion is the
insufficiency of particular goods on the Russian
market. The List covers general categories of
goods but also specific brands, mainly of the
companies that have left the Russian market.
Below is an example of how the goods can be

represented in the List:

Customs Product Type | CC Code of the Product and (or) Means
Commodity of Indidualization (one should be
(CC) Group guided by the EAEU CC code and (or)
trademarks that belong to right holders
registered in unfriendly countries)
35 Protein 42) 3503 001001
substances; GELITA
modified 43) 3506
starches; 44) 3507 90 900 O
adhesives; SMARTENZ, MEDLEY
enzymes
36 Explosives; 45) 3602 00 000 O
pyrotechnic 3M
articles
matches;
pyrophoric
alloys; certain
flammable
substances
37 Photo- and 46) 370120 000 O
cineme FUJIFILM, KODAK
products 47) 3703 20 000 O
3703 90 000 O
brother, CANON, EPSON, HEWLETT
PACKARD (HP), xerox
48) 3707 90 900 O
brother, CANON, EPSON, HEWLETT
PACKARD (HP), TOSHIBA, xerox

The import of goods included in the List shall
not constitute a violation of exclusive rights.
Overall, the List can be seen as a balanced
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PARALLEL IMPORTS IN RUSSIA

solution to meet consumers’ needs, keeping
parallel imports prohibited for the brands that
continue their business in Russia.

Protection of exclusive rights
Companies that remain in the Russian market
see the current situation as an opportunity to
expand their presence in Russia. As the business
of such companies in Russia can be affected
by counterfeit and grey products, they show
interest in protecting their exclusive rights.

As a first step aimed at monitoring the imports
into Russia, it is recommended that companies
register trademarks in Russia and to include
their trademarks in the Customs IP Register,
maintained by the Russian Federal Customs
Service. Once the trademarks are included in
the Register, the customs checkpoints shall
inform the trademark owner of suspicious
importations.

Trademark violations can also be established
during regular market monitoring, both online
and offline. Whether the goods are crossing the
Russian border or being sold on the market, the
trademark owners may pursue the infringers of
their exclusive rights by filing a petition to initiate
administrative/criminal/civil actions against
importations of counterfeits or filing a civil
lawsuit against parallel importations or sales.

Parallel import: taking actions

The actions against parallel import can include
out-of-court and in-court remedies. In some
cases, forwarding a cease and desist letter to
the violator can be considered as an initial step,
and it can be effective, for instance, when the
importer/seller is not aware of the company's
exclusive rights and is ready to cooperate.

Obviously, most importers and sellers of grey
goods know exactly what they are doing and
receive significant profits from their actions. In
this instance the IP owner may go to court. A
civil action is the only in-court remedy against
parallel goods, and it can be applied either
against the importation or sales thereof on the
market.

A civil lawsuit can be filed with a commercial
court by the trademark owner or its exclusive
licensee. In a lawsuit, it is possible to claim the
ban of the importation in question from entering
the Russian market, as well as grounded com-
pensation for infringement of exclusive rights.

Previously, pursuing the destruction of parallel
imported goods was also possible, but in 2018,
the Constitutional Court limited the available
remedies in its landmark Resolution No. 8-P of
February 13, 2018. The Court ruled that legal
consequences shall not be the same with
respect to the importers of counterfeits and
original ‘grey” goods.
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In particular, the Constitutional Court ruled
that the destruction of grey goods shall only be
permitted if the goods are of low quality or for
reasons of security, safeguarding people’s health
and life, protecting the environment and cultural
values. Further, the Court explained that the
compensation amount for parallel imported
original goods should not be the same as for the
importation of counterfeits.

Companies that remain in the Russian market
see the current situation as an opportunity to
expand their presence in Russia.

Court practice

Recent court practice supports the general
approach that parallel import is not allowed in
Russia. In court case No. A53-26676/2023, the
company Davide Campari-Milano N.V., owner of
a famous apéritif brand “Aperol’, filed a civil
action against a local company for importation
of branded goods into Russia without consent
of the trademark holder. The first instance court
considered the case and satisfied the right holder's
claim to ban sales or other marketing of the
batch of goods in question.

Most importantly, the court confirmed that
parallel import is prohibited in Russia for the
goods not included in the List of Minpromtorg
mentioned above. Courts of appeal and the
cassation instance, IP Court of Russia, upheld
this approach.

Conclusions

Despite the common misconception, parallel
import can be pursued in Russia, provided that
the rights holder's business is present in the
Russian market. We are constantly monitoring
the legislative initiatives and court practices and
will be pleased to provide high-end services for
the protection of exclusive IP rights.

Contact
Gorodissky & Partners
Tel: +7 495 9376 116
pat@gorodissky.com
www.gorodissky.com
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he Italian company Moreschi S.p.A, active

in the production and sale of high-quality

shoes since 1946, based in Vigevano (PV),
was declared bankrupt by a ruling dated July 19,
2024. The receiver was allowed by the Court to
begin the sale of the business branch through
an auction.

This branch, which involves the activity of
producing and selling footwear and accessories,
consists of:

+ The "Moreschi” and “Stemar” brands,

currently registered and therefore
exclusively usable by their owner;

+  Intellectual property rights, including
designs, patents, model archives,
internet domains, social media
accounts, databases, etc.;

+  The store and showroom located in
Milan, via Manzoni No. 12, owned by
third parties and leased by Moreschi
Sp.A., along with the furnishings present
within;

+ Raw materials (leather, etc.);

+  Finished products amounting to
approximately 7,000 pairs of shoes;

+  Furnishings and machinery for
production present in the industrial
facility.

The auction will take place based on a minimum
price set at Euro 1,737,650.00.

Online bids must be submitted, accompanied
by a deposit equal to 30% of the offered price,
by 21:00 (Rome time) on March 30, 2025, and will
be examined at 15:00 (Rome time) on March 31,
2025, with an immediate subsequent start of the
online bidding - only in the event of multiple
valid bids - which will end at 16:00 (Rome time)
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on April 3, 2025. The award will be given to the
best bidder without any possibility of additional
increases (in derogation of Article 217 of the Italian
Bankruptcy Code). The deadline for the transfer
of the business branch is set for April 17, 2025, at
the presence of an Italian notary.

Every appraisal, document, and piece of
information can be requested from the
receiver at the procedure email address
lg51.2024pavia@pecliquidazionigiudiziali.it or
at the email addresses gorgoni@studiogpl.it,
paolo.bisio@studiogpl.it, elisa.rizzi@studiogplit.
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ARGENTINA

O'CONOR
& POWER

ARGENTINA | LATIN AMERICA

O'Conor & Power
O'Conor & Power’s trademark and patent practice group has
wide experience in handling portfolios for international and
domestic companies in Argentina and Latin America. Our
services in the region include searches, filing and registration
strategies, prosecution, opposition, renewals, settlement
negotiations, litigation, enforcement and anti-counterfeiting
procedures, recordal of assignments, licences, registration
with the National Custom Administration, audit and IP
due-diligences, general counselling in IP matters, and
counselling in IP matters in Argentina and the region.
Address:  San Martin 663, 9th Floor,
(C1004AAM) Buenos Aires, Argentina
Tel/Fax: 005411 4311-2740
005411 5368-7192/3
Website: www.oconorpower.com.ar
E-mail: soc@oconorpower.com.ar
ocp@oconorpower.com.ar
oconor@oconorpower.com.ar

Vakhnina & Partners
The team at “Vakhnina & Partners” comprises of highly-
qualified patent and trademark attorneys and lawyers.

Major areas of expertise of our patent team: Chemistry,
Pharmaceuticals, Biotechnology, Biochemistry, Life
Science etc.

We handle our clients’ cases in Armenia, Russia,
Kyrgyzstan, at Eurasian Patent Office, and cooperate
with partners and associates in other Eurasian countries:
Georgia, Belarus, Kazakhstan, Azerbaijan, Turkmenistan,
Uzbekistan, Moldova, Tajikistan.

Our attorneys are members of INTA, FICPI, AIPPI, LESI,
ECTA, PTMG.

Address: Yerevan, Republic of Armenia
Tel: +374 91 066393

Email: Armenia@vakhnina.com
Website:  http://about.vakhnina.com
Contact:  Dr. Alexey Vakhnin, Partner

BAHRAIN

United Trademark &

Patent Services

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services
Office 21, Sabha Building No. 338
Road 1705, Block 317 Diplomatic Area,
Manama, Bahrain

Website: www.utmps.com

Email: Bahrain@unitedtm.com &
unitedtrademark@unitedtm.com

Contact: _Talal F.Khan & Mr Imad

@OLD BA LEY

Old Bailey Chambers

OLD BAILEY Chambers is a full-service intellectual
property law firm in Bangladesh. OLD BAILEY also has
expertise in technology, data protection and competition
law practice.

The firm is widely acknowledged for its pioneering
endeavours in the areas of intellectual property,
technology, and competition law practice.

OLD BAILEY's international clientele includes number
of Fortune 300 and 500 companies, and renowned
brands. OLD BAILEY also represents number of local
companies and brands that are market leaders in their
respective fields, and number of net-worth individuals,
socialites and several leading celebrities representing
the local music, film and TV industries.

Website: https:/www.oldbaileybd.com/
Email: mishbah@oldbaileybd.com

Tel: +8801727444888

BOLIVIA

Landivar & Landivar

Established by Gaston Landivar lturricha in 1961,
Landivar & Landivar is a pioneer firm in the field of
Intellectual Property in Bolivia. Our international
reputation was gained through a competent and
complete legal service in our area of specialization.
Our firm has grown into a Chain of Corporate Legal
Services and Integral Counseling, with the objective of
guiding national and international entrepreneurs and
business-people towards the success of their activities.

Address: Arce Ave, Isabel La Catolica Square,
N° 2519, Bldg. Torres del Poeta, B
Tower, 9th floor, off. 902. La Paz,
Bolivia, South America

Tel/Fax:  +591-2-2430671 / +591 79503777

Website: www.landivar.com

Email: ip@landivar.com - info@landivar.com

Contact: Martha Landivar, Marcial Navia

CARIBBEAN

41 YEARS

CARIBBEAN TRADEMARK SERVICES
Law Office of George C.J. Moore, P.A.
Caribbean Trademark Services, founded by

George C.J. Moore in 1981, provides a single contact
source of protecting trademarks and patents in the
Caribbean. Covering 29 countries, including Belize,
Bermuda, Costa Rica and Cuba; a bilingual staff provides
IP services tailored to the diverse jurisdictions.
Experienced staff members and volume transactions,
services are efficient making our single contact, long
established source for the Caribbean most cost effective.

Address: 2855 PGA Boulevard, Palm Beach
Gardens, Florida 33410, USA

Tel: +1 561 833-9000

Fax: +1 561 833-9990

Contact:  Michael Slavin

Website: www.CaribbeanTrademarks.com

Email: IP@CaribbeanTrademarks.com

COLOMBIA

VERA ABOGADOS ASOCIADOS S.A.
VERA ABOGADOS was founded 53 years ago to attend
to legal needs of the business sector in the area of IP.
Today they provide their services to all fields of law.
The law firm is a reference in the Andean community
and they are part of international associations such

as INTA, ASIPI, ABPI and ASPI. They were ranked by
Leaders League as a highly recommended Colombian
law firm and in addition, they are a member of
PRAGMA, the International Network of Law Firms.

The law firm currently has direct offices in Colombia
and Ecuador.

Tel: +57 6017561413
Cel: +57 3153542222
Website: www.veraabogados.com
Email: info@veraabogados.com

Contact: Carolina Vera Matiz, Natalia Vera Matiz

CZECH REPUBLIC

Cermak a spol

Cermak a spol. is a leading IP law firm in the Czech
Republic and Slovakia, providing services in all areas
of IP law, including patents, trademarks, utility models,
industrial designs, unfair competition and others. We
have a qualified team of lawyers for both IP prosecution
and litigation including litigation in court. Our strengths is
a unique combination of experienced and qualified
patent attorneys and lawyers.

Address: Cermak a spol, Elisky Peskové 15
150 00 Praha 5, Czech Republic

Website: www.cermakaspol.com

Email: intelprop@apk.cz

Contact: Dr. Karel Cermak - Managing Partner
Dr. Andrea Kus Povazanova - Partner

DJIBOUTI

United Trademark &

Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.
Address:  United Trademark & Patent Services
Djibouti Branch Djibouti,
Rue Pierre Pascal, Q. commercial Imm,
Ali Warki, Djibouti
Website: www.utmps.com
Email: Djibouti@unitedtm.com &
unitedtrademark@unitedtm.com
Contact:  Imad & Faima Al Heyari
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DOMINICAN REPUBLIC

Guzman Ariza, Attorneys at Law
Guzman Ariza is the largest law and consulting firm in
the Dominican Republic. Founded in 1927, we have
extensive experience in protecting local and
international clients’ intellectual property rights,
including trademarks, trade names, copyrights, and
patents. We are your one-stop shop for all of your IP
needs in the Dominican Republic.

Our services include: ® Trademarks and trade names
* Patents e Industrial design ® Sanitary ® Copyrights
¢ |P management and IP audit e Litigation

Tel: +1 809 255 0980
Fax: +1 809 255 0940
Website: www.drlawyer.com
Email: info@drlawyer.com

Contact:  Fabio Guzman Saladin, Partner
fabio@drlawyer.com
Leandro Corral, Senior Counsel
Icorral@drlawyer.com

GHANA -NIGERIA - GAMBIA

SN ANKU IP FIRM

SN ANKU IP FIRM is a trusted, experienced all purpose

IP firm. Headquartered in Accra, Ghana, with a strategic
presence in Nigeria, and The Gambia, we offer tailored
services to safeguard our clients' innovations and ideas. We
are accredited ARIPO Agents covering 22 African countries.
Our Services: IP Litigation & Enforcement

¢ |P Registration & Recordals

 Patents, Trademarks, Industrial Designs and Copyright
* Due Diligence Consulting ® Portfolio Management

Tel: +233 597 237 710 (Ghana)
+234 905 950 8874 (Nigeria)
+220 721 5283 (The Gambia)
+1(332) 257-6448 (USA)

Website: www.snankuipfirm.com

Email: www.snankuipfirm.com

Contact: Name: Sarah Norkor Anku
sarah@snankuipfirm.com

GUATEMALA

Ideas Trademarks Guatemala, S.A.
IDeas is a firm specialized in the defense of intellectual
property rights, offering advice on all kinds of issues
related to them and in the management of portfolios

of distinctive signs and patents, at competitive prices,
in the Central American and Caribbean region.

IDeas is focused on meeting the needs and solving the
problems of its clients, setting clear expectations and
obtaining creative solutions with minimal exposure and
cost-effective. Proactivity has determined our constant
growth and modernization, maintaining a high standard
of quality and satisfaction in our professional services.

Tel: +502 2460 3030
Website:  https://www.ideasips.com/?lang=en
Email: guatemala@ideasips.com

Contact:  Gonzalo Menéndez, partner,
gmenendez@ideasips.com
Gustavo Noyola, partner,
noyola@ideasips.com

KYRGYZSTAN

Vakhnina & Partners

The team at “Vakhnina & Partners” comprises of
highly-qualified patent and trademark attorneys and
lawyers.

We handle our clients’ cases in Kyrgyzstan, Russia,
Armenia, at Eurasian Patent Office, and cooperate
with partners and associates in other Eurasian
countries: Georgia, Belarus, Kazakhstan, Azerbaijan,
Turkmenistan, Uzbekistan, Moldova, Tajikistan.

Our attorneys are members of INTA, FICPI, AIPPI,
LESI, ECTA, PTMG.

Address:  Bishkek, Kyrgyz Republic

Tel: +996-551-655-694

Email: ip@vakhnina.com

Website:  https://www.vakhnina.com

Contact:  Dr. Alexey VAKHNIN and
Mr. Vlad PEROV

LEBANON

United Trademark &

Patent Services

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services
6th Floor, Burj Al Ghazal Building, Tabaris,
P. O. Box 11-7078, Beirut, Lebanon

Website: www.utmps.com

Email: lebanon@unitedtm.com &
unitedtrademark@unitedtm.com

Contact:  Hanadi

PATENT ﬂ{'

Patents and Trademarks

Patent42

Patent 42 is a leading law firm offering a full range of
services in the field of Intellectual Property rights.

Our team of high-qualified patent and trademark
attorneys are entitled to represent client’s interests in
Europe, Luxembourg, France and Belgium.

Patent 42 provides concrete and careful solutions in the
area of patents, trademarks and designs. We support
clients in all stages of elaboration and implementation of
an intellectual property strategy adapted to your needs
at both national and international level.

Wt your q tion is, we will find an
answer for you.

Address: BP 297, L-4003 Esch-sur-Alzette,

Luxembourg
Tel: (+352) 28 79 33 36
Website: www.patent42.com
Email: info@patent42.com

MERIDA

Y ASOCIADOS

Merida & Asociados

The firm provides services throughout the range of
different legal matters, specializing in the banking industry
both nationally and internationally, business law, banking
law, trademarks and patents, litigation, notary law, litigation
and arbitration. We are a very weltknown law firm for
Intellectual Property in Guatemala. Our office serves

clients from abroad, including clients from Europe and

the United States, as well as Japan and other countries.

Address: 20 calle 12-51 “A” zona 10,
Guatemala City, 01010, Guatemala
Armando Mérida, Section 019170,
P.O. Box 02-5339, Miami, Florida,
33102-5339, USA

Tel: (502) 2366 7427
Website:  http://www.meridayasociados.com.gt/en
Email: corporativo@meridayasociados.com.gt

Contact:  Armando Merida

Chandrakant M Joshi
Qur law firm has been exclusively practicing Intellectual
Property Rights matters since 1968. Today, Mr. Hiral
Chandrakant Joshi heads the law firm as the senior most
Attorney. It represents clientele spread over 35 countries.
The law firm conducts search, undertakes registration,
postregistration IP management strategies, IP valuation,
infringement matters, domain name disputes and cyber
law disputes of patents (including PCT applications),
trademarks, industrial designs and copyrights.
Address: 6th Floor, Solitaire-Il, Link Road,
Opp. Infinity Mall, Malad (West),
Mumbai 400 064, India.

Tel: +91 22 28886856 / 57 / 58 / 64
Fax: +91 22 28886859 / 65
Website: www.cmjoshi.com

Email: mail@cmjoshi.com

patents@cmjoshi.com
trademarks@cmjoshi.com

L.S. DAVAR & CO.

We are India’s oldest Intellectual Property and
Litigation Firm. Since 1932, we have been as a
trusted IP partner of Global Large and Mid-size
companies and foreign IP law firms. We have been
widely acknowledged by Govt. of India. In the last

90 years, we have retained number one position in
India in not only filing the Patents, Designs,
Trademarks, Copyright, and Geographical Indications
but also in getting the grants.

Tel: 033- 2357 1015|1020
Fax: 033 - 2357 1018
Website: www.Isdavar.com
Email: mailinfo@Isdavar.in

Contact:  Dr Joshita Davar Khemani
Mrs. Dahlia Chaudhuri

MACAU

IPSOL

IPSOL is a key service line focused on the planning,
registration and management of trademark, patent
and other IP rights portfolios, offering solutions that
enable to maximize the protection of your IP assets in
Macau and worldwide.

Address:  Avenida da Praia Grande, 759,
5° andar, Macau

Tel: (853) 2837 2623
Fax: (853) 2837 2613
Website:  www.ipsol.com.mo
Email: ip@ipsol.com.mo

Contact: Emalita Rocha

MALAYSIA

MarQonsult IP

MarQonsult® was established in February 2002

and is located in Petaling Jaya, nearby the MylPO.
MarQonsult® was founded by Clara C F Yip, who holds
a double degree in law and economics from Auckland
University, NZ. MarQonsult® is synonymous with
effective delivery of services marked by its: quick
response time; in-depth client counselling; affordability
and adaptability; commercially viable IP strategies;
result-oriented approach; and a high rate of success.

Tel: +603 78820456

Fax: +603 78820457
Website: www.marqonsult.com
Email: clara@margonsult.com

Contact: Clara C F Yip (Ms)

MAURITIUS

Yusuf S Nazroo

IP Agent/Consultant

Member of CITMAINTA-APAA-AIPPI

Address: 12 Frere Félix De Valois Street,
Port Louis, Mauritius

Tel: +230 57 14 09 00

Fax: +23021227 93

Website: http://yn-trademark.com

Greetings from
Mauritius the
Rainbow Island

To list
your firm in
this section,

please email
katie@
ctclegalmedia.
com
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ISRAEL

Gold Patents and Financial
Services (1992) Ltd.

Gold Patents and Financial Services (1992) Ltd. is an
intellectual property solution provider firm that
operates in Israel as well as worldwide. We specialize
in providing evaluation and analyses of IP portfolios;
prosecuting and drafting complex patent, design, and
trademark applications; freedom-to-operate, due
diligence, patentability, validity and infringement
opinions. We provide high quality services and
solutions that support our clients’ business goals and
deliver superior IP services in a timely and cost-
effective manner.

Address: 15 Yohanan Hasandlar St., Haifa 31251
Tel/Fax:  +972-48110007/ +972-46892283
Website: ~ www.gold-patent.co.il

Email: office@gold-patent.co.il

Contact: ~ Marganit Goldraich

JORDAN

United Trademark &

Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.
Address:  United Trademark & Patent Services
Suite 7, 2nd Floor, Chicago Building,
Al Abdali, P.O. Box 925852, Amman,

Jordan
Website: www.utmps.com
Email: jordan@unitedtm.com &

unitedtrademark@unitedtm.com

Contact:  Mrs Fatima Al-Heyari

MEXICO

GOODRICH
RIQUELME
ASOCIADOS

Goodrich Riquelme Asociados
Our staff of attorneys, engineers and computer
specialists help adapt foreign patent specifications and
claims to Mexican law, secure patent inventions and
trademark registrations and maintain them by handling
the necessary renewals. Our computer system, which
is linked to the Mexican Patent and Trademark
Department, permits us to provide our clients with

a timely notice of their intellectual property matters. We
also prepare and register license agreements.

Address: Paseo de la Reforma 265, M2, Col. Y
Del. Cuauhtemoc, 06500 Mexico, D.F.

Tel: (5255) 5533 0040

Fax: (5255) 5207 3150

Website: www.goodrichriquelme.com

Email: mailcentral@goodrichriquelme.com
Contact:  Enrique Diaz

Email: ediaz@goodrichriquelme.com

MEXICO

TOVAR & CRUZ IP-LAWYERS, S.C.

We are a specialized legal firm providing intellectual
property and business law services. Founded in 2009.
The purpose is that our clients not only feel safe,
besides satisfied since their business needs have
been resolved, so, our professional success is also
based on providing prompt response and high quality,
personalized service. “Whatever you need in Mexico,
we can legally find the most affordable way”

Tel: +52 5528621761 & +52 5534516553

Address: Rio Mixcoac No. 25, Floor Mezzanine A,
Crédito Constructor, 03940 Mexico City.

Website:  www.tciplaw.mx

Email: ecruz@tciplaw.mx; mtovar@tciplaw.mx;
contactus@tciplaw.mx

Contact:  Elsa Cruz, Martin Tovar

MOROCCO

United Trademark &

Patent Services

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services
58, rue Ibn Battouta 1er étage,
no 4. Casa Blanca, Morocco
Website: www.utmps.com
Email: morocco@unitedtm.com &
unitedtrademark@unitedtm.com
Contact:  Yawar Irfan Khan
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NEPAL

Kraya And Partners

We are an independent, full-service IP law firm focused
on providing cost-efficient services to protect, manage,
enforce and evaluate IP Rights in the changing legal
landscape. Our endeavor is to set new benchmarks and
raise existing standards to reflect our passion.

Our practice areas include IP counselling, prosecution,
and litigation. This includes Trademark, Patent, Design,
Copyrights, IP Litigation, Trademark Watch/ TM
Monitoring, Business Management, Domain Registration
and more.

Tel: +977-9851181729 +977-9808370262
Website: www.kraya.com.np
Email: info@kraya.com.np; kraya@kraya.com.np

Contacts: Nabin Khadka, Managing Partner
info@kraya.com.np
Susmita Bhattarai, Associate
kraya@kraya.com.np

ALN Nigeria | Aluko & Oyebode
The IP practice at ALN Nigeria | Aluko & Oyebode is
recognised as a leader in handling patents, trademarks,
copyrights, designs, and related IP litigation in Nigeria. The
Firm's IP team has an extensive trial experience and provides
an incomparable expertise in a variety of IP matters, including
clearance searches, protection, portfolio management, use
and enforcement of trademarks, copyright, patents, design
and trade secrets, licensing, technology transfer (interface
with the National Office for Technology Acquisition and
Promotion), franchising, media law, packaging, advertising,
labelling, manufacturing and distribution agreements, and
product registration with the National Agency for Food and
Drug Administration and Control (NAFDAC).
Website: www.aluko-oyebode.com
Email: AOIP@aluko-oyebode.com
Contacts: Uche Nwokocha (Partner):
Uche.Nwokocha@aluko-oyebode.com
Tel: +234 703 400 1093
Regina Onwumere (Senior Associate)

United Trademark &

Patent Services

International Intellectual Property Attorneys

United Trademark and Patent Services is a leading firm

of lawyers and consultants specializing in Intellectual

Property (IP) Rights and Issues. Our services include

searching, filing, prosecution, registration, licensing,

franchising, transfer of technology, arbitration, dispute

resolution, enforcement & litigation, anti-counterfeiting,

due diligence and counselling.

Address: Suite No. 702, 7th Floor, Commercial
Centre, Ruwi Muscat, Sultanate of Oman,
P. O. Box 3441, Postal Code 112 Ruwi,
Sultanate of Oman

Website: www.utmps.com

Email: oman@unitedtm.com &
unitedtrademark@unitedtm.com

Contact: S.Magbool & T.F. Khan

KHUSAINOV KHOMYAKOV

KHUSAINOV KHOMYAKOQV is a full-service IP law firm
with offices in Kazan (Russia) and Istanbul (Tiirkiye),
providing services to clients in Russia and Eurasia.
We specialize in a range of services, including filing
and prosecuting trademark and patent applications,
handling registration and protection of rights to
designs, software, and copyrights, conducting patent
and trademark searches, handling IP legal disputes,
and supporting transactions with IP rights.

Tel: +7 843 21500 55
Web: https://en.khp.legal/
Email: info@khp.legal

Contact: Ramzan Khusainov, LL.M.,
Managing Partner
Anton Khomyakov, Ph.D.,
Senior Partner

Vakhnina and Partners
The team at “Vakhnina & Partners” comprises of highly-
qualified patent and trademark attorneys and lawyers.

Major areas of expertise of our patent team: Chemistry,
Pharmaceuticals, Biotechnology, Biochemistry, etc.

We handle our clients’ cases in Russia, Armenia,
Kyrgyzstan, at Eurasian Patent Office, and cooperate
with partners and associates in other Eurasian countries:
Georgia, Belarus, Kazakhstan, Azerbaijan, Turkmenistan,
Uzbekistan, Moldova, Tajikistan.

Our attorneys are members of INTA, FICPI, AIPPI, LESI,
ECTA, PTMG.

Address: Moscow, Russia

Tel: +7-495-946-7075
Website:  https://www.vakhnina.com
Email: ip@vakhnina.com

Contact:  Dr. Tatiana VAKHNINA
Dr. Alexey VAKHNIN

SAUDI ARABIA

United Trademark &

Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.
Address:  30th Street, Olaya Opposite to Madarris
Al Mustagbil, P.O. Box 15185,
Riyadh 11444, Kingdom of Saudi Arabia
Website: www.utmps.com
Email: saudia@unitedtm.com &
unitedtrademark@unitedtm.com
Contact:  Dr.Hasan Al Mulla &
Justice R Farrukh Irfan Khan

PAKISTAN

Bharucha & Co.

Bharucha & Co., established in 1948, is one of
Pakistan’s oldest and most respected law firms.

It serves a diverse global clientele across trade,
commerce, industry, and government, with a strong
presence in North America, Europe, Asia, the Middle
East, and the Far East. Renowned for its high rankings
by legal rating organizations, the firm offers a wide
range of legal services including intellectual property,
family law, non-profit organization law, company law,
real estate, property law, franchising, and litigation.

Tel: +92 21 3537 9544

Fax: +92 21 3537 9557-58
Website: www.bharuchaco.com
Email: email@bharuchaco.com

Contact: Mohammad Fazil Bharucha,
Tayseer Fazil Bharucha

PAKISTAN

United Trademark &

Patent Services

International Intellectual Property Attorneys
specialising in Trademarks, Patents, Designs,
Copyrights, Domain Name Registration, Litigation &
Enforcement services.

Address: 85 The Mall Road, Lahore 54000,

Pakistan
Tel: +92 42 36285588, +92 42 36285590,
+92 42 36285581, +92 42 36285584
Fax: +92 42 36285585, +92 42 36285586,
+92 42 36285587
Website:  www.utmps.com & www.unitedip.com
Email: unitedtrademark@unitedtm.com

Contact:  Yawar Irfan Khan, Hasan Irfan Khan

POLAND

FGGH IT*

FGGH IP Patent and Law Firm
The team of FGGH IP Law Office consists of patent
attorneys and attorneys at law who represent clients
before the competent offices and provide services
related to obtaining and enforcing exclusive rights to
inventions, utility models, trademarks, industrial designs,
validation of EP patents. We represent clients in IP
infringement proceedings before Polish and EU
administrative/civil courts, including the UPC. Located in
three the biggest cities in Poland: Warsaw, Gdansk and
Cracow.
Tel: +48 570 055 598 Alicja, Cracow

+48 508 296 773 Piotr, Warsaw

+48 664 706 048 Helena, Warsaw

+48 530 163 922 Iwona, Gdansk
Website: www.fgghip.com
Email: contact@fgghip.com
Contact: Helena Gajek,

lwona Plodzich-Hennig

SLOVAKIA

Boldiz Law Firm s.r.o.

Boldiz Law Firm is a boutique law firm which provides
high quality services and solutions that support client’s
needs in national (Slovak) and European trademark &
design law in a cost-efficient way.

We are a full-service brand protection law firm, qualified
to assist with all types of legal services

related to trademarks and designs, such as
registrations, oppositions, litigation, IP enforcement
services and many others.

Tel: +421 915 976 275
Website:  www.boldiz.com/en
Email: info@boldiz.com

Contact:  Dr. Jan Boldizsar

SRI LANKA

Julius & Creasy

Julius and Creasy is one of the oldest civil law firms in
Sri Lanka. Founded in 1879, the firm has established
itself on rich tradition and the highest professional
principles. Julius and Creasy's wealth of expertise and
experience in a wide range of specialised fields of
Law enables it to offer innovative legal and business
solutions to a diverse, sophisticated and high-profile
clientele. The Intellectual Property practice of the firm
includes enforcement, management and transactional
matters. The firm has acted for several Fortune 500
companies and is Sri Lanka correspondent of several
firms in Europe, USA and Asia.

Address: No. 371, R A De Mel Mawatha,
Colombo 3, SrilLanka

Tel: 94 11-2336277
Website: www.juliusandcreasy.com
Email: anomi@juliusandcreasy.lk

Contact:  Mrs Anomi Wanigasekera

SRI LANKA

United Trademark &

Patent Services

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: U.T.P.S Lanka (Pvt) Ltd
105, Hunupitiya Lake Road,
Colombo - 2, Sri Lanka

Website: www.utmps.com

Email: srilanka@unitedtm.com &
unitedtrademark@unitedtm.com

Contact:  Krishni & M.F. Khan

POLAND

LION & LION Kancelaria
Patentowa Dariusz Mielcarski

We offer:
- afullrange of services related to patents,
utility models, designs and trademarks in Poland
as well as Community Designs and
European Trademarks in the EU
cooperation with patent agencies in all PCT countries
preparation of patent applications from scratch
for filing in the USA
validations of EU patents in Poland,
annuity payments

Tel: +48 663 802 804
Website: www.LIONandLION.eu
Email: patent@lionandlion.eu

Contact: Dariusz Mielcarski,
Patent and Trademark Attorney

POLAND

Sigeon IP, Grzelak & Partners
Sigeon IP, Grzelak & Partners are professionals
specializing in the protection of intellectual property
rights, as well as in broadly defined patent, trademark,
design, legal, IP- related business, management and
strategic consulting. Thanks to the close cooperation
within one team of the Polish and European Patent &
Trademark Attorneys, Attorneys-at-Law and business
advisors, we offer the highest quality “one-stop-shop”
service in Poland and Europe.

Tel: +48 22 40 50 401/301
Fax: +48 22 40 50 221
Website: www.sigeon.pl/en
Email: ip@sigeon.pl

Contacts: anna.grzelak@sigeon.pl (patents,
management & international cooperation)
tomasz.gawrylczyk@sigeon.pl
(trademarks, designs & legal)

QATAR

United Trademark &

Patent Services

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  Ahmed Al-Misnad Building, Building No. 241,
2nd Floor, Office 9, Street No. 361,
Zone No. 37, Mohammad Bin Thani Street,
Bin Omran P.O.Box : 23896 Doha

Website:  www.utmps.com

Email: gatar@unitedTM.com &
unitedtrademark@unitedtm.com

Contact: Ahmed Tawfik & M.Y.l. Khan

| SWEDEN
fenixlegal

INTERNATIONAL PATENT AND LAW FIRM

Fenix Legal

Fenix Legal, a cost-efficient, fast and professional
Patent and Law firm, specialized in intellectual
property in Europe, Sweden and Scandinavia. Our
consultants are well known, experienced lawyers,
European patent, trademark and design attorneys,
business consultants, authorized mediators and
branding experts. We offer all services in the IP field
including trademarks, patents, designs, dispute
resolution, mediation, copyright, domain names,
IP Due Diligence and business agreements.

Tel: +46 8 463 50 16
Fax: +46 8 4631010
Website: www.fenixlegal.eu
Email: info@fenixlegal.eu
Contacts: Ms Maria Zamkova
Mr Petter Rindforth
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TAIWAN, ROC

Deep & Far Attorneys-at-law

Deep & Far attorneys-at-law deal with all phases of
laws with a focus on IPRs, and represent some
international giants, e.g. InterDigital, MPS, Schott
Glas, Toyo Ink, Motorola, Cypress. The patent
attorneys and patent engineers in Deep & Far normally
are generally graduated from the top five universities
in this country. More information regarding this firm
could be found from the website above-identified.

Address: 13 Fl., 27 Sec. 3, Chung San N. Rd.,
Taipei 104, Taiwan

Tel/Fax:  886-2-25856688/886-2-25989900

Website: www.deepnfar.com.tw

Email: email@deepnfar.com.tw

Contact: C.F. Tsai, Yu-Li Tsai

TAIWAN

TOP TEAM INTERNATIONAL
PATENT AND TRADEMARK OFFICE

TOPTEAM's trademark practice supports all areas of
brand protection for a trademark’s full lifespan. We
counsel clients on trademark selection, adoption and
filing strategies — and the correct enforcement options
- from the earliest stages.

Our experience handling complex foreign and
domestic trademark issues allows us to preemptively
address potential risks and avoid unwanted problems
during prosecution or post-registration proceedings.

Tel: +886.2.2655.1616

Fax: +886.2.2655.2929

Website:  https://www.top-team.com.tw
Email: trademark@top-team.com.tw

Contact:  Lydia Wong, Principal Attorney at Law
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®  Your European
IP Partner

GLP

rnaNcaAL | EUROPE’S

TIMES

LEADING PATENT

BIOTECHNOLOGY, FOOD & HEALTHCARE
LAW FIRMS 2024

ELECTRICAL ENGINEERING & PHYSICS

CHEMISTRY & PHARMACY

ista¥
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Directory of Services

TANZANIA

Bowmans Tanzania Limited
Bowmans Tanzania Limited offers full IPR services in
Tanzania and the and the rest of countries in the

East Africa and ARIPO region member states. We have
an experienced team of lawyers headed by Audax
Kameja, a Senior Partner of 35+ years of experience,
and Francis Kamuzora, with an experience of 15+
years. We have been a firm of choice, and have a
track record in advising and representing some of the
biggest and prestigious brand owners in IPR litigation
and in other non-contentious transactions.

Website: www.bowmanslaw.com
Email: francis.kamuzora@bowmanslaw.com
Contacts: Francis Kamuzora

Audax Kameja

TANZANIA

United Trademark &

Patent Services

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services
Shauri Mayo Area, Pugu Road,
Dar-Es-Salaam, Tanzania

Website: www.utmps.com

Email: tanzania@unitedtm.com &
unitedtrademark@unitedtm.com

Contact:  Mr Imad & Fatima Al Heyari

UNITED ARAB EMIRATES

Marks n Brands

Intellectual Property

MnB IP is a specialized IP firm providing high quality
services including the registration and maintenance of
trademarks, industrial designs, patents and copyrights
in the United Arab Emirates, Saudi Arabia, Oman,
Bahrain, Kuwait and across the MENA (Middle East &
North Africa) region for both the individual and
corporate clients. We are committed to provide high
quality professional services through personal
attention to the clients’ needs.

Tel: +971 56 936 7973
Website: www.marksnbrandsip.com
Email: info@marksnbrandsip.com

Contact:  Mahin Muhammed

United Trademark &

Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.
Address:  United Trademark & Patent Services
Suite 401-402, Al Hawai Tower,
Sheikh Zayed Road, P.O. Box 72430,
Dubai, United Arab Emirates
Website: www.utmps.com
Email: uae@unitedtm.com &
unitedtrademark@unitedtm.com
Contact: M.F.l. Khan, SM. Ali & Maria Khan

EIMar-IP Agency

EIMar{P Agency was founded in 2010 and specializes
in the intellectual property rights protection in Ukraine.
Providing of services by specialists with more than
15 years’ experience, professional competence and
education, competitive prices with client budget
orientation allow us to provide our clients with the range
of IP services including representation before the
Trademark and Patent Office, the Board of Appeal and
in court procedures.

Tel: +38 093 587 91 25
Website: https://elmar-ip.com/
Email: elmarip33@gmail.com

clients@elmar-ip.com
Contact:  Mrs. Elvira Volkova
Mrs. Julia Postelnik

Pakharenko & Partners

Pakharenko & Partners provides full IP service coverage
in Ukraine, CIS countries and Baltic states and has
offices in Kyiv and London. We pride ourselves on an
exclusive expertise and experience in the fields of IP law,
anti-counterfeiting and anti-piracy, pharmaceutical law,
competition law, advertising and media law, corporate
law, litigation and dispute resolution.

Address: P.0.Box 78, 03150 Kyiv, Ukraine
Visiting:  Business Centre ‘Olimpiysky’,
72 Chervonoarmiyska Str.,
Kyiv 03150, Ukraine

Tel: +380(44) 593 96 93

Fax: +380(44) 451 40 48

Website: www.pakharenko.com

Email: pakharenko@pakharenko.com.ua

Contact:  Antonina Pakharenko-Anderson
Alexander Pakharenko

VIETNAM

ELITE LAW FIRM

ELITE LAW FIRM is very pleased to assist our esteemed
clients in Registration of their Intellectual property rights
Safely, Effectively and Handle IP Rights disputes Quickly
So that Clients can Do Business Strongly and
Successfully Develop.
Tel: (+84) 243 7373051
Hotline:  (+84) 988 746527
Website:  https://lawfirmelite.com/
Email: info@lawfirmelite.com
Contact:  Nguyen Tran Tuyen (Mr.)

Patent & Trademark

Attorney

tuyen@lawfirmelite.com

Hoang Thanh Hong (Ms.)
Manager of IP Division
honght@lawfirmelite.com

VIETNAM

Pham & Associates

Established in 1991, staffed by 110 professionals
including 14 lawyers and 34 IP attorneys, Pham &
Associates is a leading IP law firm in Vietnam. The firm
has been being the biggest filers of patents,
trademarks, industrial designs and Gls each year

and renowned for appeals, oppositions, court actions,
out-of-court agreements and handling IP infringements.
The firm also advises clients in all aspects of
copyright and other matters related to IP.

Tel: +84 24 3824 4852

Fax: +84 24 3824 4853

Website: www.pham.com.vn

Email: hanoi@pham.com.vn

Contact:  Pham Vu Khanh Toan, Managing
Partner,

General Director
Tran Dzung Tien, Senior IP Consultant

VIETNAM

Tri Viet & Associates

Tri Viet & Associates is a registered and fully licensed IP
& LAW FIRM based in Hanoi, Vietnam. The firm provides
a full range of IP services, strongly focuses on PATENT
and PCT services, in a wide range of industries and
modern technologies, in Vietnam, Laos, Cambodia,
Myanmar, and other jurisdictions upon client's inquiries.
Tri Viet & Associates is a member of AIPPI, INTA,
APAA, VBF, HBA, VIPA.

Tel: +84-24-37913084
Fax: +84-24-37913085
Website:  www.trivietlaw.com.vn
Email: info@trivietlaw.com.vn

Contact:  Nguyen Duc Long (Mr.),
Managing Partner,
Reg. Patent & Trademark Attorney
Linkedin:  https://www.linkedin.com/in/
longnguyen-tva
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