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of the Madrid Protocol in Hong Kong, providing an in-depth look at the
preparations underway as the region moves closer to integrating this
international system after a decade of anticipation.
Our guest interview features David Christopherson, EVP, Chief Administrative Officer
& Chief Legal Officer of Floor & Decor. In this exclusive discussion, David shares key
takeaways from a recent trademark infringement trial concerning the ‘Floor & Decor’
mark, offering invaluable insights for navigating such challenges successfully.
Further, we examine the complex issue of
malicious intention in trademark administrative
cases with expert advice based on recent CINPA
Offering’ decision; navigate the intricate landscape of
o intellectual property rights in Russia post-2022,
lnvaluable addressing the legislative challenges brought on by
insights for sanctions; and undertake a comparative analysis of
. . trademark consent provisions in Japan, India, and
naVIgatlng the USA, delving into the varying levels of flexibility
Su.Ch and rigidity across these jurisdictions.
From here, we discuss the emerging threats
Challenges to trademarks in Russia with insights into how
successfully geopolitical tensions are affecting brand protection;
" assess the evolving landscape of brand protection
and the shifting role of trademark lawyers, providing
essential advice for staying ahead; explain the
intricacies of trademark popularity and protection
in Russia, offering guidance on securing well-known trademark status; and explore
the complex relationship between Al and IP.
Our Women in IP Leadership segment features Noemi Parrotta, Partner at
Spheriens.

Enjoy the issue! L\/\
%9(—’

Faye Waterford, Editor

I n this issue's cover story, we explore the long-awaited implementation

Mission statement

The Trademark Lawyer educates and informs professionals working in the industry by
disseminating and expanding knowledge globally. It features articles written by people
at the top of their fields of expertise, which contain not just the facts but analysis and
opinion. Important judgments are examined in case studies and topical issues are
reviewed in longer feature articles. All of this and the top news stories are brought to
your desk via the printed magazine or the website www.trademarklawyermagazine.com

Sustainability pledge

We pride ourselves on using a sustainable printer for our hard-copy magazines.
Halcyon is committed to using only FSC-certified papers, the world's most trusted mark
for sustainable forestry. FSC paper ensures responsible management of forests, and,
verifying the use of recycled materials, the FSC system can help secure a long-term
source of sustainable paper.
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Meet our Editorial Board members who help
determine the direction of this magazine.

Cover Story: The Madrid
Protocol to make it to
Hong Kong

Ellen Wan, Head of the Hong Kong Trademark Team
at China Patent Agent (H.K) Ltd., introduces the
Madrid Protocol System as preparations progress
for it to be implemented into practice in Hong Kong
after a decade of anticipation.

An interview with EVP, Chief
Administrative Officer & Chief
Legal Officer of Floor & Decor,
David Christopherson

David sits down with The Trademark Lawyer

to share key takeaways from the recent trademark
infringement trial that challenged their ‘Floor & Decor’
mark, providing insights for success.

Malicious intention in

trademark administrative cases
Jiezhen (Amy) Min, Trademark Attorney at Beijing
Sanyou Intellectual Property Agency Ltd., details
examination considerations for identifying malicious
intention based on past CINPA decisions to provide
advice on good practices.
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Navigating the sanctions
jungle: Intellectual property
rights in Russia post-2022

Riikka Palmos, Senior Partner at Papula-Nevinpat,
explores legislative issues that have arisen from
sanctions in Russia, and against Russian filers
elsewhere, to erase IP enforcement challenges.

A comparative analysis of
trademark consent provisions
in Japan, India, and the USA

Rachna Bakhru and Swati Dalal of RNA, Technology
and IP Attorneys, explores the varying degrees

of flexibility and rigidity that define the consent
provisions in these countries.
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Back up your brand:
dealing with new threats

for trademarks in Russia

Evgeny Alexandrov and Alexey Kratiuk of Gorodissky
& Partners evaluate the impact of current geopolitical
tensions on brand protection and provide valuable
insights into maintaining IP ownership.

Keeping pace with
the changing face of
brand protection

Emmy Hunt, Head of Trademarks at Potter Clarkson,
evaluates the evolution of brand protection and its
impact on the expected role of trademark lawyers,
offering invaluable advice for keeping up with the times.

Understanding trademark
popularity and protection in
Russia

Olga Plyasunova, Head of the Trademark Department
at Zuykov and partners, explains the concept and
available protection for well-known trademarks in
Russia with advice on how to obtain such a privilege.
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Lindsey Annable - Brand Protection

Manager, Potter Clarkson. UK

Lindsey is responsible for the management and

development of the iProvidence service. She

Jjoined the company in 2020 with a background
in intellectual property
and brand protection.
Lindsey has extensive
experience in protecting
brands across online
marketplaces, domains
and websites, social
media, app stores, and
NFT marketplaces.

Catherine Hillaert-Prevost - Expert

IP Strategist, Consultant & Advisor.

Switzerland

Catherine has 35+ years' expertise leading IP strategies

& portfolios in 160+ jurisdictions, and worked as
French INPI Examiner, [P
Counsel at law firms, Senior
IP Counsel at major
international companies
Rhone-Poulenc, Rhodia,
Nestlé, prior to being
Global Head of IP & Anti-
counterfeiting at Stoli Group
for 12+ years. She now
advises on IP protection,
litigation, enforcement.

Stacey C. Kalamaras - Founding
Partner, Kalamaras Law Office, LLC. US

Stacey is the founding partner of Kalamaras Law

Office LLC, an IP boutique providing full-service

brand protection services to SMEs. Stacey spent
most of her career in Big
Law representing well-
known brands in over 150
countries. Prior to law
school, she worked as a
marketing and advertising
executive. Stacey is a
devoted trainer of other
lawyers, having trained
more than 6,500 on brand
protection topics since 2018.

Yasir Masood - IP Manager,
Rouse & Co. Dubai

An experienced German legal advisor specializing

in IPRs, particularly trademarks, Yasir is dedicated

to serving a diverse clientele in the UAE and
MENA region. With an in-
depth understanding of IP
laws and procedures in the
UAE, GCC, Europe, and US,
his expertise encompasses
filing, enforcement, and
drafting. As an active
member of INTA and AlJA,
Yasir is committed to
staying at the forefront
of IP.

Peter Sloane - Partner & Co-Chair
of the Trademark and Copyright
Practice, Leason Ellis LLP. US

Peter Sloane is Partner and Co-Chair of the
Trademark and Copyright
Practice at Leason Ellis
LLP, an IP boutique law
firm in White Plains, New
York. His practice includes
trademark prosecution,
US. and international, and
federal court litigation.
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Francesco Bonini -

Studio Bonini. Italy

Francesco has 25 years of experience in Italian

and EU trademark and design prosecution.

He has had successful cases in oppositions,
appeals, and cancellations
both before the EUIPO and
the ltalian PTO. Francesco
has his office in Vicenza, in
the North-East of Italy. It
has helped and helps
several companies of the
Venetian area to protect
their IP rights, dealing with
IP prosecution.

Misum Hossain - Founder & Head,

Lincoln Legal Chambers. India

Misum has 18 years' trademark experience in

registrations, dispute resolution and licensing.

Misum, an alumnus of the University of London
LLM programme, has
advised clients for IP India,
UKIPO, EUIPO, USPTO,
IP AUS & CIPO. He is also
currently Hon. VP at an
academic non-profit. He
has designed trademark
courses, chaired seminars
clocking 6K+ speaking
hours, and trained 25K+
lawyers.

Barbara Leitao-Johnson - Associate
General Counsel, Intellectual
Property, IABBB. Latin America/USA

Barbara is a US based Brazilian Trademark Lawyer,

having worked in several large Brazilian IP offices.
With an LLM. from George
Washington University, DC,
and after working at
the IP protection areas of
Facebook Reality Labs and
Corsearch, she is currently
taking the position of
Associate General Counsel
for IP at the International
Association of Better
Business Bureaus.

Chris Mitchell - Member,

Dickinson Wright. US

Chris Mitchell, a member of Dickinson Wright,

has practiced exclusively in the area of

intellectual property law for over 25 years,
handling trademark
matters - from
procurement to licensing
and litigation - for clients
throughout the world.

Charlotte Wilding - Partner,

Keltie LLP. UK

Charlotte Wilding is a partner of the trademark

practice at Keltie LLP. An expert in her field, she

specializes in providing strategic IP advice, as
well as the prosecution,
maintenance, and
enforcement of
IP rights. Charlotte is also
an active member of the
International Trademark
Association's Publication
Committee.

Enrique A. Diaz - Senior Partner,

Goodrich Riquelme. Mexico

IP Latin American expert Enrique joined the firm

in 1998, finished law school in 2001, and by 2010

he became the youngest lawyer to have ever
been made senior partner
in the firm's history. He
is currently a foreign
expert on Latin-American
intellectual property,
managing the prosecution
of over 3500 trademarks
and more than 1000
patents per year.

Gang HU - Deputy General Manager,

China Patent Agent (H.K)) Ltd.

China

Gang is a senior Chinese IP specialist and

practitioner. He is good at solving difficult and
complicated trademark
litigation and non-litigation
cases. Some of the
influential cases he
handled were widely
reported on by media, and
recent IP litigation cases
represented by him were
awarded by the Supreme
People's Court as the
annual guidance cases.

Rachael Lodge Corrie - Partner,
FOGA DALEY. Jamaica

Rachael Lodge Corrie is a Partner of Foga Daley

with a passion for Intellectual Property law,

focused on brand portfolio management,

trademark prosecution,

non-routine trademark
matters and advertising
law. She is an active
member of the Jamaican
Bar Association, INTA's
Young Practitioners
Committee and a
member of the Women's
IP Today Steering
Committee.

Santiago R. O'Conor - Managing
Partner, O'Conor & Power. Argentina
Santiago is an attorney and trademark and
patent agent advising domestic and foreign
companies on local and international IP law in
Argentina and across Latin
America with extensive
experience. He is the
managing partner at
O'Conor & Power in
Buenos Aires, Argentina.

Beata Wojtkowska - Partner,

Kulikowska & Kulikowski. Poland

Beata is a practice-oriented IP specialist,

focused on Client's needs. Beata's key areas

of activity are trademarks, trade names,
geographical indications,
combating unfair
competition, and
managing disputes.
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Ellen Wan, Head of the Hong Kong Trademark Team at China Patent
Agent (H.K)) Ltd., introduces the Madrid Protocol System as preparations
progress for it to be implemented into practice in Hong Kong after

a decade of anticipation.

n Hong Kong, the implementation of the

Madrid Protocol for trademarks has been a

topic of discussion for nearly a decade.
Although the implementation timeline has yet
to be officially announced, the wait is nearly over,
and the Madrid Protocol will hopefully become
effective soon.

The Hong Kong Special Administrative Region
("HKSAR") Government has been taking steps
to move forward with the process over the last
10 years, including in the related subsidiary
legislation and adjusting the required information
technology system for implementation of the
international trademark registration system in
Hong Kong.

The Madrid Protocol provides a convenient
and cost-effective solution for international
registration of trademarks in over 100 member

Ellen Wan is a trademark specialist
and Head of the Hong Kong Trademark
Team of China Patent Agent (H.K)
Limited. Ellen has been working in the
Intellectual Property area since 1995,
with extensive experience in contentious
and non-contentious trademark
matters at all levels in Hong Kong and
China, including trademark clearance
searches, trademark application filings
and prosecution, licensing, opposition,
revocation, and invalidation. Ellen

is especially experienced in legal
consultancy of strategic analysis for
complex trademark issues, negotiation
agreements, and challenging portfolio
management for national and
international clients.
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Ellen Wan

countries. With the implementation of the
Madrid Protocol in Hong Kong, the Hong Kong
Intellectual Property Department (*HKIPD") shall
be an Office of Origin to enable Hong Kong
trademark owners to extend their trademark
protection in multiple jurisdictions in one single
application. HKIPD shall also be the Designated
Office to give overseas trademark applicants
the option to include Hong Kong as one of the
jurisdictions in their application for international
trademark registration.

Special arrangements have evolved between
the Central Government of China and the World
Intellectual Property Organization to bring the
Madrid Protocol into effect in Hong Kong. With
these arrangements, Hong Kong is joining the
Madrid Protocol as the same contracting party
as China.

Contracting parties to the Madrid Protocol
have to be either sovereign states or qualified
intergovernmental organizations, meaning that,
as a special administrative Region of China,
Hong Kong cannot be a contracting party to the
Madrid Protocol. China became a contracting
party to the Madrid Protocol in 1995 and clarified
to WIPO in 1997 that the territorial extension of
the International registration in Mainland China
‘will be deferred to be applied to the Hong Kong
Special Administrative Region” Further, article
153 of the Basic Law of the Hong Kong Special
Administrative Region of the People's Republic
of China provides that ‘the application to the
HKSAR of international agreements to which the
People's Republic of China is or becomes a party
shall be decided by the Central People's
Government, in accordance with the circum-
stances and needs of the Region, and after
seeking the views of the government of the

CTC Legal Media

Region". In other words, the implementation of
the Madrid Protocol in Hong Kong is subject to
the decision of the Central People's Government.
According to the HKSAR government, the
Central People's Government has indicated its
in-principle support for the proposed application
of the Madrid Protocol to Hong Kong.

Given the special arrangements, here are the
noteworthy points in the implementation of the
Madrid Protocol to Hong Kong:

1. Although China has been a contracting
party to the Madrid Protocol since
1995 and Hong Kong is treated as the
same contracting party as China,
an international registration with
a territory extension to China does not
automatically give the same protection
in Hong Kong or vice versa before and
after Hong Kong's accession to the
Madrid Protocol system.

2. The Madrid Protocol gives trademark
applicants the convenience to apply for
registration of trademarks internationally
among contracting parties. In light that

CTC Legal Media

the Madrid Protocol is an international
agreement and Hong Kong is part of
China, an international registration with
China as the “Office of Original’ cannot
have Hong Kong as a “"Designated
Office", meaning that applicants from
Mainland China shall not be able to
extend their international trademark
protection to Hong Kong or vice versa
through the Madrid Protocol route.
According to the HKSAR government,
discussions with the relevant authorities
of Mainland China have been ongoing
regarding the possibility of putting

a separate administrative arrangement
in place to facilitate reciprocal
applications between Hong Kong and
Mainland China.

As we all know, the Madrid Protocol streamlines
registration applications, registration maintenance,
and the payment process for applicants seeking
trademark protection in multiple jurisdictions.
The first advantage of international registration

THE TRADEMARK LAWYER 9



through the centralized system under the
Madrid Protocol is that an applicant only needs
to file one application in one language to
designate various countries and pay one-time
initial registration fees. This will save applicants
time and costs incurred from dealing with different
foreign associates. Applicants from Hong Kong
and overseas countries only need one local
associate to file through to registration in
straightforward cases. Foreign associates are
only required if objections or oppositions are
raised and the applicant will pursue the
application in that jurisdiction.

Another advantage of centralized registration
is simplified portfolio management and main-
tenance to save trademark owners time and costs,
especially for companies with large trademark
portfolios. Trademark owners no longer need to
manage different renewal deadlines in various
jurisdictions. They do not have to deal with foreign
associates, go through different formalities, and
meet different documentation requirements in
case of changes in ownership such as assign-
ments, mergers and acquisitions, or changes in
name or address.

Chinese applicants who have real and effective
industrial, commercial establishments, or are
domiciled in Hong Kong are entitled to apply for
registration under the Madrid Protocol. In China,
the increasingly crowded register and bad-faith
trademark squatting have made it more and
more difficult to get a registration. For export
businesses of Mainland China, basing their
international application on a Hong Kong trademark
application/registration would be more
advantageous for several reasons, among which
(1) Applicants can register their marks for a
broad scope of goods/services as Hong Kong
Trade Marks Registry is quite open in terms of
designation of goods and services and does not
have a subclass practice. Whatever description
is accepted under the current NICE classification
will generally be accepted in Hong Kong. As
long as the description of goods and services is
clear for classification, applicants can identify
their goods and services in a relatively flexible
way in Hong Kong, whereas in China, applicants
have to follow “standard" terms of goods and
services to be accepted by CNIPA; (2) although
applications for registration of trademarks are
subject to examination to determine their availability,
chances of being viewed as similar to any earlier
rights would be lower in a less crowded register
in Hong Kong. Likewise, the chances of running
into conflict or dispute with earlier rights of third
parties would be lower as the register is less
crowded and applicants will have better
changes of having straightforward cases in
Hong Kong. With a “central attack” policy in
international registration, the stability of trademark

10 THE TRADEMARK LAWYER

ownership derived from the basic applications/
registrations would be particularly important.

“Central Attack” is generally acknowledged as
the major risk of an international registration.
Within five years from the date of an international
registration, if the home registration ceases to
have effect as a result of action taken by a third
party, voluntary abandonment, or any other course
of action, the international registration which
has cost the applicant a good amount of money
and efforts shall be automatically canceled in all
designated countries. This leads to uncertainty
and vulnerability of a trademark right acquired
through international registration in its first five
years, which is also called the “dependency
period".

Applicants may need to know the risks and
plan ahead before they file an application for
international trademark registration. Preparation
work, such as comprehensive searches in home
countries to determine the registrability and
availability of the trademarks, as well as the
likelihood of running into conflict with trademarks of
third parties, and preliminary searches in countries
to be designated in the international applications
to estimate the chances of registering, may be
necessary.

Due to the dependency of international
registrations in their first five years, trademark
owners shall have to maintain their home
registrations regardless of whether they still
need them. As a special administrative region
with a population of only 7.5 million, the local
market in Hong Kong is relatively small. With the
advantage of access to mainland China's
manufacturing centers, most Hong Kong
manufacturers have production facilities in
China, and their goods are going overseas. For
local Hong Kong applicants seeking protection
through the Madrid Protocol route, consideration
must be taken for the potential risk of revocation
for not using the trademarks in the local market
and also the costs to be incurred from defending
the home registrations.

An international trademark application has to
mirror its home application or registration. They
cannot go beyond the home application or
registration. In some member countries (e.g. the
US), goods and services in general terms are
unacceptable, and applicants have to specify
their goods and services to tally with what has
been/is to be in actual use. Some countries
have the so-called “subclass” practice (e.g.,
China, Japan) to further classify the goods and
services in each class. These practices could
lead to a relatively narrow scope of protection

CTC Legal Media

derived from home applications or registrations.
Applicants of international trademark applications
may review their home applications/registrations
to make sure the home applications/registrations
are adequate to cope with their needs of overseas
trademark protection and/or have left enough
room for business expansion in overseas markets.
Madrid Protocolis known as a one-stop solution
for trademark protection across the countries if
everything goes straightforward from filing
through registration. However, trademark rights
are territorial in nature. Protection under the
Madrid Protocol shall still be subject to separate
examination according to local law and practice
in each Designated Office. In case of refusal,
objections, or opposition in any jurisdiction,
applicants shall have to appoint local trademark
agents to handle the cases at extra costs.

CTC Legal Media

In Hong Kong, a trademark application can be
processed for publication in a few weeks to
around three months in straightforward cases.
Within six months, a straightforward application
for registration could be preliminarily approved
and published, and some could even be issued
certificates of registration. Trademark applicants
with priority dates to claim may not sit tight until
the six-month deadlines loom. Even if the priority
dates predate those straightforward applications,
priority trademark applicants have to go through
opposition or revocation proceedings if they
wish to remove a published/registered trademark.
Considering the additional time for a formality
check in the office of origin before an international
application is sent to IB and then to various
designated offices for further examination, an
international application designating Hong
Kong shall take a longer period of time before it
is substantively examined. In light of the current
work efficiency of HKIPD, it would be doubtful
whether international trademark applicants could
still enjoy the benefit of their priority dates if they
file international applications too close to the
filing deadlines.

With the amendment of the Trade Marks
Ordinance in 2020, the Trade Marks Registrar has
been endowed with the power to make rules for
the implementation of the Madrid Protocol. Until
further announcements from the government
on an operational level, harmonization with the
local practice shall continue to be a hot topic in
town.

Everything has its pros and cons. Whether to
go with the international or national/regional
route is always a decision made on a case-by-
case basis, taking into consideration the stability
of the home applications and registrations, the
applicant's business plan in domestic and
overseas markets, etc.

Based in Hong Kong, we have a group of
experienced specialists representing our local
and overseas clients before HKIPD and CNIPA
for their trademark registrations and protections.
We are known for our pragmatic approach and
expertise to provide our clients with professional
strategies in their trademark searches, filings,
appeals, oppositions, and revocation proceedings
in Hong Kong. We are committed to our client's
success.

China Patent Agent (H.K.) Ltd.

22/F, Great Eagle Centre, 23 Harbour
Road, Wanchai, Hong Kong

Tel: +852 2828 4688
trademark@cpahkltd.com
www.cpahkltd.com
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AN INTERVIEW WITH FLOOR & DECOR

INnterview with
ive Officer &
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David sits down with The Trademark Lawyer to share key takeaways from
the recent trademark infringement trial that challenged their ‘Floor & Decor’
mark, providing insights for success.

Can you start by introducing yourself and
your pathway to your current position at
Floor & Decor?

| started my career as a corporate transactional
lawyer at Sullivan & Cromwell in New York and
then worked as a corporate attorney focusing
on mergers & acquisitions at King & Spalding
in Atlanta. After moving in-house, | became the
General Counsel of Teavana, a high-growth
speciality retailer, which was sold to Starbucks
in 2012. For the last 11 years, I've been at Floor &
Decor, also a high-growth specialty retailer based
in Atlanta but of hard surface flooring. During
that time, we've been fortunate to experience
tremendous growth and had an initial public
offering in 2017. We currently operate more than
220 warehouse-format stores in 36 states. Our
growth has been driven by offering the industry's
broadest selection of trend-right hard surface
flooring at everyday low prices. During my tenure,
in addition to running our Legal Department, I've
taken on additional business responsibilities,
leading to the Chief Administrative Officer title
being added earlier this year.

What does your day-to-day role look like as
EVP, Chief Administrative Officer & Chief
Legal Officer at Floor & Decor?

| currently have responsibility for our Human
Resources, Information Technology, Legal, Safety
& Asset Protection, Sustainability and Risk
Management functions. In a typical day, I'll spend
time with my direct reports and other members
of those teams, often acting as a resource to
help them overcome any challenges they may
face in executing their objectives. I'll also have
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David Christopherson

The decision
does an
excellent
job of
explaining
what it takes
to establish
secondary
meaning.

meetings with our other senior leaders about
any number of issues facing our business. Finally,
whenever | can, | like to spend time in our stores
or walking the halls in our office, talking to
associates, hearing what's on their mind and
learning from them ways we can continuously
improve our business.

Floor & Decor were recently victorious in an
interesting case concerning the accused
infringement of the mark “Floor Decor”, can
you briefly outline the background to the
case?

We received the federal registration to the mark
“Floor & Decor" in 2006 and have used it consis-
tently as we've expanded nationwide. In 2018,
we opened our first store on Long Island (and
used the mark in the same way we have done
so nationwide) and were subsequently sued for
trademark infringement by a small business in
the area that claimed to have a common law right
to the name “Floor Decor” for all of Long Island.

How did you prepare to face the trial?

The team at Kilpatrick Townsend did a thorough
job preparing us for trial and made sure we
knew what to expect. They commissioned
an expert witness to survey residents on Long
Island to demonstrate scientifically what we
already knew anecdotally - ie., the plaintiff's
mark had not established secondary meaning.
They also interviewed potential witnesses to
establish a strong record of our use of the mark,
which clearly had nothing to do with this small,
independent business. These interviews also
ensured we weren't surprised at trial.
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What advice would you give to a company
facing similar circumstances?

If the facts and the law are on your side, don't be
afraid to go to trial.

The judge found that the plaintiff failed

to establish that its asserted name had
achieved secondary meaning - what
significance do you think this result will
have on the IP community?

The decision does an excellent job of explaining
what it takes to establish secondary meaning.

Kilpatrick Townsend & Stockton LLP team,
led by Charlie Henn, were your counsel.

On reflection, what attributes do you think
the team leveraged to secure the success
for Floor & Decor?

First, they took the time to understand our
business, which was important in distinguishing
how fundamentally different we are from the
plaintiff and helped our argument that there
was no actual customer confusion. Second, their
deep subject matter expertise in trademark
infringement law was especially apparent at trial
and helped us achieve some important procedural
wins. Finally, Charlie and his team were excellent
at distilling everything into persuasive themes,
which effectively told our story at trial.

Where there any key take aways in the trial
that you think are pivotal to remember in the
pursuit of protecting IP?

Consistency of use. | believe we were helped at
trial by being able to demonstrate that we had a
consistent use of the mark nationwide and
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consistently did the right thing to protect it. We
also benefitted from investing upfront in our
federal registrations.

Has facing the trial resulted in an adaption
of IP strategy at Floor & Decor?

No, fortunately, the trial largely validated our IP
strategy. We have approximately 70 registered
marks, and we regard our intellectual property,
including our over 50 proprietary brands, as an
important part of our business strategy.

Do you think this trial lends and lessons to
the IP community?

| think there are three main lessons - (1) Hire
outstanding IP counsel with subject matter
expertise to be sure you're conducting appropriate
knockout searches and protecting your marks in
advance of any conflict. (2) Use your marks
consistently and invest upfront in protecting
them. (3) If you face a claim that lacks merit,
don't be bullied and don't be afraid to go to trial.
If you've acted in good faith and have done the
right thing, take every action to protect your
rights.

Contact

www.flooranddecor.com
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TRADEMARKS: MALICIOUS INTENTION

Maliclous intention

IN trademark

administrative cases

Jiezhen (Amy) Min, Trademark Attorney at Beijing Sanyou Intellectual
Property Agency Ltd., details examination considerations for identifying
malicious intention based on past CINPA decisions to provide advice on

good practices.

alicious intention plays an important
role in many different types of
trademark cases. Whether examining

a new trademark application, reviewing refusal,
opposition, or invalidation cases, examiners will
consider malicious intention as a disadvantage
that will affect the final official decision.

In substantial examination of a new trademark
application, if examiners detect evidence proving
that the application was filed by the applicant
without true intention of using the applied mark,
such application will be actively refused by the
examiners based on Article 4 of the Chinese
Trademark Law. The following points can affect
the examiners' decision regarding the applicant's
true intention for using the applied mark or not:

1)  The condition of the applicant, such
as abnormal business operations
including revocation or closure, etc.;

2) Anapplicant filing large numbers of
trademarks in a short period in multiple
classes considered beyond common
commercial practice;

3)  Specific composition of the trademark
(such as marks composed of other
parties’ marks bearing high popularity
and strong distinctiveness or composed
of industry terminology, scenic spot
names, mountain or river names,
administrative divisions names, public
resources, or well-known trade names,
enterprise names, famous person
names, advertising slogans, artworks,

14 THE TRADEMARK LAWYER

Jiezhen (Amy) Min

designs actually owned by other parties,
commercial identifications, etc.);

4) Actions during the application or
after the registration such as selling
or intending to sell the mark to third
parties for high assignment fees to
obtain improper gains, coercing other
parties to cooperate with the applicant,
claiming a high price as a license fee,
infringement compensation fee, or
settlement fee, or large numbers of
assignment to different entities;

5)  Prior official decisions or verdicts already
deeming the same applicant as having
no true intention of using the mark;

6) Repeated applications for trademarks
with high popularity and strong
distinctiveness actually owned by
the same party;

7)  Affiliated entities’ conditions on the
above items.

In an examination of the review of refusal,
opposition, or invalidation cases based on prior
similar marks, if the applicant has malicious
intention of confusing the market, such intention
will affect the examiners' decision on judging
whether the applied mark and prior cited marks
constitute similar marks.

Generally, if there is no unique corresponding
relationship between a Chinese mark and an
English mark formed in an inherent dictionary

CTC Legal Media

meaning or through use, it is difficult to judge
the marks as similar to each other. In the
invalidation case against the disputed mark
‘FIATEATEE/R" handled by the author, the
prior mark cited by the applicant is * S;LFEDQ !
combined by an invented English word “SIDMOOL"
and an invented Korean word “ Al = & "as a
Korean transliteration of "SIDMOOL". As back-
ground information, Korean words will be deemed
as devices by examiners as it is difficult for the
Chinese public to recognize such a mark. The
applicant or consumers never used a Chinese
mark corresponding to the English word. In theory,
the disputed Chinese character mark and the
cited combined mark, including the invented
English word, do not constitute similar marks
according to Chinese local examination criteria
since there is no unique relationship between
the Chinese characters and the English part, no
matter the inherent dictionary meaning or
through use.

However, the applicant made the below
breakthrough points to obtain a higher chance
of invalidation:

1) The Chinese characters "HifE & /K"
in the disputed mark are one of the
Chinese transliterations of the cited
mark ‘SIDMOOL" which bears high
originality. Besides the disputed mark,
the disputed party also filed applications
for "JOJOBA SIDMOOL" in different
Classes. Obviously, the disputed party
has malicious intentions for filing the
applications.

2) The applicant submitted extensive
evidence of prior use of the trademark
SIDMOOL to prove the high reputation
of its mark “SIDMOOL" on designated
goods in China.

3) The disputed party has malicious
intentions proved by the following
points:

3.1 The distinctive part of the disputed
party's other mark, "JOJOBA
SIDMOOL’, is identical to that of the
cited mark, e.g., SIDMOOL, which
bears strong creativity and
distinctiveness.

3.2 Evidence of use and reputation of

the cited mark * )" 2“2 "in China.

3.3 The disputed party's packaging
of lipsticks branded “JOJOBA
SIDMOOL" is almost identical to
that of the applicant's branded
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‘SIDMOOL". Moreover, the disputed
party fraudulently advertised in its
online store that its lipsticks were
from Korea.

3.4 The disputed party also
preemptively copied and imitated
several other parties' well-known
marks, including marks of another
cosmetics company in Korea.

Besides, the applicant used absolute grounds
based on a misleading article since the disputed
mark contains the Chinese character's “Fifif 2"
(meaning "“JOJOBA"), a common material mainly
used for extracting oils and fats for cosmetics,
medicine, etc.

Finally, the examiners decided to invalidate
the disputed registration on the grounds that
the disputed mark is similar to the cited mark on
similar goods and that “&if&f " in the disputed
mark would mislead consumers about raw
materials of the designated goods.

From the above case, we can see that CNIPA
fully considered the disputed party's bad faith in
addition to the strong originality and high
reputation of the cited trademark. Said
differently, the disputed party's malicious
intention can be one of the most important
factors affecting the examiners' judgment on
the similarity between marks in practice.

While in opposition and invalidation, malicious
intention is also an important point that affects
the examiners' decisions and the final winning
chance based on:

Principle of good faith and trustworthiness
stipulated in Article 7 of Chinese
Trademark Law;

Jiezhen (Amy) Min joined Sanyou in 2022, She has practiced as a
trademark attorney for more than 10 years. She has handled and
supervised many trademark prosecution cases for many companies in

China and abroad.

She has rich experience in strategic planning for trademark
management and protection and trademark prosecution in China. She
is active in sharing trademark practice issues and has spoken at IP
conferences, such as the 2023 AIPPI China Youth IP Seminar.

She engaged in research for the Trademark Law and Trademark
practice in China and has published several articles in periodicals and
magazines in China, e.g. “TM case shows how to choose best right
defense measures “ published in the magazine of China Business Law
Journal, “Trademark co-existence in China" published in the magazine

of China Trademark.
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Bad faith application based on a specific
relationship such as business contact or
nearby regions or employment
relationship, etc. stipulated in Article 15;

Bad faith application for trademarks
actually prior created and used by other
parties and enjoying high reputation
through prior use by the same party
stipulated in Article 32; and

Obtaining registration through other
improper means stipulated in Article 44
of Chinese Trademark Law.

Normally, to prove the malicious intention of
the attacked party, the attacking party can collect
evidence in aspects of creativity and distinctive-
ness of its own cited marks, prior reputation through
its use, the lists of the marks unauthorizedly
possessed by the attacked party and its affiliated
entity, prior official decisions or verdicts recording
the malicious intention of the attacked party and
its affiliated entity. However, sometimes, it may
be difficult to prove the malicious intention,
especially when the attacked party and its
affiliated entity, if any, have very few trademarks
and when the approved goods are not similar to
those covered by the prior cited mark(s).

In the opposition case against the trademark
application for "“BARMAG", handled by the author's
firm, the opposed party did not have obvious
hints of malicious intention as they only own
three marks, including another two marks, which
they may have created by themselves. Moreover,
although the opposed mark is identical to the
cited marks, the approved goods of the opposed
mark are not similar to the goods covered by
the cited prior registered marks.

The opposing party made a great effort to
prove that the opposed party had malicious
intentions besides arguments with supporting
evidence on strong creativity, distinctiveness,
and high reputation of the cited prior marks
through prior use in China. To prove the malicious
intention of the opposed party, the opponent
stressed and proved that:

There is some relationship between
both parties’ goods in actuality, and

the opposed mark will make consumers
misunderstand that the opposed mark
has specific relations with the opponent.
To prove the approved goods of the
opposed mark are closely related

to the opponent's products in

business activities, the opponent
collected and provided patent search
results, industry research reports,
introduction of functions, and use

16 THE TRADEMARK LAWYER

of two parties’ approved goods, etc.

The opposed party, as a same-field
competitor, also produces goods

that overlap the opponent's products.
To prove the competitor relationship
between the opponent party and the
opposed party, the opponent
conducted an onsite investigation,
proving the opposed party has been
selling goods identical to the opponent's
products reflected by the opposed
party's products brochure and notarized
WeChat communication on identical
products provided by both parties.

The adversary should have known

the opponent's mark BARMAG bears

a high reputation.

The opposed party did not file a response
to give a reasonable explanation for filing the
opposed mark. Finally, the CNIPA fully considered
the inferred malicious intention of the opposed
party, strong originality, the high reputation
of the opponent's cited trademark, and the
relationship between both parties' goods
(although they are not similar according to our
local classification lists), so it was determined
that the filing of the opposed mark violated the
principle of honesty and it was decided to
disapprove the registration of the opposed mark.

From the above case, we can see that deeper
investigation to prove covert malicious intention
can be very important. Sometimes, we need to try
any potential actions, even on-site investigations,
to reveal the veil of malicious intention.

In short, malicious intention can be widely
used in trademark cases in China. We should
gather all possible evidence and utilize it to remove
prior obstacles and obtain a better chance of
success.

Beijing Sanyou Intellectual

Property Agency Ltd.

16th FL Block A, Corporate Square,
No.35 Jinrong Street, Beijing, 100033,
PR.China

Tel: +86 10 8809 1921, +86 10 8809 1922
Fax: +86 10 8809 1920
sanyou@sanyouip.com
WWW.Sanyouip.com
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Résumé
Riikka Palmos is a Master of Laws and
European Trademark Attorney in the
Head Office of patent and trademark
agency Papula-Nevinpat in Helsinki. She
joined Papula-Nevinpat in 1995, and she
is a Senior Partner in the company.
Riikka has 28 years of experience in IP
protection especially in trademark laws
and practices. Riikka has specialized in
trademark legislation and practices in
Eurasia, including Russia and Ukraine.
She has wide experience in trademark
prosecution and litigation issues as well
as license and assignment agreement
drafting in the region. Riikka has very
closely monitored the IP situation in
Russia and Ukraine since the invasion.
Author email:
Riikka.palmos@papula-nevinpat.com

foreign IP rights in Russia and is increasing
uncertainty among IP holders. This article explores
the legislative issues and offers insights into
burning practical challenges in IP enforcement.

Government powers and IP
exemptions

Following the imposing sanctions on Russia in
2022 and the massive departure of trademark
holders from the Russian market, the following
notable countermeasures involving the IP field
have been taken.

The Russian government now has the power
to decide which goods are exempt from specific
intellectual property protections outlined in the
Civil Code. This means the government can
temporarily halt the enforcement of legal norms
that protect exclusive rights to various forms of
intellectual property, such as creative works,
sound recordings, live performances, and trade-
marks. Consequently, legal consequences for
infringing on these rights, like being held liable
for violations, may not apply to the goods on this
specified list.

While the government has been given the power
to determine which goods are exempt from
certain intellectual property protections under the
Civil Code, this authority is limited. The govern-
ment cannot eliminate the legal norms established
by the Civil Code. Furthermore, it does not have the
power to suspend any provisions in the Criminal
Code or the Code of Administrative Offenses.
This means that criminal and admini-strative
penalties for violations of intellectual property
rights remain in force, ensuring that there are
still legal consequences for such infringements
(Federal Law of 8 March 2022 No. 46-F2).
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The
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in the law,
where the
government
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the use

of patents
without
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holder’s
consent
under
specific
conditions.

Introduction of partial
parallel imports
Additionally, Russian authorities have permitted
partial parallel import without the trademark
holder's consent (Resolution No. 506 dated
29 March 2022). This measure applies only to
companies and their brands that have officially
left the market and are included in the list
compiled by the Ministry of Industry and Trade.
The Russian government's decision to permit
partial parallel imports in response to sanctions
has created difficulties for foreign trademark
holders. Parallel imports refer to the importation
of genuine products without the trademark
holder's permission, often through unofficial
channels. By allowing this practice, the govern-
ment effectively limits the trademark holders'
ability to control the import of their products
to Russia and rely on customs to prevent
counterfeit goods from entering the market.
While trademark holders can still take legal
action against counterfeiters, the sheer increase
in counterfeit products makes it harder to
manage and protect their brands. This scenario
illustrates the complexities and risks involved in
safeguarding intellectual property rights under
such regulatory changes.

Compulsory licensing mechanism
The mechanism for compulsory licensing is also
introduced in the law, where the government can
permit the use of patents without the patent
holder's consent under specific conditions.
Normally, patent holders would receive 0.5% of
the revenue from the use of their patents. However,
for patent holders from countries considered
unfriendly to Russia, this compensation can be
reduced to 0%. This measure is intended to
address situations of extreme necessity, such as
safeguarding public health or national security,
where the government deems it essential to
utilize certain patented technologies or designs
without the patent holder's approval. This ensures
that the state can act swiftly in critical situations
while still providing a legal framework for com-
pensating patent holders, albeit at a reduced
rate. (Clause 1 of Article 1360 of the Civil Code,
Decree No. 299 of 6 March 2022).

Currently, only two compulsory licenses have
been issued for the antiviral drug remdesivir
(patent holder: Gilead Sciences). The first was
issued on 31 December 2020, due to the need
for this drug during the COVID-19 pandemic,
and the second was issued on 5 March 2022,

Financial restrictions

and IP payments

Subsequently, President Putin has prohibited the
transfer of money to the accounts of representatives
of unfriendly IP rights holders. Payments can only
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be made in rubles to a special “O" type account
opened in a bank of the Russian Federation in
the name of the IP rights holder (Decree No. 322
of 27 May 2022).

To better implement previous acts, the
Presidential Decree instructed the Government
to form a commission on the use of inventions,
utility models, and industrial designs to ensure
the economic security of Russia. The decree also
amended Decree No. 322 to ensure that funds
for compensation for the use of intellectual
property without the consent of IP Rights holders
are credited to the “O" type account, based on
the Government's decision (Decree No. 122 of 15
February 2024 “On improving the procedure for
making decisions on the use of inventions, utility
models, and industrial designs to ensure the
economic security of the Russian Federation”).

The Government has created a subcommittee
on the use of IP rights to ensure the economic
security of the state:

- Which operates on a “one-stop-shop”
principle for Russian companies that
have been unreasonably denied the
right to use inventions, utility models,
and industrial designs by foreign IP
holders.

Which is authorized to issue permits for
the use of foreign intellectual property
products without the consent of IP rights
holders (Resolution of the Government
of Russia dated 27 March 2024 No. 380).

Regulating significant

IP transactions

On 20 May 2024, the Decree of President No.
430, “On the temporary procedure for acquiring
exclusive rights of certain IP Right holders and
fulfilling monetary obligations to certain foreign
creditors and entities controlled by them" came
into force. In practice, this means that any
significant IP sale involving foreign entities
from unfriendly countries, or Russian entities
controlled by or related to such countries, must
receive special approval if the transaction
exceeds 15 million rubles. This measure aims to
regulate and monitor significant IP transactions
that could impact national interests.

The Russian Patent Office has implemented
practical steps to enforce this regulation. When
a company submits a contract for the transfer of
IPrights, the Patent Office requires detailed contract
documentation if the transaction amount is
above the specified threshold. For foreign sellers,
the Patent Office verifies if they are linked to
unfriendly countries. For domestic companies,
it examines ownership structures to identify any
indirect foreign influence and monetary
transactions.

CTC Legal Media
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This process ensures that significant IP transfers
are thoroughly vetted, safeguarding against
potential risks associated with transactions
involving parties from countries considered
unfriendly by the Russian government. This rule
does not apply to transactions involving exclusive
rights to works, performances, phonograms,
and broadcast or cable broadcasts.

Burning practical challenges

in IP protection

Trademark registration
In Russia, trademark protection is
based on registration rather than first
use. Companies that operate without
registering their trademarks risk losing
exclusive rights if another party registers
a similar trademark first. Courts prioritize
registered trademarks over prior use or
older domain names.

To avoid legal disputes, companies
must register their trademarks early to
secure their rights. The departure of
many foreign companies has created
opportunities for bad-faith applicants
to exploit this situation, expanding their
questionable operations at the expense
of legitimate IP rights holders in the
form of bad-faith applications and
non-use cancellation actions.

Non-use trademark cancellation
Non-use cancellation actions have
become a pressing issue for foreign
trademark holders in Russia. If a
trademark is not used for an
uninterrupted period of three years,
it becomes vulnerable to cancellation.
In the current geopolitical climate,
demonstrating trademark use is
challenging or even impossible, making
it difficult for rights holders to avoid
termination of their trademark rights.

Although there are ways to safeguard
the existing rights, any actions must be
properly strategized to avoid
accusations of abusing the rights.
Trademark holders must find effective
solutions to navigate these challenging
circumstances.

Many foreign companies now wonder
whether parallel imported goods would
constitute the trademark’s use. There is
a simple answer - the trademark holder
must consent to such use and the
consent must be expressed in written
form, for example in an agreement with
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NAVIGATING SANCTIONS IN RUSSIA

CMS

law-tax-future

If you can build it,
we'll work to protect it.

From trade marks to trade secrets, CMS is
ready to advise on and actively defend your
ideas, insight and expertise. Supported by
over 450 intellectual property specialists across
more than 40 countries, see how your best
thinking can remain your most valuable asset.

CMS is an international law firm
that helps clients to thrive through
technical rigour, strategic expertise
and a deep focus on partnerships

cms.law

Contact

Papula-Nevinpat
Mechelininkatu 1 a

00180 Helsinki (Ruoholahti), Finland
Tel: +358 40 524 6454

Fax: +358 9348 00630
www.papula-nevinpat.com
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CONSENT PROVISIONS: JAPAN, INDIA & USA

A comparative analysis
of trademark consent
provisions In Japan,
ndia, and the USA

Rachna Bakhru and Swati Dalal of RNA, Technology and IP Attorneys,
explores the varying degrees of flexibility and rigidity that define the
consent provisions in these countries.

he intricate world of trademark law is
Treplete with mechanisms designed to

navigate the complex interplay of rights,
interests, and legal frameworks that span across
different jurisdictions. Among these mechanisms,
Trademark Consent Provisions stand out as a
pivotal element that allows for the coexistence
of similar trademarks under certain conditions.

The importance of Trademark Consent Provisions
cannot be overstated. They are instrumental in
preventing the likelihood of consumer confusion,
which is a central concern in trademark law. By
ensuring that the prior rights holder does not
object to the new registration, provided that there
is a clear delineation between the goods or
services offered, these provisions help maintain
the integrity of the trademark system and protect
consumer interests. Moreover, they offer a prag-
matic solution for businesses to avoid protracted
legal battles, which can be both time-consuming
and costly. In essence, Trademark Consent Provisions
embody the principle of balance - between
protecting the rights of trademark owners and
fostering a competitive market landscape.

As we embark on this comparative journey,
we will explore the varying degrees of flexibility
and rigidity that define the consent provisions in
these countries. From Japan's structured approach
to India's discretionary practices, and the USA's
formalized consent agreements, this analysis
aims to provide a comprehensive understanding
of how consent provisions are employed to
foster a balance between trademark protection
and market competition.
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Rachna Bakhru

Swati Dalal

It's important to note that while Letters of
Consent can facilitate the registration process
and help avoid trademark disputes, they are not
universally accepted and must be carefully
drafted to meet the specific requirements of
each jurisdiction.

Japan’s recent revisions

Overview of the new Consent System

The recent amendment to Japan's Trademark
Law, effective from April 1, 2024, introduces a
trademark consent system. This system allows
for the registration of trademarks that are identical
or similar to a prior registered trademark, provided
two conditions are met:

1. The owner of the prior registered
trademark consents to the registration.

2. Thereis no likelihood of confusion
between the goods/services of
the new and existing trademarks.

Legal framework

Under the current Trademark Act in Japan, speci-
fically Article 4(1)(xi), registering a trademark that
is identical or similar to another person's regis-
tered trademark is not allowed. As an alternative,
an “assign-back agreement” was implemented.
In this arrangement, the applicant transferred
their trade-mark application to the holder of the
relevant trademark rights, and after registration,
the trademark rights were transferred back to
the original applicant.
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With the revised Article 4 of the Trademark Act,
a new Paragraph 4 has been introduced. This
allows for the registration of trademarks falling
under Article 4(1)(xi) if the consent of the prior
registered trademark holder has been obtained
and there is no risk of confusion.

During the examination process, applicants
must submit:

1. Awritten consent from the prior
trademark holder.

2. Adocument demonstrating that there
is no risk of confusion between the
two marks.

The Consent System does not apply to appli-
cations filed before April 1, 2024, even if they are
pending examination after this date. It does not
apply to divisional applications based on an
original application filed before this date.

For international applications designating
Japan, the Consent System will apply if the date of
international registration or the date of subsequent
designation falls on or after the effective date.
Generally, documents showing consent from prior
registered trademark holders are required in
response to a Notification of Provisional Refusal
under Article 4(1)(xi) but can also be submitted
beforehand.

After registration, to prevent confusion with
the coexisting trademarks under the Consent
System, the following provisions have been
added:

CTC Legal Media
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assessment, IP clearance, regulatory issues, litigation and alternate
dispute resolution. She has worked on portfolios of large international
companies and her industry expertise includes Pharmaceuticals and
Information technology. She advises her clients on issues related to
IP infringement, Information Technology, trade secrets, data
protection, and geographical indications.

Swati Dalal is a Managing Associate with RNA, Technology and IP
Attorneys. Having been in practice for more than 15 years, she joined
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She has authored a number of articles in various leading legal and IP
publications.
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1. When there is a risk that the interests of
one rights holder may be harmed by the
use of another rights holder's trademark,
a request for an appropriate indication
to prevent confusion between both
trademarks can be made (Article 24-4 (1) (ii)).

2. If onerights holder uses a trademark
in a manner that causes confusion
with the goods or services related to
the business of another rights holder
for the purpose of unfair competition,
anyone can request a trial to cancel
the trademark registration (“Trial for
Cancellation of Registered trademark
with Unfair Use") (Article 52-2 (1)).

Criteria for no likelihood of confusion

The Japan Patent Office (JPO) comprehensive
evidence to ensure no confusion (present or
future), including details on business content,
usage regions, future business plans, and market
surveys. Despite the submission of a Letter of
Consent, the JPO retains the final decision authority.
The practical implications of this system include
the need for thorough documentation and evidence
to support the application, the possibility for
businesses to secure trademark registrations
with appropriate consent, and the inclusion of
provisions to prevent confusion and unfair com-
petition. This ensures a balanced approach
between facilitating trademark registrations and
protecting the interests of existing trademark
holders. Additionally, trademarks registered under
the Consent System will be searchable on the
J-PlatPat platform and listed in the Trademark
Gazette, enhancing transparency and accessibility.

Trademark consent in India

In India, the Trademarks Act, 1999, governs the
trademark registration process. Unlike Japan's strin-
gentrequirements, India's system is more flexible:

1. ALetter of Consent from the prior
trademark owner is generally sufficient
to overcome objections related to the
similarity of trademarks.

2. The Registrar may still refuse the
application if there is a likelihood of
confusion among the public, but the
process does not require extensive
evidence as mandated by the JPO.

Legal framework in India

India's Trademarks Act, 1999, governs the trade-
mark registration process. While the Act does
not explicitly mention Letters of Consent, they
are accepted in practice to overcome objections
based on similarity to existing trademarks. Section
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CONSENT PROVISIONS: JAPAN, INDIA & USA

The United
States
follows the
Lanham
Act, which
permits

the use of
consent
agreements
to overcome
refusals
based on the
likelihood of
confusion.

11 (4) of the Trademarks Act 1999 highlights the
importance of obtaining consent to overcome
potential refusal based on similarity or unfair
advantage.

Practical implications

In India, the Trademarks Act, 1999, does not
formally recognize the Letter of Consent as a
means to overcome objections based on prior
similar trademarks. The Registrar of Trademarks
has discretion and may consider such letters,
but typically, the primary concern is to prevent
public confusion. This means businesses may face
challenges in securing trademark registrations
even with consent from the existing trademark
owner, necessitating more rigorous evidence to
prove no likelihood of confusion and potentially
seeking alternative solutions like coexistence
agreements or assignments.

Trademark consent in the USA

The United States follows the Lanham Act, which
also allows for the use of consent agreements to
overcome refusals based on the likelihood of con-
fusion. The key features of the US system include:

1. The United States Patent and Trademark
Office (USPTO) gives significant weight
to consent agreements between parties,
especially if they include detailed
provisions to prevent confusion.

2. Unlike Japan, the USPTO does not
mandate comprehensive future
business plans or market surveys,
although a well-drafted consent
agreement outlining measures to
prevent confusion is essential.

Legal framework in the USA
The United States follows the Lanham Act, which
permits the use of consent agreements to

overcome refusals based on the likelihood of

confusion. Key provisions include:

1. Section 2(d) of the Lanham Act allows
the USPTO to refuse registration of a
trademark that is likely to cause
confusion with an existing mark.
However, if the applicant submits
a well-drafted consent agreement,
the USPTO often considers this
sufficient to overcome the refusal.

2. The consent agreement must outline
the measures both parties will take to
avoid confusion. This can include
limitations on the scope of goods or
services, geographical restrictions, or
specific branding requirements.

CTC Legal Media

Practical Implications

In the USA, the use of consent agreements is a
well-established practice. These agreements
must be detailed and clearly demonstrate how
the parties will avoid consumer confusion. The
USPTO gives substantial weight to these agree-
ments, especially if they include detailed
provisions for mitigating confusion. Unlike Japan's
comprehensive evidence requirements, the focus
in the USA is more on the legal and practical
measures outlined in the agreement itself.

Conclusion

The Letter of Consent emerges as a beacon of
cooperation and mutual understanding in the
often-contentious arena of trademark law. In
Japan, the structured consent system introduced
in 2024 has provided a clear pathway for the
coexistence of similar trademarks, emphasizing
the prevention of consumer confusion through
meticulous legal provisions. India's approach,
characterized by the discretionary power of the
Registrar of Trademarks, reflects a more flexible
legal culture that accommodates the nuances
of each case. Meanwhile, the USA's formalized
consent agreements underscore the importance
of detailed legal documentation in safeguarding
the interests of trademark owners.

In
conclusion,
the
importance
of Letters of
Consent in
trademark
disputes
cannot be
overstated.

K00

As businesses continue to expand their reach
across borders, the significance of Letters of
Consent is likely to grow. They represent a key
tool in the arsenal of international trademark
law, providing a means to bridge the gaps
between different legal systems and cultural
approaches to intellectual property.

In conclusion, the importance of Letters of
Consent in trademark disputes cannot be over-
stated. They are a testament to the adaptability
and collaborative spirit of trademark law, ensuring
that it remains responsive to the needs of a
dynamic and interconnected global marketplace.

Contact

RNA, Technology and IP Attorneys
401-402, 4th Floor, Suncity Success Tower,
Sector - 65, Golf Course Extension Road,
Gurgaon - 122 005,

National Capital Region (Haryana), India
Offices: Delhi | Chennai

Tel: +01 124 429 6999

info@rnaip.com

WWw.rnaip.com
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Noemi Parrotta; Partner,
Spheriens

This segment is dedicated to
women working in the

IP industry, providing a

An interview: inspirations, experiences, and ideas for equality.

oemi is a partner at the Italian-based
IP law firm Spheriens. She regularly

manages IP disputes at both the Italian

Italy, where she has also been admitted to practice
before the Supreme Court and the other Superior
Courts, as well as in New York.

platfo rm to Share real and EU levels and has experience advising SO, my
clients on IP-related transactions. She regularly a.dVice iS . What inspired your career?
. holds lessons at the Master in Luxury Goods - I have always been a very curious, open-minded,
aCCOUI’\tS from FISI ng women Management - EMLUX at Universita Cattolica get out of and sociable person. Since | was a child, | have
of Milan and has contributed to the Italian IP law always loved to talk a lot with other people and
aroun d th e g lo be . I N th ese review Giurisprudenza Annotata di Diritto Industriale Y @ WLE to learn about different points of view, constantly
since 2003. Noemi also serves as a chair of the comfort looking for dialogue and sometimes also provoking
. . . Europe Amicus Subcommittee of INTA and is a debate, to the point where my family and teachers
|nterV|eWS we Wi |.|. be member of the Famous & Well-Known Marks zone, used to joke about my talkativeness saying that
] ] ] 'LI'JeCa|r3n c:(f ILVIARQCLjJESl. Shj holdsfan LSM from eSpeCially | slhould make a profession out of it by becoming
d|SCUSS|ng experlences’ e.r eley a.n a aw. egree.fom nlversrfa . a awye.r. . '
Cattolica of Milan. She is a qualified attorney in ~ 1f you are The first time | personally experienced a keen
. . desire to study law was in connection with the
Celebl’atl ng mil leStoneS and at the early bloody murder by the Italian Mafia - known as
Stage Of ‘La Strage di Capaci” (i.e., "“Capaci bombing") - of

achievements, and putting
forward ideas for advancing
equality and diversity.

By providing a platform to
share personal experiences
we aim to continue the
empowerment of women

in the world of IP.

If you would like the opportunity to share your experiences with
Women in IP Leadership, would like to nominate an individual to be involved,
or would like to learn more about sponsorship, please contact our Editor.
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your career!

Giovanni Falcone, an Italian Judge who dedicated
his entire life to prosecute “Cosa Nostra", which
killed him with a dynamite explosion attack on
May 23, 1992. Since | grew up in Calabria, a southern
Italian region where organized crime is a serious
everyday problem, this tragedy touched me
particularly deeply, and, although | was just 12
years old, | remember feeling a sense of absolute
injustice that then inspired me to undertake
legal studies.

When, in 1998, | moved to Milan to study law
at the Universita Cattolica del Sacro Cuore, |
was pretty sure that I'd become either a Judge
or a lawyer specialized in criminal law. But then in
2001, | attended the course on Intellectual
Property Law, held by Professor Adriano
Vanzetti - renowned as the “father” of Italian IP
law - and everything changed: the attendance of
this course represented the decisive experience
for my career, as Professor Vanzetti became my
mentor and since then my interest in IP law has
shaped the rest of my life. Indeed, in 2003 |
graduated with a thesis in IP law on the different
tools for the protection of products' shapes -
which is still a rather hot topic in our field! - and

one week after my graduation, | was already
working as a trainee at Professor Vanzetti's IP
boutique firm.
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I do value
challenges
as I consider
them a key
part of any
professional
path.
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How have you found the pathway to your
current position? And can you offer advice
from your experience?

As already mentioned, meeting Professor Vanzetti
was my life-changing experience, and working
at his boutique IP law firm laid the groundwork
for my entire career, as it gave me: a method to
deal with complex issues by going straight to
the point; the right attitude to our job, which
encompasses professionalism, understatement,
tenacity and grit; and, well.. also a partner in life,
since this is where | met my husband to be (who
is one of my business partners at Spheriens).

In October 2006, | passed the Italian bar exam,
and shortly thereafter | quit my job and moved
to New York City to improve my English (some
behind the scenes of this choice to come in my
reply to the next question). This experience inspired
in me a passion for the melting pot of different
cultures that only an international environment
can offer.

Therefore, when | came back to Italy in the fall
of 2007 - while continuing my cooperation with
my mentor by remaining on the editorial board
of Giurisprudenza Annotata di Diritto Industriale
- one of the major Italian IP Law Journals that
Professor Vanzetti founded and directed until he
passed away - | decided to orient my professional
career towards a more international environment
and | joined the Milan office of the international
New York-based law firm Cleary Gottlieb Steen
& Hamilton LLP, where | had the chance
to approach IP law from a multi-jurisdictional
perspective as well as to broaden my knowledge
of new fields of law. And it was while at Cleary
that | thought, for the very first time in my life,
about attending an LL.M. program in the USA
(also because an LLM. degree was basically
mandatory to work there).

So, between 2009 and 2010 | attended an LL.M.
in Law & Technology at the University of California,
Berkeley School of Law. Needless to say, it has
been one of the best experiences of my life: being
a student again when you know what real work
looks like is priceless, you approach things
differently, by focusing on the topics catching
your actual interest, without the desire to always
be at the top of the class. And | really enjoyed
the lively discussions with the JD students and
the professors fostered by the Socratic method;
| have great memories of a big discussion we
had over parody cases during my trademark
class: with my EU-perspective | could not be in
agreement with the Chewy Vuiton decision and,
on the other hand, most of my US classmates
did not agree with my EU-protectionist views.

After graduation, | prolonged my stay in the
USA for a few more months to take the NY bar
exam, which is something that | did just because
| was eligible thanks to my LL.M. degree. But |

have never really thought of continuing my
professional career overseas. So, | took the
exam, passed it, and then came back to Italy!

During my LL.M., the idea of working with an IP
boutique with the capabilities of an international
firm, possibly with a focus on fashion and luxury,
began to mature..and there was a place matching
these characteristics in Italy: my current firm!
So, when back | had a chat with Pier Luigi
Roncaglia - the managing partner of Spheriens,
whom | knew quite well as he was part of the
editorial of Giurisprudenza Annotata di Diritto
Industriale - who told me that | would have
great fun working with him and his team.

So, in October 2010, | joined Spheriens - which
at that time had a different name and structure,
but the same core of people and values - and,
in 2017, | became a partner of the firm. As part of
my job, | regularly manage IP disputes at both the
Italian and EU level, and also advise clients on
domestic and cross-border contractual and strategic
operations related to intellectual property.

Over the last 10 years, in addition to working for
the firm's clients, I've been performing pro bono
activities within some IP international organizations.
In particular, I've been highly involved in INTA,
where | currently serve as a chair of the Europe
Amicus Subcommittee; and in MARQUES, where
I'm part of the Famous and Well-Known Marks
Team, and currently working on organizing the
next edition of the Luxury Brands Symposium.
Furthermore, | regularly hold lessons at the
Master in Luxury Goods Management - EMLUX
at Universita Cattolica del Sacro Cuore.

How have | found the pathway to my current
position? By working hard with enthusiasm and
curiosity. And also, by being flexible, going with
the flow without getting hung up on my original
plans:it's incredible how things that at first glance
looked like a detour to your predetermined path
make perfect sense when you connect the dots
looking backwards.

Just to give you an example, when | joined my
current law firm in 2010, | was supposed to spend
just a few months in Florence - where our main
office is - and then move to our Milan office.
Milan has always been the place where | wanted
to live:  moved from my hometown in Calabria
to Milan to go to law school and came back to
Milan twice after living in New York and then in
the Bay Area for a while. Well, after 14 years () |
still live in Florence, because this has turned out
to be the right thing to do for my professional
growth. In the meantime, | made it to partner at
Spheriens and started enjoying my life in this
city, while traveling across the world pretty often
thanks to my amazing job..and yes, Milan remains
‘my place” even if | don't live there on a regular
basis anymore.

So, my advice is: get out of your comfort
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zone, especially if you are at the early stage of
your career! If you feel like the most intelligent/
interesting person in the room and are surrounded
by people who often please you and/or you are
very comfortable with your routine (working during
the day and then hanging out with familiar faces
at night), then you should better try something
different and challenge yourself!

What challenges have you faced? And how
have you overcome them?

| do value challenges as | consider them a key
part of any professional path.

Of course, over the years, I've faced many
challenges. | guess that most of them are common
to those people who, like me, leave their
hometown relatively young to make their way
in a different place..with that Southern attitude
driven by an ancestral sense of redemption!

And my hate-love relationship with English is
one of my favorite stories when talking about
professional challenges.

When | graduated from law school, | barely
knew English. Of course this is a big flaw,
especially if you are in the IP industry and one
of the first cases you are working on is the
cross-border trademark dispute between the
American company ‘Anheuser-Bush” and the
Czech beer maker “Budejovicky Budvar" over
the trademark “Budweiser”. | still remember
when we had lunch with the American clients: it
was a living nightmare! And this is when |
decided that | should do something to make up
for this shortcoming.

So, after passing the Italian bar exam, in 2007,
I quit my job and moved to New York City just
to learn English, living in a flat in Alphabet City
with a professor of sociology from Santo Domingo
and a Texan musician. And I made it: after spending
six months in NYC my level of English was good
enough to work at the international law firm
Cleary Gottlieb Steen & Hamilton LLP first; then
to attend an LL.M. at the University of California,
Berkeley School of Law; and even to take and
pass the New York Bar in 2010!

Needless to say, | could not be where | am
without knowing English. Almost 90% of my
daily job is in English: most of our clients are
foreign companies, and | regularly write briefs
and even plead before Courts in English. Plus am
actively involved in international IP organizations
such as INTA and MARQUES.

What would you consider to be your greatest
achievement in your career so far?
I'm extremely happy with what I've achieved so
far.

| very much enjoy what | do. I've always been
fascinated by the multifaceted nature of law
that is able to address so many different needs

CTC Legal Media

We should do the best that we can to
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actively engage in removing any
discrimination, creating more
inclusive environments where diverse
voices are actively heard and valued.

of society, and being an IP lawyer allows me
to work on high-level cases, which are very
interesting from a juridical perspective but at
the same time are strictly linked to every-day-
life. Actually, the link is so strong that there are
no barriers between my job and the rest of my
life, and the interaction between the two can be
hilarious: like the time when my husband (who
is an IP lawyer as well) and | were staring at a
bag (belonging to a fashion house, being a
defendant, in a huge piece of litigation that we
were handling) of a lady in the subway and her
companion turned to her saying ‘hold on to the
bag they want to steal it from you"; or when |
entertained some old friends during Christmas'
break, telling them about the case of a porno
actress who picked a famous luxury mark as her
stage name. And yes, your friends might hate
you when you use them to “test” the distinctive
character of a pattern, a stitching, or a shoe sole!

| am particularly glad to work in such an inter-
national environment. | travel a lot abroad to
visit clients, attend conferences, and even hearings
(it is always thrilling to go to Luxembourg to
plead before the Court of Justice).

Turning to the specific question, contributing
to establishing Spheriens has probably been
one of my greatest achievements so far. After
months of sleepless nights and working weekends
- also doing “funny” things that our clients
usually do, like going through the haming process
and establishing the brand image coordinate -
in April 2018, my partners and | gave the start to
this new IP boutique firm, which reflects our
values and vision. It was a bit of a challenge, but
it has definitely paid off: Spheriens quickly
became the “talk of the town" and, in a few
months, reached the top positions in the most
important rankings in our field, establishing itself
as a leading firm, especially in the fashion and
luxury industry. After six years it feels like Spheriens
has always existed, and I'm looking forward to
the next achievements with this great team!
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What are your future career aspirations? And
how will you work to achieve them?
| want to bring out the best in the people | work
with, making them great IP professionals who love
this job at least as much as | do. | think that this
is one of the most challenging tasks that people
in leadership positions - also in the IP industry
- have been facing lately.

| don't know whether there is any magic trick
to do that. My approach is very basic: I'm always
very direct and expect people who | work with
to be the same; | try to involve juniors as much
as | can in very complicated matters, showing them
the beauty of our job, which is often blurred by
tight deadlines and high-pressure situations.

What changes would you like to see in the IP
industry regarding equality and diversity in
the next five years?

| hope that in a short while, full equality will be
taken for granted, and the gender or race of a
person holding a leadership position will not be
a relevant piece of information. However, | know
that we'll hardly reach that point in five years:
we've centuries of discriminations and white-
man-centered culture to overcome.

Until then, we should do the best that we can
to actively engage in removing any discrimination,
creating more inclusive environments where
diverse voices are actively heard and valued,
and address and eradicate unconscious bias.
And | think that the IP industry is moving in the
right direction.

Luckily, the IP industry can count

on a great community worldwide,
which can be extremely powerful and
effectively serve this cause, which
calls for a multi-faceted approach.
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How do you think the empowerment of
women can be continued and expanded

in the IP sector?

Luckily, the IP industry can count on a great
community worldwide, which can be extremely
powerful and effectively serve this cause, which
calls for a multi-faceted approach.

It would be key, on the one hand, to keep
creating networks and communities for women
in IP that can foster collaboration, knowledge-
sharing, and support; and, on the other hand,
the entire IP community - law firms, brand
owners, IP organizations, suppliers and so on -
shall work to challenge and dismantle the
systemic barriers that women face in the
workplace, advocating for equal pay, equitable
career progression opportunities, and adequate
welfare policies, by working with policymakers
to develop and implement regulations that
promote gender equality.
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TMAP

K00

TRADEMARK ADMINISTRATORS & PRACTITIONERS MEETING
September 22-24,2024 | Philadelphia, Pennsylvania, USA

JOIN US

FOR TWO DAYS OF
LEARNING, BUSINESS
DEVELOPMENT

AND NETWORKING!

Session topics include:

© Al and Legal Opportunities and Challenges
O Professional Development

© Brand Protection, Commercialization,
and Enforcement

Learn more at inta.org.
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Dentons
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OneWorld IP
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BOWMANS

THE VALUE OF KNOWING

It's the kind of knowing we value at Bowmans, the kind that only local experience can bring.
With on-the-ground presence and more than 100 years of practising law, we know how to handle
complex legal matters in Africa

There's value in knowing.

BOWMANS TANZANIA: info-tz@bowmanslaw.co.tz
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20 YEARS OF FORWARD-THINKING
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solutions for our clients.
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Our responsiveness enables us to meet the changing
needs of our clients and evolving legislative realities.
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SO you can stay ahead.
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With over 100 years of combined intellectual property experience, the team at
HSM IP can protect brand names, logos, inventions, trade secrets, creative

works and designs.

* Portfolio management/strategic advice + Renewals/annuities management
* Clearance/availability searches * Dispute resolution/enforcement
* Prosecution services * Anti-counterfeiting

Looking to protect your IP
across the Caribbean?

Mrinali Menon
Senior IP Manager

+1 345 815 7436
mmenon@hsmoffice.com

Huw St. J. Moses, OBE
Managing Partner

+1 345 815 7400
hmoses@hsmoffice.com

www.hsmoffice.com

Costa Rica

Arias

Founded in 1882, J.D. Sellier + Co. is the oldest law firm in Trinidad and Tobago; BLP

offering its clients quality legal services in all areas of Civil Law; including

. . . : Central Law
Intellectual Property, Corporate/Commercial, Banking and Finance, Admiralty

and Shipping, Tax, Real Estate and Conveyancing, Probate, Litigation and Divimark Abogados
Dispute Resolution. EProint
The Intellectual Property Practice Group can trace its records to 1929, and EY Law

its team of very experienced Attorneys offer in depth advice and analysis of issues

Facio & Canas
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Managing IP for the past 10 years and our Ms. Ariane Ramnath an IP Star 4 years
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running.
Members of: Arias
AIPLA -  American Intellectual Property Law Association Central Law
AIPPI - International Association for protection of IP .
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NEW THREATS FOR TRADEMARKS IN RUSSIA

Back up your brand:
dealing with new
threats for trademarks

IN Russia

Evgeny Alexandrov and Alexey Kratiuk of Gorodissky & Partners evaluate
the impact of current geopolitical tensions on brand protection and provide

valuable insights into maintaining IP ownership.

the sanctions imposed on Russia, some

Western companies decided to re-consider
their trading and other business activities in Russia,
and in some cases, announced total termination,
winding down, or suspension of business in Russia
starting from 2022. Taking advantage of the moment,
some market players, acting in bad faith, are
attempting to register famous brands or their
imitations in their own name without the consent
of the real owners of those brands. In some
cases, bad faith applications are filed for mirror
imitation, such as Figure 1 (Appl. N° 2022746075,
now refused), Figure 2 (Appl. N° 2022723177, now
withdrawn), and Figure 3 (Appl. N° 2022724293,
now withdrawn).

In others, applications are filed for the creative
imitation of famous brands featuring high levels
of stylization such as Figure 4 (Appl. N° 2022720003,
now refused), Figure 5, (ApplLN° 2022719552,
now refused), and Figure 6 (ApplL.N° 2022720127,
now refused).

Following the current political situation and

In Russia,

a trademark
becomes
vulnerable to
cancellation
for non-use
three years
after the
registration
date.

Figure 1 Figure 2 Figure 3

Figure 4

Dell ADIDAS swarovski OCELL

Figure 5 Figure 6 Figure 7

ADIDAS svzrevsi

(=]

Figure 8
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Bad faith applications are normally filed
without the consent of the true owner and are
usually rejected because they are associated
with famous brands.

Over the last two years hundreds of applications
have been filed by local persons to register
different imitations of famous brands. The mere
fact of filing an application does not guarantee
that the mark will get registered. The point is
that the Russian PTO conducts examinations on
both absolute and relative grounds and, in
particular, is supposed to refuse applications if
these are filed for marks that are confusingly
similar to the prior third parties’ marks existing
on the Register in respect of similar goods.
Therefore, in most cases, obvious copycats of
famous marks are rejected during examination
based on similarity grounds as well as for being
misleading as to the commercial origin of goods.
In some cases, bad faith applicants make up their
minds to voluntarily withdraw their applications,
such as in the case with McDonald's, where the
Russian company specializing in the production
of canned vegetables initially filed an application
to register "Uncle Vanya" copycat Figure 7 and
then decided to give up the application. In some
cases, the local business comes up with a better
idea of re-branding: it launches replacement
brands that are fairly distinct from the original
brands to eliminate confusion. For example, instead
of McDonald's, a new local brand, Figure 8,
which could be translated as “Tasty and that's it"
was born to replace the original one.

CTC Legal Media

The existence of prior rights in confusingly
similar signs should pose an obstacle to the
acceptance and registration of third parties’
bad faith applications featuring imitations of
true owners' brands.

However, the prior right should be valid to be
cited against a bad faith application, and trademark
squatters, in some cases, initiate non-use cancel-
lation actions against cited trademarks in order to
remove obstacles and get their own registration.

To retain validity, a trademark must be used in
Russia in accordance with the adopted use
requirements. In particular, in Russia, a trademark
becomes vulnerable to cancellation for non-
use three years after the registration date. This
means that after the expiration of this grace period,
any interested third party is entitled to file a
cancellation action against trademark registration
on the grounds of non-use. It may be assumed
that for those brands who left the Russian market
in 2022, the three-year period of continuous non-
use expires very soon - in 2025.

The non-use cancellation action starts with a
pre-trial letter in which the interested person
suggests that the brand owner should either
voluntarily assign its brand to the plaintiff or
renounce its trademark. If no reply is received
within two months, the interested person may
initiate a non-use cancellation action before the
IP Court which shall institute legal proceedings
if all formal requirements are met. At that, the
legalinterest in pursuing the cancellation action
has to be documentarily proved.

The burden of proof lies with the defendant
(brand owner) in the cancellation proceedings.
That means that the cancellation action can be
based on mere presumption that the mark has
not been used in Russia for the last three years
and it is up to the trademark owner to prove
otherwise in order to retain the registration in
force and defeat the cancellation action.

According to the Russian use requirements, a
trademark is considered as having been used if
it has been used by the brand owner themself,
their recorded licensee, or any other person
under the brand owner's control. In case the
branded goods enter the Russian market using
parallel (grey) import channels, the brand owner
may not be able to control how its brand is used
in Russia, and such use may be deemed improper
and not being in compliance with use requirements.

In this regard, it should be noted that the
Russian Ministry of Industry and Trade issued Order
No. 2701 in March 2022, legalizing the import of
certain goods into Russia without the owner's
consent (also known as the “List of goods allowed
for parallel import” or “the List") in an effort to
prevent a shortage of goods made by foreign
manufacturers in response to the termination of
business by some foreign brands on the Russian

CTC Legal Media

Evgeny Alexandrov

Alexey Kratiuk

K00

market. The Ministry of Industry and Trade makes
it clear that this process entails the import of
authentic products via alternative supply routes
rather than the authorization of counterfeit goods.

The list of brands that are eligible for parallel
import includes dozens of different products,
including cars and spare parts, electronics and
household appliances, clothing and shoes, cos-
metics, furniture, paper and cardboard, industrial
equipment and materials, and may be changed
depending on the decision of the brand owners
to remain or resume trading in Russia. If the brand
owner wishes for its trademark or product to be
excluded from the List, it is necessary to confirm
that the brand owner has decided to remain on
the Russian market, and suppliers of imported
products will maintain their logistics and supply
products to the Russian market.

Although the use of a trademark is obligatory,
Russian law provides for some circumstances
which may be treated as excusable reasons for
non-use. These are circumstances that are beyond
the control of a trademark owner, such as force-
majeure circumstances, personal health of a
trademark owner, and unpredicted political
decisions. These circumstances may be used as

a defense to defeat the cancellation action.

J 4 r
Résumeés
Evgeny Alexandrov, Ph.D., Partner, Trademark & Design Attorney,
Head of Legal, Trademark & Design Practice
Evgeny joined Gorodissky & Partners in 2005 and, in 2015, was promoted
to partner at the firm.

Evgeny advises clients on the legal (non-contentious) and illegal
(contentious) use of IP/IT, unfair competition and false advertising,
parallel imports and anti-counterfeiting, licensing and franchising,
media, and technology. He is one of the most experienced and
strongest IP/IT litigators in Russia.

Projects handled by Evgeny include successful representation of
major companies in patent and trademark infringement cases, and
legal support of Russian companies in different IP issues including
multi-jurisdiction disputes.

Member of AIPPI, INTA, LES International, AIPLA, PTMG, and Russian
Chamber of Patent Attorneys.

Alexey Kratiuk, Partner, Trademark & Design Attorney,

Head of Trademark Department

Alexey joined Gorodissky & Partners in 1099 and was promoted to
partner at the firm in 2010.

Alexey has more than 20 years of experience in IP and counsels
clients on issues relating to trademark strategies in different
jurisdictions. Alexey deals with obtaining rights for trademarks and
appellations of origin of goods, trademark prosecution proceedings in
Russia and other countries. He is intensively involved in invalidation/
cancellation proceedings and enforcement of trademark rights using
legal actions in both Administrative bodies and Courts in Russia.

Member of AIPPI, INTA, ECTA, and the Russian Chamber of Patent
Attorneys.
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However, the Russian authorities are unlikely
to accept an excuse for non-use if the trademark
use was suspended because the owner voluntarily
withdrew from the Russian market. The same
applies to the sanctions imposed on Russia by
some of the foreign states - the mere reference
to such sanctions should not be deemed a good
reason for non-use and may not be used as a
defense in the non-use cancellation proceedings
because there is no local law prohibiting the
foreign trademark owner from using its trademark
in Russia.

Therefore it would be strongly recommendable
to ensure that the documents attesting to the
use of the brand(s) in Russia by the brand owner
themselves, or any other person under its control
for registered goods and services for the previous
three years are accessible and prepared for
examination by the relevant authority and any
interested party in the event that the can-
cellation action is brought.

Non-usage of a trademark could put this
trademark at serious risk of being attacked by
squatters, who are now very active. They are
attempting to revoke the protection of globally
recognized brands whose owners do not utilize
them in Russia by filing cancellation actions for
non-use so as to pave the way for their bad faith
applications for identical or confusingly similar
marks to proceed to acceptance without being
provisionally refused based on similarity grounds.

To be on the safe side, in the event that the
current registration is not properly used in
Russia and could be removed from the Register
for non-use, and to stop a potential third party's
application for a similar mark from being
accepted on the grounds of similarity, it makes
sense to consider filing new back-up application(s)

50 THE TRADEMARK LAWYER
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It makes
sense to
consider
filing new
back-up
application(s)
if the
business
has, in fact,
ceased
trading
activities on
the Russian
market.

if the business has, in fact, ceased trading
activities on the Russian market. However, it should
be kept in mind that the so-called “double”
registration is prohibited in Russia; therefore, it will
be prudent and worthwhile in the circumstances
to consider re-filing for a trademark that would
be slightly different from the registered trademark
or for the same mark covering an amended list
of goods/services to avoid the duplication issue.

It should be noted that there are no obstacles
for foreign companies to continue filing applications
for any registrable IP subject-matter, including
patents, trademarks, designs, and other since
Russia is a member-state to many International
Treaties in the IP sphere and equally protects
the IP rights of domestic and foreign companies.

The present article gives just a generalidea of
how IP-related issues related to the current
political situation in the world could be resolved
to better safeguard brand owners' interests in
Russia. However, each particular case requires a
specific legal approach, and brand protection
strategy development should take into consid-
eration best practices and IP solutions.

Contact

Gorodissky & Partners

B. Spasskaya Str., 25, bldg. 3, Moscow
129090, Russia

Tel: +7 495 937 6116
pat@gorodissky.com
www.gorodissky.com
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Using Madrid Refusals to effectively
expand your IP practice

Keeping pace with
the changing face
of brand protection

Emmy Hunt, Head of Trademarks at Potter Clarkson, evaluates the evolution
of brand protection and its impact on the expected role of trademark
lawyers, offering invaluable advice for keeping up with the times.
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ALIPA has been
Recoginesed as 'Pakistan's
Trandemark Firm of
The Year' in AsialP 2021

oK+

Trademark Filings

Our Senior Partners have been
continously recoginesed as
AsialP Experts

2 5 I for the Jurisdiction of Pakistan

Countries Served

Client Recoginition

* Fortune 500 companies
*Top 10 to Top 100 Chinese
Brands

*Top 10 to Top 100 European
Brands

Years experience
amongst the
Partners of the
firm in various
cases.

* Leading telecommunication,
technology & Pharmaceutical
Companies
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A Regional IP Hub! I )
ALIPA is an agent of innovation, providing clients in

Pakistan, the SAARC region and worldwide with | ' ’
forward-focused and wide range of professional

intellectual property, technology law and corporate ALIPA
law services and representation.We are one of the ageep LecaLa 1p atTorNEYS
largest and fastest-growing IP law firms in the region,

with experienced attorneys and technical staff representing the complete
spectrum of technologies and IP practice areas. Our trademark and patent
attorneys represent region and world leaders in business and technology,
and our collective experience spans practically every practice area in the
legal field and niche specialty within intellectual property laws.

Our Practice Areas
@ Intellectual Property Patent

We are involved in all aspects of We are actively engaged in
Intellectual Property Laws. devloping and securing vital patents
for our clients.

Trademarks Design

We have one of the largest full We acknowledge that designs are a
service trademark practices in powerful and all-prevasive legal
Pakistan. rights.

Copyright

We deliver comprehensive
copyright counseling to all kinds
of clients.

@ info@alipaip.com | alipa.ipservices@gmail.com
www.alipaip.com @ 042 36306548
() Office No. 2, 2nd Floor, Mumtaz Centre,

rands often account for a huge part of a
B business’ value. In sectors such as soft-
ware, tech, retail, and FMCG, a brand can
easily account for 85% of a company's total value.
The most commercially astute businesses drive

their brand into the public consciousness to
expand their share in increasingly competitive

Consequently, brand strategy is moving to
the top of the list of commercial priorities for
many businesses that recognize that the stronger
a brand is, the more it can help differentiate the
business from its competition, drive sales, increase
market position, support premium pricing, attract
investment, and entice the best talent.

15/A, Queens Road, Lahore, Pakistan
PROTECT ® ADVANCE e RESOLVE

CTC Legal Media

marketplaces. Naturally, the best in the trademark profession
have sought to better serve these changing
commercial priorities of their clients.

The traditional role of a trademark lawyer -
searching and clearance, filing and prosecution,
portfolio management, and enforcement - is

now a minimum requirement. Clients need much
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Résumé

Emmy Hunt is the Head of Potter
Clarkson's Trademark Team. She is a
highly experienced attorney with an
international reputation for advising
clients on trademark matters, managing
and enforcing a wide range of UK and
worldwide portfolios, and providing
strategic advice for major brand owners
across the world. Having specialized in
media, technology, engineering, and
fashion, Emmy is recognized as an
expert in the particular brand protection
issues these sectors face: certification
marks, protecting non-traditional marks,
company and domain name watching
and enforcement, challenging existing
rights in order to safeguard freedom to
operate, and licence and co-existence
negotiations.

more - they need the support of well-rounded
advisers who genuinely understand a brand
from all its directions, legal and commercial,
and can advise on the most effective ways to
maximize its value.

The pivot to a wider brand strategy presents
challenges for those in the trademark profession,
not least because we are also working much
more closely with commercial teams centered
on brand management, licensing, marketing, and
so on. As lawyers, our terminology can be different,
as can our appetite for risk, timescales, and
cost-efficiency. However, if this is the way our
clients think and, more importantly, where clients
enjoy the greatest return from our involvement,
these challenges must be overcome.

At Potter Clarkson, our transition to better
supporting our clients' brand strategy has centered
on our teams of trademark attorneys and IP
solicitors actively working together to deliver the
four stages of a brand's life cycle: identification,
protection, exploitation, and enforcement.

Ultimately, a business develops intellectual
property as part of a wider strategy to achieve
financial and commercial success. Successful
delivery of the brand strategy must be delivered
by both the business and its lawyers with the
financial and commercial objectives in mind.

In supporting our clients to achieve this, our
lawyers might provide clearance advice, adapt and
extend the trademark portfolio, and keep watch
for potential brand infringers, counterfeiting, and
any other behavior that could impact the market
performance of a business. They might also assist
with licensing, franchising, collaborations, the
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CHANGING FACE OF BRAND PROTECTION

Emmy Hunt

Ultimately,
a business
develops
intellectual
property as
part of a
wider
strategy to
achieve
financial
and
commezxcial
success.

expansion of a brand owner's wider business
model, and any strategic acquisitions the business
wants to make.

In enforcing a brand, success will again depend
on IP lawyers working together closely with the
business.

Our trademark lawyers will work closely with
a business to help them to set out their customs
enforcement strategy and file customs
notifications to enable the relevant authorities
to seize infringing goods, initiate online market-
place takedowns and manage registry disputes
in addition to managing infringement actions,
litigation, settlements, mediation or arbitration,
co-existence and any contractual or ancillary
rights disputes.

The risks presented to brand owners in the
online marketplace have brought the need for
closer collaboration between a business and its
lawyers into much sharper focus.

As internet usage all over the world continues
to grow, online marketplaces are now integral to
the way products are sold. However, with increased
opportunity comes increased risk. In 2023, there
was a 38% increase in counterfeiting, and reports
of products being sold online under entirely
false pretenses are frequently in the headlines.
Trademark lawyers have increasingly been
under pressure to develop even more complex
tools to protect their clients' brands and make it
as quick and easy as possible to identify and
deal with illegal activity.

We have addressed this on behalf of our
clients with iProvidence, a state-of-the-art online
brand protection solution that brings together
the latest search technology with the strategic,
tactical, and international brand protection
expertise of our IP attorneys, our solicitors, and
the brand protection analysts to add yet another
dimension to our brand protection offering.

Regardless of which platform a brand owner
uses to monitor the online marketplace (and
more options keep coming onto the market,
particularly with the development of increasingly
smart Al tools), the ability to instantly identify
and deal with online infringement is now a vital
component of a brand strategy. As trademark
lawyers, we have taken steps to ensure we
are well placed to protect our clients online
depending on the level of threat, staying on top
of the latest tactics of counterfeiters.

Understanding how and where fake products
are sold is key to enforcement. IP infringement
takes place on many different channels and
there are now more and more infringing items
sold via social media and marketplaces rather
than on the more traditional ecommerce sites.
We regularly keep clients up to date on these
trends.
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One approach to online enforcement is through
an initial infringement audit to analyze where
infringing products are sold and in what volume.
The results can be used to show where a business
should focus its brand strategy and where its
enforcement budget would be best spent.

An additionalapproach is to help clients develop
their own anti-infringement model tailored to
their products, most likely looking at consumer
behavior (i.e., where people search for these
types of products: through apps, social media,
or e-commerce sites) and their key geographic
markets. This can be particularly well suited to
specialist products and/or unusual markets.

A further approach for a business to cement
its position against infringers is for our lawyers
to provide a framework, in consultation with
the relevant teams within the client's business,
creating a blacklist of repeat infringers next to a
white list of official resellers, providing updates
on new counterfeit trends and patterns with
adjustments made to monitoring and enforce-
ment policies, instigating a centralized repository
for information and procedures and even
helping them hire a dedicated member of staff
to gather and manage these requests within the
business.

Regardless of the support clients need, we
must all be prepared to provide much more
in terms of strategic support when we do find
new infringements. In our experience, where
infringements occur, strategic support can be
summarized as:

1. Connecting the dots to find the source
of the problem;

2. Improving internal intelligence gathering
and using existing commercial networks
of the client's business; and

3. Betterintegrating online and offline
brand protection efforts.

Connecting the dots requires us to adopt a
proactive approach to gathering information on
the particular risks a brand is facing so that the
business can make informed decisions as to
how they need to develop their brand protection
strategy to stay one step ahead of the
counterfeiters and reduce the risk of future
infringements.

Regarding business intelligence, a brand
protection strategy must be about more than
just’ taking down fakes. It should also look for
wider information and collect data from different
sources that can be made available throughout
the business so that new fakes and changes in
infringer behavior can be identified and acted
upon quickly.

CTC Legal Media

Trademark
lawyers
have
increasingly
been under
pressure

to develop
even more
complex
tools to
protect their
clients’
brands and
malke it as
quick and
easy as
possible

to identify
and deal
with illegal
activity.
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Many brand protection strategies still focus
on bulk seizures, customs training, and border
protection. These offline practices are important,
but they're also slow. They are much more
effective if they are supported by digital activity.

For example, by tracking search engine traffic,
most specifically the keywords that imposter
sites and counterfeiters' campaigns are using, a
business's marketing team can make smarter
decisions on its future digital marketing spend.

Businesses can also thwart online counterfeit
sellers by overlaying text on their product
images to give contact details or product
descriptions to potential buyers. At the same
time, it blocks bots from searching for keywords
in text and deters infringers from lifting product
images and using them unlawfully.

Similarly, adopting Optical Character Recognition
(OCR) technology on behalf of our clients, to scan
images for words (when text-based searches
won't work) can save hours of time that can be
reinvested in taking offensive action against
counterfeiters and infringers.

As trademark lawyers, the integration of online
and offline brand protection strategies is an area
where we offer particular value, and again, reflects
both the change in the traditional role of a trade-
mark lawyer and the way that brands are now
communicated and commercialized. Trademark
lawyers that support modern business must keep
step or face the very real possibility that they will
be found lacking in terms of what clients really
need from us in today's marketplace.

Contact

Potter Clarkson LLP

262 High Holborn, London WC1V 7EE, UK
Tel: +44 20 3005 0010
info@potterclarkson.com
www.potterclarkson.com
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Understanding

trademark popularity
and protection In Russia

Olga Plyasunova, Head of the Trademark Department at Zuykov and
partners, explains the concept and available protection for well-known
trademarks in Russia with advice on how to obtain such a privilege.

ccording to Articles 1477 & 1484 of the
ARussian CivilCode, a trademark (service

mark) is understood as a designation
that serves to individualize goods, works, or
services in respect of which the trademark is
registered. The exclusive right to a trademark,
including the right to place it on goods (labels,
product packaging), as well as on signs, in
advertising, etc., belongs to the copyright holder.
Thus, a trademark allows you to distinguish the
goods of a certain manufacturer from the total
mass and from the goods of other manufacturers
of homogeneous goods.

Without the permission of the copyright holder,
the law prohibits the use of designations similar
to registered trademarks in relation to goods for
the individualization of which it is registered, or
homogeneous goods, if as a result of such use,
there is a likelihood of confusion (Clause 3 of
Article 1484 of the Civil Code of the Russian
Federation). As experts note?, the condition of
homogeneity of goods is natural, since the
appearance on the market of goods of the same

Résumeé

Olga Plyasunova is the Head of the
Trademark Department at Zuykov and
partners, a trademark attorney in Russia
and a Eurasian patent attorney. She

has extensive experience in the fields
of appellations of origin for goods,
trademarks, service marks, and industrial
designs. Olga also specializes in the
registration of geographical indications
and well-known trademarks.

56 THE TRADEMARK LAWYER

Olga Plyasunova

Both

a registered

trademark
and a

designation

used as

a trademark

can be
recognized
as well-
known.

name from a competing manufacturer deprives
the copyright holder of some consumers and
reduces its profits. At the same time, the appearance
on the market of goods of the same name, but
fundamentally different in essence, does not
affect the business of copyright holders.

To protect exclusive rights to a trademark, the
copyright holder needs to prove that a third
party, without consent, uses a trademark (a con-
fusingly similar designation) specifically in
relation to the goods (works, services) for which
it is registered or similar to.

At the same time, when regulating well-
known trademarks, the legislator takes a different
approach, which provides the copyright holder
of such a mark with certain advantages. However,
registering a trademark as well-known is quite a
difficult task. In the register? of well-known
trademarks in the Russian Federation, only 260
designations are registered. Let's consider what
criteria are used when assessing the wide
popularity of a trademark in Russia in order to
provide it with legal protection.

Which trademarks are

considered well-known

in the Russian Federation?

A well-known mark is a special type of mark
that gives its owner special status and protection
regulated by the Civil Code of the Russian
Federation. The conditions for registration and
protection of well-known trademarks are specified
in Articles 1508-1509 of the Civil Code. Thus,
both a registered trademark and a designation
used as a trademark can be recognized as well-
known. A trademark or designation may be
recognized as well-known if, as a result of
intensive use, it has become widely known in

CTC Legal Media

Russia among relevant consumers in relation to
the goods (works, services) of the applicant.

For example, the trademarks marking the
applicant's products, which are sold in all federal
districts of Russia, including administrative centers
of the constituent entities of the Russian Federation,
large cities, and urban districts (Figure 1).

Befree
ZARINA

Figure 1: Well-known trademarks N N 237, 253,
210 (25th class of the ICGS “Clothing"). Copyright
holder JSC Melon Fashion Group

However, the geographical criterion in itself is
not a decisive factor. In order for a designation to
be recognized as a well-known trademark, it is not
necessary that it be used in all or most regions
of Russia. Moreover, it may be considered
generally known, even if it is used only in the
territory of one region or other administrative
unit. An example is the verbal designation
“VDNKh" (Moscow), which was recognized as a
well-known trademark in relation to the services
of the 35th class of the ICGS “organization of
exhibitions” and the services of the 41st class of

CTC Legal Media

1

Kozlova N.V., Vorozhevich
A.S. Well-known
trademarks: concept and
features of legal protection
// Law. 2015 N 12. P. 179 -
190
https.//wwwafips.ru/
registers-web/
action?acName=
doclListatree

‘Review of the practice of
the Intellectual Property
Rights Court on issues of
legal protection of well-
known trademarks’,
approved by resolution of
the Presidium of the SIP
dated August 26, 2022,

N SP-21/18

Decision of the Intellectual
Rights Court dated
December 6, 2023, in case
No. SIP-647/2023
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Proving the fact
that a trademark
is well known

is a rather
difficult task.

the ICGS “organization of exhibitions for cultural
and educational purposes; organization of
leisure” (No. 153, Copyright holder OJSC “VDNKh’).

Thus, the main criteria are the familiarity
(recognizability) of the designation in the Russian
Federation by a wide circle of consumers and its
association with the source of origin of goods
(works, services) on the date specified in the
application for registration of the mark as well-
known.

According to the explanations3 of the Intellectual
Property Rights Court, the wide popularity of a
trademark can result not only from its intensive
use in any particular period of time, but also
from other circumstances, for example, from a
long, widely known history of the designation.
However, continuous use of the trademark is
not a prerequisite.

Also, to recognize a mark as generally known,
it is not necessary to establish whether the
applicant is known to consumers; it is sufficient
to establish whether the consumer believes that
the goods come from the same source?.

What are the advantages of
owhning a well-known trademark?
Like the owner of a regular trademark, the
copyright holder of a well-known trademark
receives the exclusive right to it and all related
powers: use of the trademark by any legal
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means, disposal of the right to it, as well as the
right to protect the trademark from illegal use by
third parties, including the requirement to pay
compensation.

However, unlike the copyright holders of
an ordinary mark, a well-known trademark gives
the copyright holder the following advantages:

- Perpetual legal protection - the validity

period of legal protection for well-
known trademarks is unlimited in time
and does not require extension (clause 2
of Article 1508 of the Civil Code of the
Russian Federation),

Expanded protection of rights - legal
protection extends to goods that are not
similar to those for which the trademark
is recognized as well-known, and also
increases the possibility of suppressing
violations of a well-known trademark;

Confirmation of the owner's status is
a public confirmation of the widest
popularity of the brand in the Russian
Federation and its unambiguous
association with the copyright holder
company.

In addition to these advantages, a well-known
trademark is one of the tools to combat the so-
called "blurring” of trademarks.

This possibility of extended protection is due to
the fact that a well-known trademark is perceived
by consumers as something more than just a
means of individualizing specific goods. It is
associated with the business reputation of the
owner of the mark, and often with prestige.

Therefore, the peculiarities of regulating legal
relations related to a well-known trademark are
aimed at protecting consumers from miscon-
ceptions regarding the source of the origin of
goods, their belonging to a specific manufacturer,
as well as preventing image and reputational
losses of the copyright holder in the event of
poor quality of other people's goods marked
with the corresponding trademark.

How to recognize a trademark

as well-known

To recognize a trademark as well-known in Russia,
you need to submit a corresponding application
to the Rospatent. The application must indicate

WELL-KNOWN MARKS: RUSSIA

Competently
building

a strategy
helps to
immediately
achieve

the desired
result at

the stage of
interaction
with
Rospatent
without
resorting

during the time period preceding the date from
which the applicant considers the mark to be
well-known.

An approximate list of materials on the basis
of which the well-known nature of a trademark
is established is indicated in the Administrative
Regulations of Rospatent. This, in particular,
may be materials that contain information:

On the intensive use of a trademark or
designation, including information on
the date of commencement of use of
the trademark, places, and volumes of
sales of goods, the average annual
number of consumers of the product,
the position of the manufacturer on the
market in the relevant sector of the
economy, and similar information;

On the costs of advertising a trademark
or designation and on its cost (value)
according to the annual financial reports;

On the results of a survey of consumers
of goods on the issue of well-known
trademark or designation, conducted by
a specialized independent organization.
At the same time, Rospatent has
developed appropriate recommendations
for processing data from sociological
surveys,

As practice shows, proving the fact that a trade-
mark is well known is a rather difficult task. For
example, when developing a strategy to prove
the widespread popularity of marks, the number
of materials that our experts used to confirm this
fact amounted to several dozen for each mark.

At the same time, competently building a
strategy helps to immediately achieve the desired
result at the stage of interaction with Rospatent
without resorting to lengthy legal disputes. In
addition, all difficulties are outweighed by the
economic and other advantages that the owner
of a well-known trademark ultimately receives.
Zuykov and partners have extensive experience
in registering well-known trademarks having
already recognized 14 trademarks as well-known,
including those mentioned in this article (VDNKh,
Befree, Zarina, Sela), as well as such marks as
Belaz, Vitek, and many others.
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the trademark or designation used as a trademark
that the applicant wants to recognize as well- to lengthY
known, as well as a list of goods (works, services) 1 e g. al
and the date from which the applicant considers
his mark to be well-known.

The application must be accompanied by
materials confirming that the trademark has
become widely known in the Russian Federation

Kazakhstan
Almaty, 050042, 28/8 Ryskulbekov Str., Office 59
Tel: +7 727 312 16 37
email: kz@zuykov.com

Russian Federation
Moscow, 129090, Grokholskiy per., d. 28,
2nd floor, Tel: + 7 (495) 775-16-37
email: info@zuykov.com

Contact

Zuykov and partners

Grokholsky lane, 28 Moscow, Russia, 1229090
Tel: +7 495 775 1637

info@zuykov.com

WWww.zuykov.com/en

disputes.

Belarus UAE
Minsk, 220004, 23/1 Pobediteley Avenue Dubai, Barsha Heights, Madison Residency, Office 611,
Tel: +375 17 204-16-37 Tel: +971-50-425-1637
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Natalia Vera Matiz, partner at Vera Abogados Asociados, explores
the two main concerns surrounding the coexistence of Al and IP.

hen we discuss Al and its interaction

with intellectual property, it seems

that the first constitutes a threat to

the second. To assess this preconception, it is
important to consider different points of view.

The issue at hand is not minor, especially

considering that many authors nowadays use Al

in their creative process. This raises two concerns:

first, determining the extent of human intervention

required to consider a work created with the

assistance of Al as eligible for copyright protection.
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The most straightforward conclusion for this
issue is that works created solely by Al are not
entitled to copyright protection. However, this
approach could hinder the advancements of the
technology industry and investment in this field
of the economy. Just as the cinema industry has
benefited from changes in copyright legislation
that allowed for increased flexibility in the use of
copyrighted materials, encouraging innovation in
filmmaking, the attitudes towards Al authorship
could turn the other way.

CTC Legal Media

Natalia Vera Matiz, Lawyer (Universidad
Externado de Colombia 2006), Master

in Law (Universidad de Chile, Santiago
de Chile, Chile). Natalia has a graduate
degree from Harvard Extension School,
Boston, US (2011) and is currently a
Partner of Vera Abogados Asociados.

The second issue concerns the use of materials
for training Al. Some advocate for the free use of
materials to train Al, arguing that free speech
and scientific research are at stake because Al
can constitute an important advancement in both
fields. The counterargument concerns the lack
of remuneration for and authorization from the
owners of materials used in training Al models.

Lawmakers and judges need to consider imple-
menting policies that provide remunerations
alongside setting exceptions for obtaining a license
or authorization from the owner to use protected
materials in the process of training Al models.
These subjects have been taken into account in
recent cases, including The Times v. ChatGPT. \We
should also look to other countries; Japan, for

Natalia Vera Matiz

Vera Abogados
Asociados

Calle 70 A # 11-43,
Bogota, Colombia
Av. 6 de diciembre

y la nina Ed.
Multicentro Of.603.
Quito, Ecuador

Tel: +57 601 317 6650
veraabogados.com

instance, has proposed a very flexible draft
policy to allow for the broadest possible training
of Al with copyrighted material.

In order to foster the development of generative Al
and the technology in general, it's time to ask the
right questions and avoid arriving at premature
conclusions, such as ruling out the protection of
works produced by Al altogether! \We will not be
able to train Al to its fullest potential without
copyrighted material; it's time to think globally
once again, achieve a general consensus before
it ovenwhelms us all, and think with the mindset
of the original purposes of IP.

AEA 2
~ ASSOCIATION OF LEADERS LEAGUE

HIGHLY RECOMMENDED LAW FIRM 2024

EUROPEAN ATTORNEYS

Trademark  Pétent Lawyer

D PRA

awyer lagazine

AWARD WINNING AWARD WINNING

MEMBERS COLOMBIA

WWW.VERAABOGADOS.COM

CTC Legal Media

LAW FIRM 2024 LAW FIRM 2024

INFO@VERAABOGADOS.COM

THE TRADEMARK LAWYER 61


mailto:info%40veraabogados.com?subject=
http://www.veraabogados.com
http://www.veraabogados.com

Patents

VAKHNIN A Utility models

Designs

& Partners, Russia | Trademarks

Dr. Tatiana Vakhnina

Founder, Doctor of Law,
Honorary advocate of the
Russian Federation.

Russian Patent and Trademark

Attorney, Eurasian Patent Attorney

Specializes in trademarks, and

patents in mechanical and electrical

engineering.

Dr. Alexey Vakhnin

M.D. PhD (Medicine, Biochemistry,
Biotechnology).

Russian Patent and Trademark

ip@vakhnina.com

www.vakhnina.com
+7-495-946-7075

Russia, Armenia, Kyrgyzstan

Dr. Elena Utkina
PhD in Chemistry.

Russian Patent Attorney,

Attorney, Eurasian Patent Attorney  Eurasian Patent Attorney

Specializes in Medicine, Biotechnol-  Specializes in Chemistry,

ogy, Biochemistry, Pharmacology,
Pharmaceuticals.

Biochemistry, Pharmacology,
Pharmaceuticals.

VAKHNINA & Partners

Eurasian and Russian Patent and Trademark Attorneys

EAPO | Armenia | Azerbaijan | Belarus | Georgia
Kazakhstan | Kyrgyzstan | Moldova | Russia
Tajikistan | Turkmenistan | Uzbekistan

Contacts:

Russia:

ip@vakhnina.com

Armenia:

am@yvakhnina.com

Kyrgyzstan:
kg@vakhnina.com

Our attorneys are members of INTA, FICPI, AIPPI, LES Russia/LESI, PTMG, ECTA, Chamber of Russian Patent Attorneys
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ARGENTINA

O'Conor & Power
O'Conor & Power’s trademark and patent practice group has
wide experience in handling portfolios for international and
domestic companies in Argentina and Latin America. Our
services in the region include searches, filing and registration
strategies, prosecution, opposition, renewals, settlement
negotiations, litigation, enforcement and anti-counterfeiting
procedures, recordal of assignments, licences, registration
with the National Custom Administration, audit and IP
due-diligences, general counselling in IP matters, and
counselling in IP matters in Argentina and the region.
Address:  San Martin 663, 9th Floor,
(C1004AAM) Buenos Aires, Argentina
Tel/Fax: 005411 4311-2740
005411 5368-7192/3
Website: www.oconorpower.com.ar
E-mail: soc@oconorpower.com.ar
ocp@oconorpower.com.ar
oconor@oconorpower.com.ar

Vakhnina & Partners
The team at “Vakhnina & Partners” comprises of highly-
qualified patent and trademark attorneys and lawyers.

Major areas of expertise of our patent team: Chemistry,
Pharmaceuticals, Biotechnology, Biochemistry, Life
Science etc.

We handle our clients’ cases in Armenia, Russia,
Kyrgyzstan, at Eurasian Patent Office, and cooperate
with partners and associates in other Eurasian countries:
Georgia, Belarus, Kazakhstan, Azerbaijan, Turkmenistan,
Uzbekistan, Moldova, Tajikistan.

Our attorneys are members of INTA, FICPI, AIPPI, LESI,
ECTA, PTMG.

Address: Yerevan, Republic of Armenia
Tel: +374 91 066393

Email: Armenia@vakhnina.com
Website:  http://about.vakhnina.com
Contact:  Dr. Alexey Vakhnin, Partner

BAHRAIN

United Trademark &

Patent Services

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services
Office 21, Sabha Building No. 338
Road 1705, Block 317 Diplomatic Area,
Manama, Bahrain

Website: www.utmps.com

Email: Bahrain@unitedtm.com &
unitedtrademark@unitedtm.com

Contact: _Talal F.Khan & Mr Imad

@OLD BA LEY

Old Bailey Chambers

OLD BAILEY Chambers is a full-service intellectual
property law firm in Bangladesh. OLD BAILEY also has
expertise in technology, data protection and competition
law practice.

The firm is widely acknowledged for its pioneering
endeavours in the areas of intellectual property,
technology, and competition law practice.

OLD BAILEY's international clientele includes number
of Fortune 300 and 500 companies, and renowned
brands. OLD BAILEY also represents number of local
companies and brands that are market leaders in their
respective fields, and number of net-worth individuals,
socialites and several leading celebrities representing
the local music, film and TV industries.

Website: https:/www.oldbaileybd.com/
Email: mishbah@oldbaileybd.com

Tel: +8801727444888

BOLIVIA

Landivar & Landivar

Established by Gaston Landivar lturricha in 1961,
Landivar & Landivar is a pioneer firm in the field of
Intellectual Property in Bolivia. Our international
reputation was gained through a competent and
complete legal service in our area of specialization.
Our firm has grown into a Chain of Corporate Legal
Services and Integral Counseling, with the objective of
guiding national and international entrepreneurs and
business-people towards the success of their activities.

Address: Arce Ave, Isabel La Catolica Square,
N° 2519, Bldg. Torres del Poeta, B
Tower, 9th floor, off. 902. La Paz,
Bolivia, South America

Tel/Fax:  +591-2-2430671 / +591 79503777

Website: www.landivar.com

Email: ip@landivar.com - info@landivar.com

Contact: Martha Landivar, Marcial Navia

CARIBBEAN

41 YEARS

CARIBBEAN TRADEMARK SERVICES
Law Office of George C.J. Moore, P.A.
Caribbean Trademark Services, founded by

George C.J. Moore in 1981, provides a single contact
source of protecting trademarks and patents in the
Caribbean. Covering 29 countries, including Belize,
Bermuda, Costa Rica and Cuba; a bilingual staff provides
IP services tailored to the diverse jurisdictions.
Experienced staff members and volume transactions,
services are efficient making our single contact, long
established source for the Caribbean most cost effective.

Address: 2855 PGA Boulevard, Palm Beach
Gardens, Florida 33410, USA

Tel: +1 561 833-9000

Fax: +1 561 833-9990

Contact:  Michael Slavin

Website: www.CaribbeanTrademarks.com

Email: IP@CaribbeanTrademarks.com

COLOMBIA

VERA ABOGADOS ASOCIADOS S.A.
VERA ABOGADOS was founded 50 years ago to attend
to legal needs of the business sector in the area of IP.
Today they provide their services to all fields of law.
The law firm is a reference in the Andean community
and they are part of international associations such as
INTA, ASIPI, ABPI and ASPI.

They were ranked in 2022 by Leaders League as

a highly recommended Colombian law firm and in
addition, they are a member of PRAGMA, the
International Network of Law Firms.

Tel: +57 60-1 3176650
+57 60-1 3127928
Website: www.veraabogados.com
Email: info@veraabogados.com
Contact: Carolina Vera Matiz, Natalia Vera Matiz

CZECH REPUBLIC

Cermak a spol

Cermak a spol. is a leading IP law firm in the Czech
Republic and Slovakia, providing services in all areas
of IP law, including patents, trademarks, utility models,
industrial designs, unfair competition and others. We
have a qualified team of lawyers for both IP prosecution
and litigation including litigation in court. Our strengths is
a unique combination of experienced and qualified
patent attorneys and lawyers.

Address: Cermak a spol, Elisky Peskové 15
150 00 Praha 5, Czech Republic

Website: www.cermakaspol.com

Email: intelprop@apk.cz

Contact: Dr. Karel Cermak - Managing Partner
Dr. Andrea Kus Povazanova - Partner

DJIBOUTI

United Trademark &

Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.
Address:  United Trademark & Patent Services
Djibouti Branch Djibouti,
Rue Pierre Pascal, Q. commercial Imm,
Ali Warki, Djibouti
Website: www.utmps.com
Email: Djibouti@unitedtm.com &
unitedtrademark@unitedtm.com
Contact:  Imad & Faima Al Heyari
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DOMINICAN REPUBLIC

Guzman Ariza, Attorneys at Law
Guzman Ariza is the largest law and consulting firm in
the Dominican Republic. Founded in 1927, we have
extensive experience in protecting local and
international clients’ intellectual property rights,
including trademarks, trade names, copyrights, and
patents. We are your one-stop shop for all of your IP
needs in the Dominican Republic.

Our services include: ® Trademarks and trade names
* Patents e Industrial design ® Sanitary ® Copyrights
¢ |P management and IP audit e Litigation

Tel: +1 809 255 0980
Fax: +1 809 255 0940
Website: www.drlawyer.com
Email: info@drlawyer.com

Contact:  Fabio Guzman Saladin, Partner
fabio@drlawyer.com
Leandro Corral, Senior Counsel
Icorral@drlawyer.com

GHANA -NIGERIA - GAMBIA

SN ANKU IP FIRM

SN ANKU IP FIRM is a trusted, experienced all purpose

IP firm. Headquartered in Accra, Ghana, with a strategic
presence in Nigeria, and The Gambia, we offer tailored
services to safeguard our clients’ innovations and ideas. We
are accredited ARIPO Agents covering 22 African countries.
Our Services: IP Litigation & Enforcement

¢ |P Registration & Recordals

 Patents, Trademarks, Industrial Designs and Copyright
* Due Diligence Consulting ® Portfolio Management

Tel: +233 597 237 710 (Ghana)
+234 905 950 8874 (Nigeria)
+220 721 5283 (The Gambia)
+1(332) 257-6448 (USA)

Website: www.snankuipfirm.com

Email: www.snankuipfirm.com

Contact: Name: Sarah Norkor Anku
sarah@snankuipfirm.com

GUATEMALA

Ideas Trademarks Guatemala, S.A.
IDeas is a firm specialized in the defense of intellectual
property rights, offering advice on all kinds of issues
related to them and in the management of portfolios

of distinctive signs and patents, at competitive prices,
in the Central American and Caribbean region.

IDeas is focused on meeting the needs and solving the
problems of its clients, setting clear expectations and
obtaining creative solutions with minimal exposure and
cost-effective. Proactivity has determined our constant
growth and modernization, maintaining a high standard
of quality and satisfaction in our professional services.

Tel: +502 2460 3030
Website:  https://www.ideasips.com/?lang=en
Email: guatemala@ideasips.com

Contact:  Gonzalo Menéndez, partner,
gmenendez@ideasips.com
Gustavo Noyola, partner,
noyola@ideasips.com

KYRGYZSTAN

Vakhnina & Partners

The team at “Vakhnina & Partners” comprises of
highly-qualified patent and trademark attorneys and
lawyers.

We handle our clients’ cases in Kyrgyzstan, Russia,
Armenia, at Eurasian Patent Office, and cooperate
with partners and associates in other Eurasian
countries: Georgia, Belarus, Kazakhstan, Azerbaijan,
Turkmenistan, Uzbekistan, Moldova, Tajikistan.

Our attorneys are members of INTA, FICPI, AIPPI,
LESI, ECTA, PTMG.

Address:  Bishkek, Kyrgyz Republic

Tel: +996-551-655-694

Email: ip@vakhnina.com

Website:  https://www.vakhnina.com

Contact:  Dr. Alexey VAKHNIN and
Mr. Vlad PEROV

LEBANON

United Trademark &

Patent Services

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services
6th Floor, Burj Al Ghazal Building, Tabaris,
P. O. Box 11-7078, Beirut, Lebanon

Website: www.utmps.com

Email: lebanon@unitedtm.com &
unitedtrademark@unitedtm.com

Contact:  Hanadi

PATENT ﬂ{'

Patents and Trademarks

Patent42

Patent 42 is a leading law firm offering a full range of
services in the field of Intellectual Property rights.

Our team of high-qualified patent and trademark
attorneys are entitled to represent client’s interests in
Europe, Luxembourg, France and Belgium.

Patent 42 provides concrete and careful solutions in the
area of patents, trademarks and designs. We support
clients in all stages of elaboration and implementation of
an intellectual property strategy adapted to your needs
at both national and international level.

Wt your q tion is, we will find an
answer for you.

Address: BP 297, L-4003 Esch-sur-Alzette,

Luxembourg
Tel: (+352) 28 79 33 36
Website: www.patent42.com
Email: info@patent42.com

MERIDA

Y ASOCIADOS

Merida & Asociados

The firm provides services throughout the range of
different legal matters, specializing in the banking industry
both nationally and internationally, business law, banking
law, trademarks and patents, litigation, notary law, litigation
and arbitration. We are a very weltknown law firm for
Intellectual Property in Guatemala. Our office serves

clients from abroad, including clients from Europe and

the United States, as well as Japan and other countries.

Address: 20 calle 12-51 “A” zona 10,
Guatemala City, 01010, Guatemala
Armando Mérida, Section 019170,
P.O. Box 02-5339, Miami, Florida,
33102-5339, USA

Tel: (502) 2366 7427
Website:  http://www.meridayasociados.com.gt/en
Email: corporativo@meridayasociados.com.gt

Contact:  Armando Merida

Chandrakant M Joshi
Qur law firm has been exclusively practicing Intellectual
Property Rights matters since 1968. Today, Mr. Hiral
Chandrakant Joshi heads the law firm as the senior most
Attorney. It represents clientele spread over 35 countries.
The law firm conducts search, undertakes registration,
postregistration IP management strategies, IP valuation,
infringement matters, domain name disputes and cyber
law disputes of patents (including PCT applications),
trademarks, industrial designs and copyrights.
Address: 6th Floor, Solitaire-Il, Link Road,
Opp. Infinity Mall, Malad (West),
Mumbai 400 064, India.

Tel: +91 22 28886856 / 57 / 58 / 64
Fax: +91 22 28886859 / 65
Website: www.cmjoshi.com

Email: mail@cmjoshi.com

patents@cmjoshi.com
trademarks@cmjoshi.com

L.S. DAVAR & CO.

We are India’s oldest Intellectual Property and
Litigation Firm. Since 1932, we have been as a
trusted IP partner of Global Large and Mid-size
companies and foreign IP law firms. We have been
widely acknowledged by Govt. of India. In the last

90 years, we have retained number one position in
India in not only filing the Patents, Designs,
Trademarks, Copyright, and Geographical Indications
but also in getting the grants.

Tel: 033- 2357 1015|1020
Fax: 033 - 2357 1018
Website: www.Isdavar.com
Email: mailinfo@Isdavar.in

Contact:  Dr Joshita Davar Khemani
Mrs. Dahlia Chaudhuri

MACAU

IPSOL

IPSOL is a key service line focused on the planning,
registration and management of trademark, patent
and other IP rights portfolios, offering solutions that
enable to maximize the protection of your IP assets in
Macau and worldwide.

Address:  Avenida da Praia Grande, 759,
5° andar, Macau

Tel: (853) 2837 2623
Fax: (853) 2837 2613
Website:  www.ipsol.com.mo
Email: ip@ipsol.com.mo

Contact: Emalita Rocha

MALAYSIA

MarQonsult IP

MarQonsult® was established in February 2002

and is located in Petaling Jaya, nearby the MylPO.
MarQonsult® was founded by Clara C F Yip, who holds
a double degree in law and economics from Auckland
University, NZ. MarQonsult® is synonymous with
effective delivery of services marked by its: quick
response time; in-depth client counselling; affordability
and adaptability; commercially viable IP strategies;
result-oriented approach; and a high rate of success.

Tel: +603 78820456

Fax: +603 78820457
Website: www.marqonsult.com
Email: clara@margonsult.com

Contact: Clara C F Yip (Ms)

MAURITIUS

Yusuf S Nazroo

IP Agent/Consultant

Member of CITMAINTA-APAA-AIPPI

Address: 12 Frere Félix De Valois Street,
Port Louis, Mauritius

Tel: +230 57 14 09 00

Fax: +23021227 93

Website: http://yn-trademark.com

Greetings from
Mauritius the
Rainbow Island

To list
your firm in
this section,

please email
katie@
ctclegalmedia.
com

64 THE TRADEMARK LAWYER

ISRAEL

Gold Patents and Financial
Services (1992) Ltd.

Gold Patents and Financial Services (1992) Ltd. is an
intellectual property solution provider firm that
operates in Israel as well as worldwide. We specialize
in providing evaluation and analyses of IP portfolios;
prosecuting and drafting complex patent, design, and
trademark applications; freedom-to-operate, due
diligence, patentability, validity and infringement
opinions. We provide high quality services and
solutions that support our clients’ business goals and
deliver superior IP services in a timely and cost-
effective manner.

Address: 15 Yohanan Hasandlar St., Haifa 31251
Tel/Fax:  +972-48110007/ +972-46892283
Website: ~ www.gold-patent.co.il

Email: office@gold-patent.co.il

Contact: ~ Marganit Goldraich

JORDAN

United Trademark &

Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.
Address:  United Trademark & Patent Services
Suite 7, 2nd Floor, Chicago Building,
Al Abdali, P.O. Box 925852, Amman,

Jordan
Website: www.utmps.com
Email: jordan@unitedtm.com &

unitedtrademark@unitedtm.com

Contact:  Mrs Fatima Al-Heyari

MEXICO

GOODRICH
RIQUELME
ASOCIADOS

Goodrich Riquelme Asociados
Our staff of attorneys, engineers and computer
specialists help adapt foreign patent specifications and
claims to Mexican law, secure patent inventions and
trademark registrations and maintain them by handling
the necessary renewals. Our computer system, which
is linked to the Mexican Patent and Trademark
Department, permits us to provide our clients with

a timely notice of their intellectual property matters. We
also prepare and register license agreements.

Address: Paseo de la Reforma 265, M2, Col. Y
Del. Cuauhtemoc, 06500 Mexico, D.F.

Tel: (5255) 5533 0040

Fax: (5255) 5207 3150

Website: www.goodrichriquelme.com

Email: mailcentral@goodrichriquelme.com
Contact:  Enrique Diaz

Email: ediaz@goodrichriquelme.com

MEXICO

TOVAR & CRUZ IP-LAWYERS, S.C.

We are a specialized legal firm providing intellectual
property and business law services. Founded in 2009.
The purpose is that our clients not only feel safe,
besides satisfied since their business needs have
been resolved, so, our professional success is also
based on providing prompt response and high quality,
personalized service. “Whatever you need in Mexico,
we can legally find the most affordable way”

Tel: +52 5528621761 & +52 5534516553

Address: Rio Mixcoac No. 25, Floor Mezzanine A,
Crédito Constructor, 03940 Mexico City.

Website:  www.tciplaw.mx

Email: ecruz@tciplaw.mx; mtovar@tciplaw.mx;
contactus@tciplaw.mx

Contact:  Elsa Cruz, Martin Tovar

MOROCCO

United Trademark &

Patent Services

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services
58, rue Ibn Battouta 1er étage,
no 4. Casa Blanca, Morocco
Website: www.utmps.com
Email: morocco@unitedtm.com &
unitedtrademark@unitedtm.com
Contact:  Yawar Irfan Khan
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CTC Legal Media
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NEPAL

Kraya And Partners

We are an independent, full-service IP law firm focused
on providing cost-efficient services to protect, manage,
enforce and evaluate IP Rights in the changing legal
landscape. Our endeavor is to set new benchmarks and
raise existing standards to reflect our passion.

Our practice areas include IP counselling, prosecution,
and litigation. This includes Trademark, Patent, Design,
Copyrights, IP Litigation, Trademark Watch/ TM
Monitoring, Business Management, Domain Registration
and more.

Tel: +977-9851181729 +977-9808370262
Website: www.kraya.com.np
Email: info@kraya.com.np; kraya@kraya.com.np

Contacts: Nabin Khadka, Managing Partner
info@kraya.com.np
Susmita Bhattarai, Associate
kraya@kraya.com.np

ALN Nigeria | Aluko & Oyebode
The IP practice at ALN Nigeria | Aluko & Oyebode is
recognised as a leader in handling patents, trademarks,
copyrights, designs, and related IP litigation in Nigeria. The
Firm's IP team has an extensive trial experience and provides
an incomparable expertise in a variety of IP matters, including
clearance searches, protection, portfolio management, use
and enforcement of trademarks, copyright, patents, design
and trade secrets, licensing, technology transfer (interface
with the National Office for Technology Acquisition and
Promotion), franchising, media law, packaging, advertising,
labelling, manufacturing and distribution agreements, and
product registration with the National Agency for Food and
Drug Administration and Control (NAFDAC).
Website: www.aluko-oyebode.com
Email: AOIP@aluko-oyebode.com
Contacts: Uche Nwokocha (Partner):
Uche.Nwokocha@aluko-oyebode.com
Tel: +234 703 400 1093
Regina Onwumere (Senior Associate)

United Trademark &

Patent Services

International Intellectual Property Attorneys

United Trademark and Patent Services is a leading firm

of lawyers and consultants specializing in Intellectual

Property (IP) Rights and Issues. Our services include

searching, filing, prosecution, registration, licensing,

franchising, transfer of technology, arbitration, dispute

resolution, enforcement & litigation, anti-counterfeiting,

due diligence and counselling.

Address: Suite No. 702, 7th Floor, Commercial
Centre, Ruwi Muscat, Sultanate of Oman,
P. O. Box 3441, Postal Code 112 Ruwi,
Sultanate of Oman

Website: www.utmps.com

Email: oman@unitedtm.com &
unitedtrademark@unitedtm.com

Contact: S.Magbool & T.F. Khan

KHUSAINOV KHOMYAKOV

KHUSAINOV KHOMYAKOQV is a full-service IP law firm
with offices in Kazan (Russia) and Istanbul (Tiirkiye),
providing services to clients in Russia and Eurasia.
We specialize in a range of services, including filing
and prosecuting trademark and patent applications,
handling registration and protection of rights to
designs, software, and copyrights, conducting patent
and trademark searches, handling IP legal disputes,
and supporting transactions with IP rights.

Tel: +7 843 21500 55
Web: https://en.khp.legal/
Email: info@khp.legal

Contact: Ramzan Khusainov, LL.M.,
Managing Partner
Anton Khomyakov, Ph.D.,
Senior Partner

Vakhnina and Partners
The team at “Vakhnina & Partners” comprises of highly-
qualified patent and trademark attorneys and lawyers.

Major areas of expertise of our patent team: Chemistry,
Pharmaceuticals, Biotechnology, Biochemistry, etc.

We handle our clients’ cases in Russia, Armenia,
Kyrgyzstan, at Eurasian Patent Office, and cooperate
with partners and associates in other Eurasian countries:
Georgia, Belarus, Kazakhstan, Azerbaijan, Turkmenistan,
Uzbekistan, Moldova, Tajikistan.

Our attorneys are members of INTA, FICPI, AIPPI, LESI,
ECTA, PTMG.

Address: Moscow, Russia

Tel: +7-495-946-7075
Website:  https://www.vakhnina.com
Email: ip@vakhnina.com

Contact:  Dr. Tatiana VAKHNINA
Dr. Alexey VAKHNIN

SAUDI ARABIA

United Trademark &

Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.
Address:  30th Street, Olaya Opposite to Madarris
Al Mustagbil, P.O. Box 15185,
Riyadh 11444, Kingdom of Saudi Arabia
Website: www.utmps.com
Email: saudia@unitedtm.com &
unitedtrademark@unitedtm.com
Contact:  Dr.Hasan Al Mulla &
Justice R Farrukh Irfan Khan

PAKISTAN

Bharucha & Co.

Bharucha & Co., established in 1948, is one of
Pakistan’s oldest and most respected law firms.

It serves a diverse global clientele across trade,
commerce, industry, and government, with a strong
presence in North America, Europe, Asia, the Middle
East, and the Far East. Renowned for its high rankings
by legal rating organizations, the firm offers a wide
range of legal services including intellectual property,
family law, non-profit organization law, company law,
real estate, property law, franchising, and litigation.

Tel: +92 21 3537 9544

Fax: +92 21 3537 9557-58
Website: www.bharuchaco.com
Email: email@bharuchaco.com

Contact: Mohammad Fazil Bharucha,
Tayseer Fazil Bharucha

PAKISTAN

United Trademark &

Patent Services

International Intellectual Property Attorneys
specialising in Trademarks, Patents, Designs,
Copyrights, Domain Name Registration, Litigation &
Enforcement services.

Address: 85 The Mall Road, Lahore 54000,

Pakistan
Tel: +92 42 36285588, +92 42 36285590,
+92 42 36285581, +92 42 36285584
Fax: +92 42 36285585, +92 42 36285586,
+92 42 36285587
Website:  www.utmps.com & www.unitedip.com
Email: unitedtrademark@unitedtm.com

Contact:  Yawar Irfan Khan, Hasan Irfan Khan

POLAND

FGGH IT*

FGGH IP Patent and Law Firm
The team of FGGH IP Law Office consists of patent
attorneys and attorneys at law who represent clients
before the competent offices and provide services
related to obtaining and enforcing exclusive rights to
inventions, utility models, trademarks, industrial designs,
validation of EP patents. We represent clients in IP
infringement proceedings before Polish and EU
administrative/civil courts, including the UPC. Located in
three the biggest cities in Poland: Warsaw, Gdansk and
Cracow.
Tel: +48 570 055 598 Alicja, Cracow

+48 508 296 773 Piotr, Warsaw

+48 664 706 048 Helena, Warsaw

+48 530 163 922 Iwona, Gdansk
Website: www.fgghip.com
Email: contact@fgghip.com
Contact: Helena Gajek,

lwona Plodzich-Hennig

SLOVAKIA

Boldiz Law Firm s.r.o.

Boldiz Law Firm is a boutique law firm which provides
high quality services and solutions that support client’s
needs in national (Slovak) and European trademark &
design law in a cost-efficient way.

We are a full-service brand protection law firm, qualified
to assist with all types of legal services

related to trademarks and designs, such as
registrations, oppositions, litigation, IP enforcement
services and many others.

Tel: +421 915 976 275
Website:  www.boldiz.com/en
Email: info@boldiz.com

Contact:  Dr. Jan Boldizsar

SRI LANKA

Julius & Creasy

Julius and Creasy is one of the oldest civil law firms in
Sri Lanka. Founded in 1879, the firm has established
itself on rich tradition and the highest professional
principles. Julius and Creasy's wealth of expertise and
experience in a wide range of specialised fields of
Law enables it to offer innovative legal and business
solutions to a diverse, sophisticated and high-profile
clientele. The Intellectual Property practice of the firm
includes enforcement, management and transactional
matters. The firm has acted for several Fortune 500
companies and is Sri Lanka correspondent of several
firms in Europe, USA and Asia.

Address: No. 371, R A De Mel Mawatha,
Colombo 3, SrilLanka

Tel: 94 11-2336277
Website: www.juliusandcreasy.com
Email: anomi@juliusandcreasy.lk

Contact:  Mrs Anomi Wanigasekera

SRI LANKA

United Trademark &

Patent Services

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address: U.T.P.S Lanka (Pvt) Ltd
105, Hunupitiya Lake Road,
Colombo - 2, Sri Lanka

Website: www.utmps.com

Email: srilanka@unitedtm.com &
unitedtrademark@unitedtm.com

Contact:  Krishni & M.F. Khan

POLAND

LION & LION Kancelaria
Patentowa Dariusz Mielcarski

We offer:
- afullrange of services related to patents,
utility models, designs and trademarks in Poland
as well as Community Designs and
European Trademarks in the EU
cooperation with patent agencies in all PCT countries
preparation of patent applications from scratch
for filing in the USA
validations of EU patents in Poland,
annuity payments

Tel: +48 663 802 804
Website: www.LIONandLION.eu
Email: patent@lionandlion.eu

Contact: Dariusz Mielcarski,
Patent and Trademark Attorney

POLAND

Sigeon IP, Grzelak & Partners
Sigeon IP, Grzelak & Partners are professionals
specializing in the protection of intellectual property
rights, as well as in broadly defined patent, trademark,
design, legal, IP- related business, management and
strategic consulting. Thanks to the close cooperation
within one team of the Polish and European Patent &
Trademark Attorneys, Attorneys-at-Law and business
advisors, we offer the highest quality “one-stop-shop”
service in Poland and Europe.

Tel: +48 22 40 50 401/301
Fax: +48 22 40 50 221
Website: www.sigeon.pl/en
Email: ip@sigeon.pl

Contacts: anna.grzelak@sigeon.pl (patents,
management & international cooperation)
tomasz.gawrylczyk@sigeon.pl
(trademarks, designs & legal)

QATAR

United Trademark &

Patent Services

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  Ahmed Al-Misnad Building, Building No. 241,
2nd Floor, Office 9, Street No. 361,
Zone No. 37, Mohammad Bin Thani Street,
Bin Omran P.O.Box : 23896 Doha

Website:  www.utmps.com

Email: gatar@unitedTM.com &
unitedtrademark@unitedtm.com

Contact: Ahmed Tawfik & M.Y.l. Khan

| SWEDEN
fenixlegal

INTERNATIONAL PATENT AND LAW FIRM

Fenix Legal

Fenix Legal, a cost-efficient, fast and professional
Patent and Law firm, specialized in intellectual
property in Europe, Sweden and Scandinavia. Our
consultants are well known, experienced lawyers,
European patent, trademark and design attorneys,
business consultants, authorized mediators and
branding experts. We offer all services in the IP field
including trademarks, patents, designs, dispute
resolution, mediation, copyright, domain names,
IP Due Diligence and business agreements.

Tel: +46 8 463 50 16
Fax: +46 8 4631010
Website: www.fenixlegal.eu
Email: info@fenixlegal.eu
Contacts: Ms Maria Zamkova
Mr Petter Rindforth
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TAIWAN, ROC

Deep & Far Attorneys-at-law

Deep & Far attorneys-at-law deal with all phases of
laws with a focus on IPRs, and represent some
international giants, e.g. InterDigital, MPS, Schott
Glas, Toyo Ink, Motorola, Cypress. The patent
attorneys and patent engineers in Deep & Far normally
are generally graduated from the top five universities
in this country. More information regarding this firm
could be found from the website above-identified.

Address: 13 Fl., 27 Sec. 3, Chung San N. Rd.,
Taipei 104, Taiwan

Tel/Fax:  886-2-25856688/886-2-25989900

Website: www.deepnfar.com.tw

Email: email@deepnfar.com.tw

Contact: C.F. Tsai, Yu-Li Tsai

TAIWAN

TOP TEAM INTERNATIONAL
PATENT AND TRADEMARK OFFICE

TOPTEAM's trademark practice supports all areas of
brand protection for a trademark’s full lifespan. We
counsel clients on trademark selection, adoption and
filing strategies — and the correct enforcement options
- from the earliest stages.

Our experience handling complex foreign and
domestic trademark issues allows us to preemptively
address potential risks and avoid unwanted problems
during prosecution or post-registration proceedings.

Tel: +886.2.2655.1616

Fax: +886.2.2655.2929

Website:  https://www.top-team.com.tw
Email: trademark@top-team.com.tw

Contact:  Lydia Wong, Principal Attorney at Law
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TANZANIA

Bowmans Tanzania Limited
Bowmans Tanzania Limited offers full IPR services in
Tanzania and the and the rest of countries in the

East Africa and ARIPO region member states. We have
an experienced team of lawyers headed by Audax
Kameja, a Senior Partner of 35+ years of experience,
and Francis Kamuzora, with an experience of 15+
years. We have been a firm of choice, and have a
track record in advising and representing some of the
biggest and prestigious brand owners in IPR litigation
and in other non-contentious transactions.

Website: www.bowmanslaw.com
Email: francis.kamuzora@bowmanslaw.com
Contacts: Francis Kamuzora

Audax Kameja

TANZANIA

United Trademark &

Patent Services

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services
Shauri Mayo Area, Pugu Road,
Dar-Es-Salaam, Tanzania

Website: www.utmps.com

Email: tanzania@unitedtm.com &
unitedtrademark@unitedtm.com

Contact: MrImad & Fatima Al Heyari

UNITED ARAB EMIRATES

Marks n Brands

Intellectual Property

MnB IP is a specialized IP firm providing high quality
services including the registration and maintenance of
trademarks, industrial designs, patents and copyrights
in the United Arab Emirates, Saudi Arabia, Oman,
Bahrain, Kuwait and across the MENA (Middle East &
North Africa) region for both the individual and
corporate clients. We are committed to provide high
quality professional services through personal
attention to the clients’ needs.

Tel: +971 56 936 7973

Website: www.marksnbrandsip.com
Email: info@marksnbrandsip.com
Contact:  Mahin Muhammed

United Trademark &

Patent Services

International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm
of lawyers and consultants specializing in Intellectual
Property (IP) Rights and Issues. Our services include
searching, filing, prosecution, registration, licensing,
franchising, transfer of technology, arbitration, dispute
resolution, enforcement & litigation, anti-counterfeiting,
due diligence and counselling.

Address:  United Trademark & Patent Services
Suite 401-402, Al Hawai Tower,
Sheikh Zayed Road, P.O. Box 72430,
Dubai, United Arab Emirates

Website: www.utmps.com

Email: uae@unitedtm.com &
unitedtrademark@unitedtm.com

Contact:  M.F.l. Khan, SM. Ali & Maria Khan

ElMar-IP Agency

EIMar{P Agency was founded in 2010 and specializes
in the intellectual property rights protection in Ukraine.
Providing of services by specialists with more than
15 years’ experience, professional competence and
education, competitive prices with client budget
orientation allow us to provide our clients with the range
of IP services including representation before the
Trademark and Patent Office, the Board of Appeal and
in court procedures.

Tel: +38 093 587 91 25

Website:  https://elmar-ip.com/

Email: elmarip33@gmail.com
clients@elmar-ip.com

Contact:  Mrs. Elvira Volkova

Mrs. Julia Postelnik

Pakharenko & Partners

Pakharenko & Partners provides full IP service coverage
in Ukraine, CIS countries and Baltic states and has
offices in Kyiv and London. We pride ourselves on an
exclusive expertise and experience in the fields of IP law,
anti-counterfeiting and anti-piracy, pharmaceutical law,
competition law, advertising and media law, corporate
law, litigation and dispute resolution.

Address: P.0.Box 78, 03150 Kyiv, Ukraine
Visiting:  Business Centre ‘Olimpiysky’,
72 Chervonoarmiyska Str.,
Kyiv 03150, Ukraine
Tel: +380(44) 593 96 93
Fax: +380(44) 451 40 48
Website: www.pakharenko.com
Email: pakharenko@pakharenko.com.ua
Contact:  Antonina Pakharenko-Anderson

Alexander Pakharenko

VIETNAM

ELITE LAW FIRM

ELITE LAW FIRM is very pleased to assist our esteemed
clients in Registration of their Intellectual property rights
Safely, Effectively and Handle IP Rights disputes Quickly
So that Clients can Do Business Strongly and
Successfully Develop.

Tel: (+84) 243 7373051

Hotline:  (+84) 988 746527

Website:  https://lawfirmelite.com/

Email: info@lawfirmelite.com

Contact:  Nguyen Tran Tuyen (Mr.)
Patent & Trademark
Attorney

tuyen@lawfirmelite.com

Hoang Thanh Hong (Ms.)
Manager of IP Division
honght@lawfirmelite.com

VIETNAM

Pham & Associates

Established in 1991, staffed by 110 professionals
including 14 lawyers and 34 IP attorneys, Pham &
Associates is a leading IP law firm in Vietnam. The firm
has been being the biggest filers of patents,
trademarks, industrial designs and Gls each year

and renowned for appeals, oppositions, court actions,
out-of-court agreements and handling IP infringements.
The firm also advises clients in all aspects of
copyright and other matters related to IP.

Tel: +84 24 3824 4852

Fax: +84 24 3824 4853

Website: www.pham.com.vn

Email: hanoi@pham.com.vn

Contact: Pham Vu Khanh Toan, Managing

Partner,
General Director
Tran Dzung Tien, Senior IP Consultant

VIETNAM

Tri Viet & Associates

Tri Viet & Associates is a registered and fully licensed IP
& LAW FIRM based in Hanoi, Vietnam. The firm provides
a full range of IP services, strongly focuses on PATENT
and PCT services, in a wide range of industries and
modern technologies, in Vietnam, Laos, Cambodia,
Myanmar, and other jurisdictions upon client’s inquiries.
Tri Viet & Associates is a member of AIPPI, INTA,
APAA, VBF, HBA, VIPA.

Tel: +84-24-37913084
Fax: +84-24-37913085
Website:  www.trivietlaw.com.vn
Email: info@trivietlaw.com.vn
Contact:  Nguyen Duc Long (Mr.),
Managing Partner,
Reg. Patent & Trademark Attorney
Linkedin:  https://www.linkedin.com/in/

longnguyen-tva
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nc mm— CORNER STONE

CORNER STONE -
& PARTNERS

CORNER STONE & PARTNERS,
Winner of Trademark Lawyer Top 10
Trademark Firms in China 2024, isa
boutique law firm established in 2010
specializing in intellectual property
matters. Our team of experienced
professionals are dedicated to
delivering quality services and
solutions to address our clients’ IP
needs in China.

Key Practices:
Patent

Litigation

Copyright
Trademark

Domain Name
Anti-infringement &
Anti-counterfeiting

Contact us

Tel.: +86 10 84464600
Fax: +86 10 84464908
Email: law@cornerstoneip.com.cn
Web: www.cornerstoneip.com.cn

Address: 1905-6 Tower B, TYG Center, No.2,

Dongsanhuan North Road, Chaoyang
District, Beijing 100027, China

A Foundation to Your Success

CORNER STONE & PARTNERS
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