
TrademarkTrademark
GLOBAL REACH, LOCAL KNOWLEDGE

The  Issue 3 2023

 www.trademarklawyermagazine.com

Celebrating 10 years of 
The Trademark Lawyer
magazine! 

 Lawyer

Whose ARMOUR 
is stronger?  

Page 44

Generative AI - 
apocalypse or 
opportunity?
Page 8

An interview 
with Verizon

Page 12

PAC IF IC

ASIA

Law firmRANKINGS

Front cover_TML3_v3.indd   1Front cover_TML3_v3.indd   1 19/06/2023   12:5219/06/2023   12:52

http://www.trademarklawyermagazine.com


CTC Legal Media THE TRADEMARK LAWYER

THE TRADEMARK 
LAWYER
Issue 3 2023
Editor
Faye Waterford
faye@ctclegalmedia.com

Publishing Director
Chris Dooley
chris@ctclegalmedia.com

Advertising Enquiries
Katie Kerr (Publishing Executive)
katie@ctclegalmedia.com

Ranjana Suresh (Publishing Executive)
ranjana@ctclegalmedia.com

Editorial Assistant
Ellen Peet
ellen@ctclegalmedia.com

Subscription Enquiries
subscriptions@ctclegalmedia.com

Accounts Enquiries
accounts@ctclegalmedia.com

Published by:
CTC Legal Media Ltd,
23 Hedgers Way, Kingsnorth,
Ashford, Kent TN23 3GN
Tel: +44 (0)20 7112 8862
Fax: +44 (0)20 7084 0365

Design and Repro by:
Design and Printing Solutions Ltd
Unit 45C, Joseph Wilson Industrial 
Estate, Whitstable, Kent CT5 3PS

Printed by:
Pureprint Group, Crowson House,
Bolton Close, Bellbrook Park, 
Uckfield, East Sussex TN22 1PH
Whilst every effort has been made to ensure that the 
information contained in this journal is correct, neither 
the editor, contributors or CTC Legal Media can 
accept any responsibility for any errors or omissions 
or for any consequences resulting therefrom.
© CTC Legal Media 2020, and contributors. The contents 
of this journal are protected under the copyright law 
of the United Kingdom, the Berne Convention and the 
Universal Copyright Convention. Any unauthorised 
copying of the journal may be in breach of both civil and 
criminal law. Infringers will be prosecuted.

ISSN 2053-3829

THE TRADEMARK

TrademarkTrademark
GLOBAL REACH, LOCAL KNOWLEDGE

The
 Issue 3 2023

 www.trademarklawyermagazine.com

Celebrating 10 years of 

The Trademark Lawyer

magazine! 

 Lawyer

Whose ARMOUR 
is stronger?  

Page 44Generative AI - 

apocalypse or 

opportunity?
Page 8

An interview 
with Verizon

Page 12

PAC IF IC

ASIA

Law firmRANKINGS

Front cover_TML3_v3.indd   1

19/06/2023   12:5219/06/2023   12:52

3

Welcome to our 10th anniversary edition of The Trademark Lawyer 
magazine. We would like to take the opportunity to thank our 
readers and clients for your continued support of the magazine 

throughout the years; we look forward to continuing these relationships for 
many more years to come! 

This issue is packed full of hot topics including an assessment of whether 
generative AI is an opportunity or an apocalypse for IP as we know it; an 

analysis of AI’s use of copyrighted 
works; a review of the recent 
UNDER ARMOUR case that saw 
conflict between two apparel 
brands; an update on trademark 
warehousing in China; an 
innovative solution for trademark 
lifecycles; and much more! 

Our guest interviewee this 
issue is Patrick Flaherty, Senior 
Managing Associate General 
Counsel of IP Law & Policy Group 
at Verizon, in which he discussed 

the value of branding for technological innovators and the importance of 
diverse counsel. 

Our Women in IP Leadership segment features Maria Cecilia, Partner at 
CorralRosales, and Tomoe Takahashi, Partner at Hogan Lovells Japan. 
Contact us to find out how you can support the segment. 

Don’t forget to subscribe to our newsletter to stay up-to-date with the latest 
IP news.

Enjoy the issue!

Faye Waterford, Editor
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An assessment 
of whether 

generative AI is 
an opportunity or 

an apocalypse for IP.
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The Trademark Lawyer educates and informs professionals working in the industry by 
disseminating and expanding knowledge globally. It features articles written by people 
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resources as infringers. 
The same technology that 
makes it easier to infringe also 
makes it easier to find, catalogue, and 
take enforcement action against infringement. 

Fear and fundamentals  
So the fear is that these advancements in AI will 
result in new types of infringement and misap-
propriation. Will that happen? Absolutely. However, 
the fundamentals for how to address these issues 
are the same as they’ve always been.  Provided 
that rights holders are willing to invest in new AI 
technologies the same way infringers are, with 
specific expertise and purpose, the task of using 
these fundamentals to attack and remove infringe-
ments will be no less onerous than they are 
today. It’s quite possible that AI technology will 
make it easier to identify infringements, and AI 
can be trained and tasked with removing the 
content. 

The foundation of every IP enforcement program 
is a collection of intellectual property registrations. 
Trademark registrations should be comprehensive 
and accurate, and each mark and variation 
thereof, should have its own registration. Common 
law rights are an important aspect of the US 
legal system, but they are very difficult to use 
for different kinds of enforcement, and many 
online platforms only work with federally registered 
trademarks. Therefore, rights holders anxious 

about being proactive 
should be disciplined and 

creative about filing new 
applications on all types of trademarks. 

Copyright registrations should be pursed in 
the same manner as trademarks, i.e., thoughtful 
registrations for each important piece of original 
content, updated regularly as needed, and 
consistently checked against new content. Not 
every creative work of a company should be 
registered, but any creative work that is important 
to a company’s brand or products should have 
a registration. Failure to seek registrations may 
severely limit a company’s ability to enforce its 
rights online and will hinder or completely prohibit 
the availability to recover certain statutory remedies.  

While the focus of this article is on trademarks 
and copyrights, patents (both design and utility) 
should not be overlooked. In fact, there are 
significant overlaps between design patents, 
copyrights, and trademarks, and the rights of 
these three types of intellectual property comple-
ment each other well. For example, while 
copyright law has typically been the avenue for 
protecting graphical interfaces, such as web 
pages or program pages, a current trend of seeking 
protection on certain layout features is to seek 
both copyright and design patent protection. 

When possible, overlapping different types of 
intellectual property is advised. Taking a holistic 
and overlapping approach to IP protection will 

Is 
generative 
AI an 
apocalypse 
for rights 
holders? 
Or could 
it be an 
opportunity?

”

“
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Commencing with the Constitution, Article 
I Section 8, Clause 8, known also as the 
“IP Clause”, intellectual property has 

always been fundamental to United States 
commerce and the United States’ economy. 
Abraham Lincoln stated that the patent system 
“added the fuel of interest to the fire of genius in 
the discovery and production of new and useful 
things.” Once those innovations and creative works
are released into the marketplace, producers 
identify their creations with trademarks, thus 
making “effective competition possible in a complex,
impersonal marketplace by providing a means 
through which the consumer can identify products 
which please him and reward the producer with 
continued patronage.”1

As online and digital commerce expands and 
increases in complexity, and as tools and tech-
nology advance and become easier to access 

and use, the opportunity to misappropriate and 
misuse intellectual property also increases. One 
area of significant advancement is in artificial 
intelligence like machine learning and generative
AI. While it has always been possible for infringers
to copy and confuse, with advances in AI an 
infringer can, within a matter of minutes, create 
a website, online store, or online marketplace, 
and begin selling infringing and counterfeit 
goods to unsuspecting or deal-hunting consumers. 
These fake products and websites are also 
improving in quality where even highly sophisti-
cated consumers find themselves purchasing 
unauthorized and infringing products.  

These advances, along with the growing 
anonymity of the internet post-GDRP leaves some
companies and intellectual property practitioners
scrambling to protect the rights in their care. 

Recognizing that laws are slow to change and 
technological innovation like generative AI can 
render new laws outdated by the time they are 
enacted, a significant question arises – is 
generative AI an apocalypse for rights holders? 
Or could it be an opportunity? 

Not unlike technological improvement scares 
in the past, such as advancements of 3D printing,
it’s unlikely that many of the slippery-slope 
arguments and fear-based predictions about 
the death of intellectual property will come to 
fruition. Instead, rights holders should recognize 
that they too have access to the same tools and 

Generative AI and 
intellectual property – 
apocalypse or 
opportunity?

Rhett Barney

GENERATIVE AI AND IPR

Rhett Barney, Partner at Lee & Hayes, details the risks associated with a 
technological revolution while highlighting the available benefits that new 
technologies can offer in the plight to protect IP rights. 

1 Smith v. Chanel, Inc. 402 

F.2d 562, 566 (9th Cir. 

1968).

Résumé
Rhett Barney, Partner 
Rhett’s practice includes advising clients on worldwide trademark and 
copyright protection and enforcement strategies, the selection and 
clearance of trademarks, and the management of global portfolios. 
He works with clients to obtain domestic and foreign trademark 
registrations, handles trademark opposition and cancellation 
proceedings, and negotiates licenses and other intellectual property 
transactions.
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party that posted the item (if you can find contact
information) or sending a demand or takedown 
letter to eBay. However, nearly all online market-
places have intellectual property takedown 
tools and policies. Sometimes these tools are 
built into the system and are automated, other 
times they are found in the form of a policy. 
Before sending demand letters to the online 
marketplaces, rights holders should research what
options the platform provides. With generative 
AI, a program can be created by the rights 
holder or a third-party service provider to track 
down infringing listings, catalog them, group them,
and even submit the takedown notices through 
these existing tools. So while some of these 
machine-learning enforcements are already 
happening at a basic level, as rights holders get 
more creative and sophisticated the tools and 
processes will get better and better. There is also
a hope that these marketplaces will implement 
generative AI to learn from the takedown requests
of rights holders that will then flag potential 
infringements within their own systems. While 
there is no legal requirement for marketplaces 
to do this, and their liability could increase by 
doing so, some may do it to demonstrate to 
rights holders that they are taking steps to stop 
and prevent the posting of infringing products.

Educate your consumers 
Though not a legal mechanism, rights holders 
should be very proactive in educating their 
customers about infringing and counterfeit goods.
Consumers may not understand the health and 
safety risks associated with purchasing these 
goods, and they may not understand how detri-
mental some of these goods are to the health 
of the company that they are in some ways 
supporting. So, the importance of a strong 
education campaign can go a long way with 
consumers. The more educated consumers are, 
the less likely they will be to purchase infringing 
and counterfeit goods, so it is in everyone’s 
interest to help develop these educational 
campaigns. 

Conclusion 
The economy is driven in large part by the 
intellectual property of companies and 
individuals. As technological advancements 
continue to create opportunities for free riders 
to profit from those properties, companies 
should invest in developing their own tools 
utilizing that same technology to protect their 
(hopefully) already robust intellectual property 
portfolio. 

Europe & Africa IP Law Firm

www.inventa.com info@inventa.com

Protecting Intelligence®
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”

“With generative AI, a program can 
be created by the rights holder or a 
third-party service provider to track 
down infringing listings, catalog 
them, group them, and even submit 
the takedown notices.

GENERATIVE AI AND IPR

AI became a concern, and there are already 
mechanisms in place to deal with them. Using 
AI to address infringements simply makes life 
easier for rights holders. For example, with copycat 
websites, defined as websites selling counterfeit 
or otherwise infringing products, where the 
website is identical to, or nearly indistinguishable 
from the authentic website. With AI, these sites 
can be flagged and grouped together with the 
speed and level of precision that was previously 
never possible. Subsequently, all the standard 
mechanisms for enforcement are still available 
— demand letters, webhost takedown requests, 
DMCA takedown notices, terms of service 
violation takedown notices, UDRP proceedings, 
and traditional litigation that typically results in 
an infringer that never responds and receives a 
default judgement. None of these actions 
require knowledge of the creator of the content 
to institute them, and all of them have a place in 
a robust enforcement program. 

Another example to consider is infringement 
occurring on online marketplaces. An online 
marketplace is an e-commerce website where 
product or service information is provided by 
multiple third parties, and the transactions are 
processed by the marketplace operator. There 
are thousands of online marketplaces, the 
largest of which include eBay, Amazon, Etsy, 
Alibaba, Wishlist, Walmart.com, JD.com and 
Taobao. Possible tools for online marketplace 
enforcement are similar to those noted above 
and include sending a demand letter to the 

not only provide a company with valuable 
assets that it can leverage for multiple purposes, 
but it will also provide flexibility and options 
when taking enforcement actions. 

Types and examples of AI 
generated infringement 
The types and manners in which infringements 
occur online are numerous: hidden metatags and 
metadata, use of trademarks in domain names 
(aka cybersquatting), linking and back-linking, 
file sharing and torrent sites, copycat and other 
infringing websites, e-commerce platforms selling 
counterfeit and infringing goods, and sales 
through social networking sites, etc. All these 
types of infringement have existed since before 
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How, if at all, do you think the 
developments of Web3 will affect 
Verizon’s IP strategy?
Not surprisingly, bad actors will always try to 
infringe on trademark rights in the metaverse 
and other developments of Web3 so we are 
monitoring for infringement and keeping a close 
eye on litigation, like the lawsuits filed by Hermes 
and Nike. We already own many trademark 
registrations in Classes 9, 35, and 41 so we don’t 
see the need to file new trademark applications 
to protect goods and services in those classes.

Under what circumstances does Verizon 
use outside counsel and why? 
My team and I try to do as much work as possible 
in-house but we still see a need to use outside 
counsel. In the US, we primarily use outside counsel 
to help us conduct trademark legal clearances 
based on the high volume of clearance requests 
with short deadlines we get from time to time. 
In situations like that, it’s not possible to handle 
all of that work in-house. For international 
matters we use a blended approach of using US 
outside counsel and/or local foreign counsel. 
For example, we use US outside counsel to help 
us coordinate global trademark clearance, filing 
and prosecution matters, and sometimes foreign 
infringement matters. In certain countries where 
we have a lot of experience enforcing our 
trademarks and have a good understanding of 
the local law, we work directly with local foreign 
counsel. When it comes to domain name 
infringement, we have created in-house our 
own template Uniform Domain Name Dispute 
Resolution Policy (UDRP) complaints to file with 
WIPO using its UDRP complaint model. This has 
significantly reduced the cost of going the 
UDRP route to chase after cybersquatters. We 
ask for help from outside counsel in situations 
when we need to file a reply to any response 
from a respondent. Most respondents in a UDRP 
proceeding default, thankfully.

What attributes do you value most in 
outside counsel? 
Diversity is important. Diversity of people provides 
us with diversity of thought. We look to work 
with skilled and strategic attorneys who can help 
us craft business-oriented solutions to our 
trickiest IP issues. It’s important that outside 
counsel is responsive and personable, listens 
carefully to our problems, understands our 
concerns, and calibrates their recommendations 
and work product appropriately. Practical legal 
advice is what we need. When it comes to resolving 
disputes and enforcement matters, we want 
outside counsel to tirelessly defend our brands 
against bad actors. We look for a trusted advisor, 
someone who can work hand-in-hand with us 

to achieve our internal and external business 
goals.

How does Verizon optimize its watch and 
takedown services for brand protection? 
We rely heavily on watch and takedown services 
for brand protection. You can’t expect to find 
infringement, abuse, phishing, etc. without it. 
We review watch notices that we receive daily 
and weekly and take action quickly. We use 
takedown services that help with addressing 
phishing, malware, and brand abuse. Having a 
fast takedown time reduces the impact on a 
brand’s reputation. We send demand letters from 
in-house. We ask US outside counsel to send 
demand letters. We ask foreign counsel to 
investigate infringement matters and send 
demand letters on our behalf. We draft and file 
UDRP complaints in-house. We instruct foreign 
counsel to file lawsuits, when necessary. We 
have a zero tolerance when it comes to misuse 
of our trademarks. We also regularly review the 
list of brands that we watch for to ensure the list 
is up to date.  Sometimes we add brands as a result 
of an acquisition or remove them in the case of 
a divestiture. Verizon recently purchased Tracfone 
Wireless, Inc. and as part of the integration for 
that company we added all of its brands to our 
watch and takedown services.

What advice would you give to aspiring IP 
lawyers with a tech focus? 
Know that change is a constant and embrace it. 
Getting to work on cutting-edge technology is 
very exciting, especially when you get to see it 
later being used by consumers. You will also 
continue to learn on the job by seeing how 
existing and new laws are applied to new 
technologies. There is nothing monotonous about 
my job. From clearances, to infringements, to 
agreements, you name it, every day is different. 

What future digital development are you 
most looking forward to using and why? 
Any future development that provides access 
to WHOIS or domain name registration data, 
whichever term you prefer. The lack of access to 
WHOIS data has dramatically impacted our 
ability to go after bad actors who take advantage 
of our trademark rights. As a result of the GDPR 
we are left having to complain to registrars and 
registries and use the UDRP more often. We 
recently won our largest ever UDRP decision 
at WIPO involving over 70 domain names. We 
currently have seven UDRP WIPO proceedings 
pending.

Diversity 
of people 
provides 
us with 
diversity 
of thought.  
We look to 
work with 
skilled and 
strategic 
attorneys 
who can 
help us craft 
business-
oriented 
solutions to 
our trickiest 
IP issues.
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What inspired your career in law and how 
have you found the pathway to your current 
position? 
My undergraduate degree at the University of 
Galway in Ireland was in Corporate Law and as 
part of that degree program I took a course in 
intellectual property. I became fascinated with 
how IP can create a corporate identity both in 
terms of a company’s name or brand and what 
a company offers to consumers. When I completed
my LL.B I skipped the law firm route and instead 
started working for Verizon in New York. There 
my job focused on patent licensing and litigation.
Later I switched to working on trademarks, 
copyrights, and domain names, which has remained
my focus ever since.

What motivated your switch from patent 
licensing and litigation to trademarks, 
copyrights and domain names? How did you 
have to adapt your skills to fit the change? 
I switched when there was an opportunity to 
help another attorney with trademarks, copyrights,
and domain names because of the high volume 
of work we had in the legal department. However,
it meant having to move from New York to 
Virginia. The option to do the work remotely in 
New York didn’t exist back then.

I had studied trademarks and copyrights at 
university in Ireland but I had to learn how 
US law worked. The domain names part was 
completely new to me. To learn all of these new 
areas of IP I just threw myself into the work and 
read everything that I could find on trademarks, 
copyrights, and domain names. Going back to 
law school also helped. I applied for an LL.M in 
IP at the George Washington University School 
of Law and completed the degree on a part-time

basis over one and a half years. It made for very 
long days at times. I would work all day at our 
Virginia office and then jump on the metro to 
get to class at night on the GW campus in 
Washington, DC. I had always wanted to further 
my legal studies and do an LL.M so this all seemed
worth doing and, more importantly, I enjoyed it. 

What role does branding play in technology 
and innovation and why is it so important? 
A brand can represent the entire identity of a 
business, including its technology and innovation.
It’s super important. Brands are all around us 
and even more so today with the use of social 
media. Consumers are constantly being exposed 
to brands. Branding is a vital part of business. It 
allows a business to differentiate itself from its 
competitors. Every brand wants to be recognizable
to consumers and in the most positive way. There’s
a huge amount of competition in the world 
today with new technologies and innovations 
launching all of the time. Brands are also getting 
older younger. It no longer takes one hundred 
years to become as famous as, say, Coca-Cola 
or Levi’s. I like seeing how brands are created 
and how they evolve and change over time. The 
Verizon brand was created in 2000 as a result of 
the merger between Bell Atlantic and GTE. The 
name derives from the words veritas and horizon. 
The logo remained the same for 15 years until 
2015. 

Our new brand identity is different but it still 
keeps the best elements of Verizon’s heritage, 
represented by its colors and the “checkmark” 
design. The new brand is definitely cleaner, and 
the checkmark, the symbol for getting things 
done, continues to express the reliability of 
Verizon. 

An interview with Patrick 
Flaherty: Senior Managing 
Associate General Counsel of 
IP Law & Policy Group, Verizon

Patrick Flaherty

AN INTERVIEW WITH VERIZON

Patrick sits down with The Trademark Lawyer to discuss his experiences 
at Verizon, the value of branding for technological innovators, and the 
importance of having diverse outside counsel. 
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The time comes in the life of all trademarks 
that they no longer have the same pull as 
they once did. Maybe the product has 

fallen out of fashion, maybe the name needs to 
go as part of a rebrand or a company decides to 
drop a range of products and no longer needs 
the marks. What is the future for the now 
no-longer-needed marks? Or the other marks 
that may have been registered as part of a wider 
marketing campaign or as defensive marks to 
protect a core brand? Historically there has been 
a lack of options for positive action in this area, 
but a new platform now brings options for a 
proactive approach in the trademark lifecycle.

There is a great deal of study around trademarks, 
over their use, their protection, how commercial 
exploitation can maximize the brand to 
strengthen a company or increase a 
company’s turnover, but there is 
one aspect of a trademark’s 
lifecycle that is nearly always 
overlooked – and that 
is not doing sufficient 
service to an IP holder.

Much thought has been put into the strategies 
on filing – on the use of defensive registrations, 
and filing overseas to get early priority dates 
(particularly in jurisdictions where the application 
process is paper-based). Creating a clear space 
around a trademark by filing defensive applications 
or acquiring similar marks are all tools in 
creating a strong legal instrument that can be 
the basis for a strong brand. Similarly, entire 
books and courses have been written about 
how to protect trademarks against dilution and 
genericization, against copying, against abuse 
– against every conceivable threat to it that IP 
professionals can think of. Similar levels of 
thought have gone into nearly all the stages of 
a trademark’s lifecycle, except one: the end 

of life.
Too often the end of a trademark’s 

lifecycle is an area where options 
– and potentialities – are over-

looked, where the only choice 
given to a trademark 

holder at the end of 
their mark’s lifecycle 

Alternative endings to 
the trademark lifecycle

Gavin Hyde-Blake and Spencer Vold-Burgess, co-founders of RedCoin IP, 
introduce the new solution to monetize trademarks at the end of their 
lifecycle while offering a second lease of life to significant marks. 

Historically there has 
been a lack of options 
for positive action in 

this area, but a new platform 
now brings options for 

a proactive approach in 
the trademark lifecycle.
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Contact
RedCoin IP   
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a trademark 
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instant 
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loyalty, 
and an 
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ALTERNATIVE ENDINGS TO THE TRADEMARK LIFECYCLE

businesses or those going into administration – 
the value could be significant: recent distressed 
sales of Cath Kidson, whose intellectual 
property and domain names were acquired by 
Next for £8.5million, while Tesco acquired the IP 
of Paperchase for a reported six-figure sum. 
Neither of the purchases involved the acquisition
of the shops, just the IP. 

The valuation of a trademark is a difficult one. 
As an intangible asset it may be too specific or 
limited (either by the text or classification) to 
generate a big price tag, but you could get 
enough of a return to cover the initial filing costs 
and a profit left over. If a portfolio includes several 
such marks, the profit could be significant. As 
with a lot of intangibles (think domain names for 
a similar ‘product’ where the price is difficult to 
settle on), the ‘value’ is what a buyer will pay for 
it. Pushing out the sales listing onto social media 
(both those of RedCoin IP and the seller’s own 
social media platforms) will get the listing in front
of a wider audience, which increases the chances
of it being seen by a potential purchaser.

For buyers of marks from the RedCoin 
platform, they are looking at an off-the-
shelf registered trademark without having the 
potential stress of waiting for rejection or 
opposition and having additional prosecution 
costs or needing to apply for a new mark from 
scratch. It also helps to prevent competitors 
from using similar marks, which can dilute the 
brand value. Moreover, these pre-owned marks 
could potentially have vital prior rights too. 
Purchasing a trademark can provide instant 
recognition, brand loyalty, and an established 
customer base. The brand owner can start 
building on its new brand from the moment the 
transfer process goes through, rather than 
having to wait for the registration process to go 
through its steps, so it is a win-win for all!

Overall, buying and selling trademarks can be 
a valuable strategy for businesses looking to 
establish or expand their brands, or for those 
seeking to monetize or divest non-core assets. 
Having a tech solution in the form of a dedicated 
platform allows brand and IP owners to extend 
their existing trademark management tools for 
selling and buying trademarks into the digitized 
arena.

is, ‘do you wish to renew or let lapse?’ This 
seems an inadequate situation for a mark that 
may have helped a company’s development.

For some, selling the trademark was a 
considered step, but this can create problems 
with no mechanism or structure to facilitate the 
sale. Before now, trademarks were sold by owners
reaching out to competitors (or those in related 
industries), to see if people would want to buy 
an old mark or portfolio from them. To buy a 
trademark previously, it was a seller-driven 
process, with a mark being identified and then 
approached – often by a third-party acquisition 
service such as that offered by Eccora – to acquire 
a mark. While these are positive and proactive 
steps by brand owners to facilitate the move-
ment of marks, by lacking a more formal structure
they are piecemeal and not always successful.

This old approach of constantly renewing or 
just letting them lapse has been overtaken by a 
positive and proactive approach that would be 
a winner for brand owners and IP professionals 
alike: RedCoin IP – an IP tech services company 
that has recently launched a dedicated platform,
initally for buying and selling trademarks but 
with plans to extend to other IPR. A dedicated 
platform gives stability to the purpose and focus
for buyers and sellers to congregate in the 
same forum, see the perceived values of marks, 
gain confidence that the platform is solid and 
reliable, and take part knowing that the process 
is fully integrated on the platform with secure 
transactional payments providing a simple, 
smooth and secure solution.

A dedicated platform ensures that the process
of monetizing what would otherwise have been 
a dead asset can be done with confidence. For 
those looking to sell marks, a new approach brings
with it a need for a new strategic focus on best 
practice. If an older core mark is no longer 
needed, but the company wishes to keep it out 
of the market for as long as possible, there is no 
need to sell that mark, but the related defensive 
marks they hold can now be listed for sale and 
capitalized on. That’s new revenue coming back 
into the business that could be used for 
investing in new IP. By divesting the portfolio of 
marks that may be a cost and inconvenience, a 
company has the finances to strengthen its new 
core marks, which can lead to improved efficiency
and profitability. The same is true for struggling 

Gavin Hyde-Blake

Spencer Vold-Burgess

Résumés
Gavin Hyde-Blake and Spencer Vold-Burgess are the co-founders 
of RedCoin IP. They also run Eccora, a specialized IP research, 
investigation and acquisition company. They have been involved in IP 
since the 1990s.
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On your way to obtaining exclusive 
trademark right, in addition to avoiding 
conflicts with prior rights, the mark itself 

should possess distinctiveness to become a 
trademark, i.e., the capability to distinguish the 
source of goods or services, to enable consumers 
to recognize and remember. 

Generally speaking, under Chinese practice, 
we usually follow three basic rules and a few 
special regulations to judge whether or not a 
trademark bears distinctiveness. Once your 
trademark is refused due to the basic rule(s) and 
regulation(s), we may also have solutions to 
help you out, provide assistance on overcoming 
refusal(s), and obtain trademark registration then. 

Rule 1: a sign only bearing the 
generic name, design, or model 
of the goods
“AUCTION” in services “auction”, “XXL” in goods 
“clothing”, etc. are of these kinds of trademarks. 
But in real practice, there are some exceptions 
that successfully overcame the refusal of Rule 1, 
and obtained trademark registration. Such as 
DIAFORMIN in “Pharmaceutical preparations for 
the treatment of diabetes” in class 5, and THE 
iX3 in “Vehicles; motorcycles; bicycles, etc.” in 
class 12.

In the refusal review application of DIAFORMIN, 
its applicant argued that the mark was not the 
generic name, the real generic name of this good 
is “phenformin”. Besides, the applicant also argued 
that there was no clear dictionary meaning of 
the mark. Evidence like product introduction, 
registration information of the mark in Australia, 
screenshots of relevant definitions of Baiduexpedia, 
query results of the State Drug Administration, 
and extracts of relevant research reports were 
provided. Ultimately, the CNIPA supported the 
applicant’s arguments that no evidence could 

prove the mark was the generic name of its 
designated goods, then preliminarily approved 
the registration of the mark.

And in the refusal review application of THE 
iX3, the applicant claimed inherent distinctiveness 
and a strong link had been established between 
the mark and the applicant, the mark could 
distinguish origin of goods. In particular, the 
applicant provided evidence such as internet 
search results, trademark introduction on its 
official website, media reports of the THE iX3 
cars to support that the trademark THE iX3 is 
one of the well-known automotive series brands 
of the applicant, with the meaning of “unique 
iX3”, almost 20 years’ development, and sales 
volume up to over 1.3 million globally. After 
examination, the CNIPA supported the applicant’s 
arguments, it considered models referring to 
those specified in national or industry standards 
or established by convention. In this case, no 
evidence could prove the mark was the model 
of its designated goods, then it was preliminarily 
approved for registration.

Résumé
Jiuyang ZHOU joined Sanyou in 2016. She has practiced as a 
trademark attorney for more than 10 years. She has handled and 
supervised many trademark prosecution cases for many well-known 
companies in China and abroad. She has rich experience in strategy 
planning on trademark management and protection, trademark 
prosecution in China, and Madrid international trademark application.

She engaged in research for trademark Law and trademark 
practice in China and has published several articles and case analysis 
periodically in China, e.g. “On Perfecting the Application System of 
Trademark Division” published in the magazine China Trademark.

Trademark distinctiveness 
issues in registration 
application procedure

Jiuyang ZHOU

Jiuyang ZHOU of Beijing Sanyou Intellectual Property Agency Ltd. provides 
practical guidance to avoid registration refusal on the grounds of lack of 
distinctiveness, assessing name, design, and model. 
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ruled the 
case in 
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a reference 
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for defining 
a foreign 
trademark’s 
inherent 
meaning.

Contact
Beijing Sanyou Intellectual 
Property Agency Ltd.  
16th Fl. Block A, Corporate Square,
No.35 Jinrong Street, Beijing, 100033, 
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“motion without barrier” or “barrierless”, which 
has become indicative rather than merely 
descriptive, but not particularly commercial. In 
the last stage, you may change the word 
“barrierless” to “free” so as to make the 
trademark as a whole perfect for both marketing 
purposes and registration purposes. 

2.  Using indicative words rather than 
descriptive words.

3.  Use words or letter composition in two 
different languages which may not be 
familiar to Chinese consumers.

Overall, as a trademark attorney, I may under-
stand the applicant’s thoughts and ideas in filing 
non-distinctive trademarks, these marks, compared
with coined words, have specific meanings, easy 
to remember, propagate, may give pleasant 
associations for consumers, and could be more 
acceptable to the market. However, in terms of 
obtaining exclusive rights, stability of the trademark
right, and subsequent trademark enforcement, is 
required. As we mentioned above, non-distinctive 
trademarks may encounter refusal, and even if 
finally approved for registration the remedy 
procedures could take years. After the registration, 
this kind of trademark may also face cancellation 
or invalidation actions filed by any third parties 
due to lack of distinctiveness, and the trademark 
right may be unstable. Furthermore, the protection 
of the trademark right may have more limitations 
than expected. Therefore, it is advisable to use 
a coined trademark for registration. 

 This mark is combined with the word part 
“1 VALVE 2 FRAMES 3 STEPS”. Its device part is 
unique though, the trademark as a whole was 
judged as lacking distinctiveness in its designated
services. In practice, if your trademark is of this 
kind, you may receive an Office Action or a direct
Refusal Notification requiring the applicant to 
abandon the word part, otherwise, the 
trademark as a whole will be refused.

Solutions of defense when 
facing refusals due to lack
of distinctiveness
To make a brief summary, when your trademark 
encounters refusal based on lack of 
distinctiveness, you may consider the following 
counterarguments, and relevant evidence is 
also necessary:
1.  Emphasize the inherent distinctiveness 

(originality) of the trademark;
2.  The trademark is composed of indicative 

words rather than descriptive words;
3.  The inherent meaning of the applying 

mark is not known to the relevant public;
4.  The meaning defined by an online 

dictionary cannot be a direct basis of the 
real meaning of the trademark;

5.  Obtain distinctiveness through use and 
evidence collection may focus on:
(1) Timing/region (before the filing date, 

at least two-three years / mainland 
China); 

(2) Media coverage and articles;
(3) Industry ranking (China, overseas, 

global);
(4) Sales documents (contracts, invoices, 

import and export documents); 
(5) Special audit report regarding the 

trademark use;
(6) Documents (advertising placement 

contracts, invoices, promotional 
pages);

(7) Sales web pages and sales data on 
major online sales platforms;

(8) Others.

Suggestions for consideration
Lastly, I may provide some suggestions for 
trademark design procedure before taking it for 
filing.

 1.  Evolution of distinctiveness
Let’s take the design of a trademark in “energy 
drinks” for example. At first, you may only think 
up the generic name of it “energy, sport drinks”, 
then you may try to change to some similar 
words such as “strong, power, exercise”, and 
these words, though descriptive, are better than 
the generic name. Then, you may put some 
imagination into trademark design to form 
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link with its applicant, then had the function of 
distinguishing the origin of goods.

Rule 3: other signs’ lack of 
distinctiveness – miscellaneous 
provision
We have quite a number of examples of these 
kinds of trademarks, and what I may invite your 
attention to is that the full name of an enterprise 
may not be viewed as a distinctive trademark, 
and is likely to be refused. 

Rule 2: a sign only directly 
indicating the quality, main raw 
materials, functions, uses, 
weight, quantity, or other 
features of goods
“PURE” in goods “edible oil, vegetable oil”, 
“            ” in goods “fruit juice”, “TRAVEL STEWARD” 
in services “downloadable smartphone software”, 
etc. are of these kinds of trademarks. And in real 
practice, the refusal may be overcome in some 
cases, such as BIO-GIDESHAPE in “resorbable 
membranes for use in dental, maxillofacial and 
orthopedic surgery.” in class 10, AIR LIQUIDE in 
“metal containers for compressed gas or liquid 
air, etc.” in classes 6 & 7.

In the BIO-GIDESHAPE refusal review application 
and subsequent litigation procedures, the 
applicant kept arguing that the trademark had 
no fixed or specific meaning and had a high 
degree of distinctiveness. Besides, the definition 
from an online dictionary cannot be the deter-
mination basis. It provided evidence such as search 
results from various dictionaries like the English 
Chinese Medical Dictionary, Practical Stomatological 
Dictionary, General Medical Dictionary, and 
online dictionaries to show the mark is a phrase 
with originality rather than the material of its 
designated goods. And the online definitions of 
some hot words “iPhone”, ”ben-z”, “buick”, etc. 
could not be looked up in professional dictionaries. 
Therefore, in the second litigation, the court 
ruled the case in favor of the applicant and 
considered that online dictionaries may only be 
a reference rather than the basis for defining a 
foreign trademark’s inherent meaning.

In the AIR-LIQUIDE refusal review application and 
subsequent litigation procedures, the applicant 
mainly argued that its metal containers were used 
for “Liquefied gas”, not “air liquid”. “Liquefied gas” 
is a common expression for a kind of gas, not “air 
liquid”, not alone “air liquide”. Besides, “LIQUIDE” 
is a French word, not an English word, Chinese 
consumers are not familiar with it. Moreover, long- 
term and extensive use to enhance distinctiveness 
was also claimed and quite a number of pieces 
of evidence were submitted, for example, the 
applicant’s company introduction, prior trade-
mark registrations for the mark in relevant goods, 
numerous charitable activities carried out, and 
numerous awards obtained by the applicant in 
China, media articles and reports of AIRLIQUIDE 
as a trademark and subsidiary name of the 
applicant, etc. In the end, in the second litigation, 
the court ruled the case in favor of the applicant 
and considered the inherent meaning of a foreign 
letter mark may affect its distinctiveness in its 
goods, but if public awareness of the meaning 
of the mark is relatively low, it may be considered 
distinctive. And over long-term use in mainland 
China, the trademark had established a strong 

 Meanwhile, we also have exceptions as follows, 
such as number marks with special design, 
common packages combined with unique words 
and commercial premises with unique words, 
which could be approved for registration:

Rule 4: new types of trademarks 
being viewed as lacking 
distinctiveness
If a trademark consists of a word part and 
other element(s), while the word part does not 
have distinctiveness, the trademark as a whole 
should be deemed as lacking distinctive. A case 
in point is as below:
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the entities responsible for 
granting domain names usually 
only carry out a post hoc monitor-
ization and not a preventive examination.

In such situations, the aggrieved party can 
resort, at its discretion, to legal action, filing a 
complaint before the Portuguese Intellectual 
Property Court, or resort voluntarily to an institution-
alized arbitration center, such as ARBITRARE, 
which is also competent for settling disputes 
arising in Portugal.

The abovementioned Intellectual Property 
Court or the institutionalized arbitration center 
will customarily analyze, in each dispute, whether
there is a legally protected right and whether 
there is an abusive appropriation, done in bad faith.
Regarding the latter requirement, it is necessary 
to ascertain if, for example, the domain name 
was registered with the intention of selling it 
later on, obtaining unjustified and unfair profits, 
and/or if the registration was intended to disrupt
the claimant’s professional or commercial activities.

The final ruling typically either maintains the 
status quo, thereby agreeing with the registrant, 
or orders the removal or transfer of ownership of 

the domain name, being 
in accordance with the initial 

request made by the claimant.
In this context, claims for civil damages may 

also be dealt with, arising from the misuse of 
the domain name.

At the international level, domain name 
disputes are often referred to arbitration, with 
the access to an arbitration tribunal being made 
either by means of an arbitration agreement, 
when, for example, the registrant undertook to 
submit all disputes arising from that registration 
to this type of alternative dispute resolution, or 
by means of a submission agreement, such as 
in cases where the parties, already in conflict 
over a given domain name, agreed to settle the 
dispute voluntarily by means of institutionalized 
arbitration.

Thus, disputes regarding the abusive usage 
of domain names, especially with .COM 
and .ORG, tend to be referred to the World 
Intellectual Property Organization (WIPO), which 
has an Arbitration and Mediation Center capable 
of providing, apparently, time- and cost-efficient 
solutions.

Claims 
for civil 
damages 
may also be 
dealt with, 
arising 
from the 
misuse of 
the domain 
name.
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Ricardo Costa Macedo, Lawyer and 
Partner at Caiado Guerreiro, 
Head of the Intellectual Property and 
Life Sciences groups.
Mr. Macedo´s practice covers a wide 
range of contentious and non-contentious 
patent, trademark, and other IP-related 
rights, such as trade secrets and unfair 
competition, in particular in the 
pharmaceutical, home care, food, and 
insurance sectors. Moreover, he has vast 
knowledge of regulatory matters in these 
sectors.  

Mr. Macedo Graduated in 1998, from the 
Faculty of Law of the Catholic University 
of Lisbon. He undertook postgraduate 
studies in information society law at the 
Faculty of Law of the University of Lisbon 
in 2000 and in commercial law at the 
College of Law, London in 2003.

João Bertholo Meireles, 
Junior Lawyer at Caiado Guerreiro
Mr. Meireles has been collaborating with 
Caiado Guerreiro since 2022 and is a 
member of the Intellectual Property and 
Life Sciences groups.

Mr. Meireles graduated from the Faculty 
of Law of the Catholic University of 
Lisbon, in 2021. In 2022, he undertook 
postgraduate studies in Sports Law at 
Nottingham Trent University. His main 
areas of interest are Intellectual Property, 
Health Law, and Sports Law.

Currently, he is taking part in the 
Portuguese Bar Association internship in 
order to complete his admission and 
become a fully qualified lawyer.
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Nowadays, domain names are becoming 
increasingly more important, being used
to identify and distinguish economic 

operators online. However, due to the legal frame-
work in force, domain names may be registered 
in an abusive manner, for instance, registrations 
purely speculative and prompted by bad faith.

The technical function of locating an “address” on
the Internet has long been surpassed, as domain 
names are now regarded as genuine and proper 
signs capable of distinguishing the different 
economic activities, with businesses utilizing 
them to identify the goods and services they 
commercialize.

In Portugal, domain names are registered 
with .PT and are under the responsibility of the 
Associação DNS.PT, whose regime is based on the
“first come, first served” rule, whereby the domain
name is registered in favor of its first applicant.

Furthermore, contrary to what occurs in the 
context of trademarks, which may co-exist in 
the marketplace even though they are identical 
if they designate different goods or services, the 
domain name regime is governed by the unicity 
principle. In other words, domain names can only
be registered once, with no repeated names 
existing within the same category and level of 
classification.

Having said that, looking at article 6 of the 
Regras de Registo .PT (the Portuguese registra-
tion rules), read in conjunction with its article 27, 
one can see that it is inadmissible to register a 
domain name that: (1) reproduces a mark, name, 
or designation that is widely and generally known,
and (2) constitutes an abusive appropriation, carried
out in bad faith, of a right or interest legally 
protected of a third party.

However, despite the abovementioned require-
ments, domain names may be registered in an 
abusive manner, for instance, registrations purely
speculative and prompted by bad faith, since 

Domain name dispute 
resolution: the Portuguese 
and international context

Ricardo Costa Macedo

João Bertholo Meireles

DOMAIN NAME DISPUTE RESOLUTION 

Ricardo Costa Macedo and João Bertholo Meireles of Caiado Guerreiro 
discuss the protection – or lack thereof – for domain names in relation 
to registered trademarks. 
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DOMAIN NAME DISPUTE RESOLUTION 

likelihood of confusion between both signs in 
the mind of the average consumer.

From this perspective, an intellectual property 
right is not infringed whenever the domain name
is being used in relation to goods or services other
than those for which the trademark is registered, 
since its protection is limited to those specific 
goods and services.

That being said, some authors, namely 
Alexandre Dias Pereira, argue that the domain 
name regulation represents an exception to the 
principle of speciality, protecting trademark owners
extensively also against goods and services 
other than the ones covered by the trademark 
registration.

Looking once more to Portugal, recent case 
law of the Portuguese Supreme Court of Justice 
extended the scope of applicability of unfair 
competition, stating that it confers protection 
against all practices targeting the same clientele, 
thus being suitable to prevent the abusive regi-
stration of a domain name.

Other instruments, such as the principle of 
good faith (bona fide) or abuse of rights, appear 
to be equally suitable to protect holders of 
intellectual property rights and may be available 
to claimants when asserting the existence of an 
abusive registration of a domain name.

In conclusion, in today’s society domain names
have acquired significant importance and are 
now considered to be true distinctive signs of 
commerce, with the capacity of identifying their 
holder and his or her goods and services.

Nevertheless, as its legal status has not yet 
been amended to reflect its nature as a distinctive
sign, it is recommended that companies and 
entrepreneurs register them, for example, as 
trademarks, giving them additional protection.

As a matter of fact, companies and entre-
preneurs are becoming increasingly aware of 
the importance of domain names, incorporating 
them into their portfolio of intellectual property 
rights.

In these cases, the WIPO Arbitration and 
Mediation Center follows the guidelines and 
recommendations of the Uniform Domain Name
Dispute Resolution Policy (UDRP). Similarly to 
what is stated in the Regras de Registo .PT (the 
Portuguese registration rules), it is stipulated, in 
paragraph 4(a) UDRP, that it is up to the Arbitral 
Tribunal to ascertain whether: (1) the respondent’s
domain name is identical or confusingly similar 
to a trademark or service mark in which the 
complainant has rights; (2) the respondent has a 
right or legitimate interest in relation to the disputed
domain name; and, lastly, (3) the respondent 
registered the domain name and is using it in 
bad faith.

Concerning the finding of bad faith, this is 
probably the most difficult requirement to demon-
strate. Consequently, most claimants, when they
do not provide sufficient evidence of the 
registrant’s intention, end up having their claim 
rejected, as they do not satisfy, on a balance of 
probabilities, such requirement, with malice or 
serious fault not being proved.

Moreover, it is insufficient to simply claim that 
the registrant is infringing a registered trademark.
In this respect, it is important to mention the 
principle of speciality applicable to trademarks, 
which only protects their owners against the 
use of identical or similar signs in relation to 
identical or similar goods and services, covered 
by the trademark registration, existing a 
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Maria Cecilia is Partner at 
CorralRosales. She has a Juris Doctor 
degree from Pontificia Universidad 

Catolica del Ecuador, as well as several diplomas
in various intellectual property topics. She 
has acted as an International IP Mediator and 
Arbitrator and has experience in the public 
sector, from her time as a judge of the 
Administrative Litigation Court. 

Maria Cecilia received the Chambers Women 
in Law Award for Ecuador in 2018. She is the only 
Ecuadorian to have been recognized among the 
250 most influential women in IP as selected by 
IP Stars. Maria Cecilia is a member of the EUIPO’s
Observatory International Panel of Experts. She 
is the first Ecuadorian both to sit on INTA’s Board 
of Directors and to form part of the Programming 
Committee of the International Association for 
the Protection of Intellectual Property (AIPPI). 

What inspired your career? 
A curious fact is that I didn’t want to be a lawyer, 
or at least it wasn’t in my plans. 

It all started when my aunt told me the news 
that I had been enrolled at the Law School. At 
first, I was shocked, as I had not planned it, but 
as time went by, I fell in love with my career and 
studied it with enthusiasm until the end.

At that time, intellectual property was not very 
developed in Ecuador and it was not a main 
focus at the university.

How have you found the pathway to your 
current position? And can you offer advice 
from your experience? 
The road to my current position has never been 
easy. From something as simple as being a woman
and studying for a university degree, to becoming
the first and only Ecuadorian woman to be 
recognized by IP Stars among the 250 most 
influential women in the world or being a member 
of the Panel of International Experts of the 
EUIPO Observatory. Everything has involved 
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This segment is dedicated to 

women working in the 

IP industry, providing a 

platform to share real 

accounts from rising women 

around the globe. In these 

interviews we will be 

discussing experiences, 

celebrating milestones and 

achievements, and putting 

forward ideas for advancing 

equality and diversity. 

By providing a platform to 

share personal experiences 

we aim to continue the 

empowerment of women 

in the world of IP. 
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hand in hand with me know that I intend to 
empower them to be independent and successful 
on their own.

What changes would you like to see in the IP 
industry regarding equality and diversity in 
the next five years?
Undoubtedly greater female participation in 
positions of power. In most IP associations there 
are a high number of women members, however, 
when we look at the boards of directors, the 
gender inequality is striking. Changes are 
needed not only in the IP industry but in society, 
in general, with a greater representation of 
women in positions of power, but for this to 
happen, the necessary conditions of evaluation 
and equal opportunity must be given so that 
these are occupied by capable and competent 
women and not just to fill gender participation 
quotas.

How do you think the empowerment of 
women can be continued and expanded in 
the IP sector? 
The first thing is to create awareness of the 
need to empower women. Once we are aware 
of this need, opportunities will come our way, as 
more empowered women will result in women 
daring to do something new, different from 
what has been socially expected of them in the 
past, and this will lead to greater representation 
not only in decision-making positions within the 
IP world but also in the legal field in general. For 
this to happen, work has to be done on a large 
and small scale, both in the most influential 
organizations in the IP world, as well as in 
individual law firms. Equal access to opportunities 
is the key to achieve a better society.

significant personal and family sacrifices to 
achieve it.

The best advice I can give anyone is that 
playing the victim will not get you anywhere. No 
matter how many obstacles life throws at us, the 
best we can do is take what life gives us and 
make the best of it.

What challenges have you faced? And how 
have you overcome them?
Throughout my career, I have faced many chal-
lenges, most of them related to being a woman 
in a historically male-dominated environment. Still 
today, most law firms have a significant number 
of female associates or employees, but when we 
look at the partners, the number of women is 
low or none. This reality is consequence of a sad 
but true fact: being a woman and a lawyer 
means that, by default, our path will always 
have more obstacles than our male colleagues.

In my experience, the only way to deal with 
these and any other obstacles is to move 
forward. If I had spent time lamenting over all 
obstacles or taking criticism personally, I would 
never have achieved a quarter of what I have 
achieved in my professional and personal career.

What would you consider to be your greatest 
achievement in your career so far?
Being the first Ecuadorian to have been part of 
INTA’s Board of Directors, as well as the first 
Ecuadorian to be part of the Programming 
Committee of the International Association for 
the Protection of Intellectual Property (AIPPI) are 
some of the greatest achievements.

Some of the recognitions that have most 
fulfilled me have been receiving the Chambers 
- Women in Law Award Ecuador 2018. Likewise, 
being the only Ecuadorian recognized among 
the 250 most influential women in the world in 
intellectual property by IP Stars and having 
been appointed a member of the Panel of 
International Experts of the EUIPO Observatory.

What are your future career aspirations? 
And how will you work to achieve them?
At the moment, one of my greatest aspirations 
is to leave a legacy for future generations - 
especially women, and that they see themselves 
represented. I feel that I have achieved most 
I have set out to do and at this point in my 
personal life, I would like to leave a footprint that 
young people can use as a guide for each of 
them to pursue their dreams of success in the 
areas they desire. Leaving the door open for 
young women lawyers to reach high positions 
and make a difference is one of my goals, and 
what better way to do that than to teach by 
example and give them opportunities in my 
environment. The female lawyers who work 
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I was trained in domestic work in New Zealand 
and Australia but after two years I decided to 
come back to Japan, my home country, for family 
reasons and since then I’ve been mainly helping 
Japanese clients to expand into the overseas 
market. I didn’t realize until I started this line of 
work that it was a perfect fit for me because I grew 
up overseas for much of my childhood, but I always 
thought that Japanese products and services 
were, for me, the best in the world; helping 
Japanese companies grow in other countries is 
something from which I take great enjoyment.

How have you found the pathway to your 
current position? And can you offer advice 
from your experience? 
When I joined Hogan Lovells about 10 years ago, 
the team was very small with only one lawyer, 
one trademark attorney, a paralegal, and a few 
secretaries – maybe six or so in total. Now, after 
10 years, there are more than 40 just doing 
trademarks. We grew quite quickly.

I believe the reason we have succeeded is by 
having a varied team of people with different 
qualifications and backgrounds. It’s very rare, at 
least in Japan, to find foreign qualified personnel 
focusing mainly on trademarks, for example. 
Unfortunately, it’s more common for lawyers to go 
to the practices such as M&A, finance, or litigation, 
likely because these practices are common in 
international law firms. But we manage to find 
those rare characters that are foreign qualified 
and specialize in trademarks (we have myself – 
I’m qualified in New Zealand, the UK and Ireland 
– UK and French trademark attorneys, and 
several US, AU and UK attorneys) as well as 
Japanese qualified patent attorneys with 
overseas experience. I think this mixture of 
qualifications and backgrounds has attracted 
the clients that helped us grow. Also, the firm 
has a system where junior lawyers can work in 
other overseas offices to gain experience. I 
have been given an opportunity to work in our 
London and Alicante offices for which I am really 
grateful. 

Law firms are normally a pretty competitive 
environment I think, but we manage to retain 
friendliness and not have too competitive a 

Tomoe Takahashi: Partner, 
Hogan Lovells Japan

An interview: inspirations, experiences, and ideas for equality.  

With extensive international experience, 
including qualifications in three 
different countries, Tomoe has lived 

and worked in Tokyo, the United Kingdom, Spain, 
and New Zealand, and regularly advises clients 
on complex multijurisdictional issues. Tomoe’s 
practice largely focuses on multijurisdictional 
trademark enforcement and portfolio manage-
ment. She also counsels on IP issues on a variety 
of commercial transactions spanning a broad 
range of industries including the automotive, 
consumer electronics, cosmetics, food and 
beverages, gaming, chemical, and energy 
industries. Tomoe’s clients also seek her counsel 
on product compliance issues that may arise in 
the product life cycle for protection of their brand 
images, such as product safety regulations and 
labelling.

What inspired your career?
It was a bit of a coincidence; I could study one 
master’s topic during my undergraduate degree, 
and I picked IP because it fitted well with my 
schedule. Then later on I was in a six-person 
study group for professional legal training and 
three out of the six other trainees were involved 
in IP, as was my teacher ,which is very rare as 
there are not many people who specialize in IP 
in New Zealand, where I trained initially. At that 
time, there was an opening at one of the biggest 
IP law firms in New Zealand and Australia; 
I applied and got the job – the path fell into 
place and that started my career.
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I believe the reason we have succeeded 
is by having a varied team of people 
with different qualifications and 
backgrounds.

”
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structure with little hierarchy dominance. I am 
trying, though not always successful, to keep 
the team happy as this in turn makes the client 
happy as the team will work well together and 
can grow in strength. I spend a considerable 
amount of time doing HR-related work, and maybe 
it’s not what some people think lawyers should 
be doing but I believe it’s an important part of 
my role. 

What challenges have you faced? And how 
have you overcome them?
We realized that we have to be pretty efficient 
because trademark works generally have narrow 
profit margins, to be competitive. We invest time 
on, for example, making manuals/templates for 
newcomers to follow, developing the robotics, 
and consolidating the trademark portfolio 
management system of the firm’s network to 
increase efficiency and accuracy of our data. 

What would you consider to be your greatest 
achievement in your career so far?
I prefer to think about it as many successes, 
including each time I get a new instruction – no 
one client or work is more important than the 
other but I’m always grateful for getting a new 
opportunity. I’m so grateful to the firm, the clients 
and the team for allowing me to stand where I 
am, and their continued assistance. I’m really 
grateful for my colleagues especially, not just 
my immediate team but the whole Hogan Lovells 
network as they are very helpful and have taught 
me many skills on the instructions we work 
together. 

What are your future career aspirations? And 
how will you work to achieve them? 
We are working on developing a practice that 
offers Total Brand Care to our clients, compre-
hensive brand-related services not just services 
relating to trademarks. We want to assist our 
clients to respond appropriately to all of the legal 
and business threats and opportunities that may 
arise over the life of a brand. We would like to be 
a one stop shop for protecting the clients’ brands, 
by giving holistic advice on creating, commer-
cializing and protecting their brands, including 
by giving advice on regulatory, product library, 
data privacy issues as well as antitrust and M&A. 
That’s what makes us unique. As we’re a full-
service law firm, we can build a bigger practice 
together to support our clients even more. In an 
effort to achieve this, I asked to be seconded to 
a product library team for a while, and we try to 
send the juniors to other offices to gain 
experience in additional areas to trademarks. 

We are also working on growing domestic 
services for overseas clients coming into Japan 
because, as a result of the economic climate, 

we’re definitely seeing more opportunities for 
foreign companies coming to Japan than ever 
before. I can already see much more foreign 
traffic coming to Japan these days so hopefully 
American, European, and Asian companies will 
begin to realize there are opportunities in Japan 
and they’ll bring more inbound work, as we 
have a lot of senior Japanese lawyers and patent 
attorneys with overseas experience who will be 
ready to help them and be a great bridge between 
the different laws, practices, and culture.

What changes would you like to see in the IP 
industry regarding equality and diversity in 
the next five years?
In the trademark world, I think there are more 
women than in the other practices; for instance, 
our team has fewer than 10 men out of 40. For 
gender diversity, our team actually needs to recruit 
more men but for people who are already in the 
office, we are trying to be flexible regarding 
working hours to accommodate the needs of our 
team members. For example, those with young 
families can pick up their children at four and be 
with them until bedtime then pick up work 
again afterwards. We’re also working to make 
our process more efficient so that our paralegals 
and administrative staff don’t have to work 
overtime so they can have more of a work/life 
balance. There is a belief around the world that 
Japanese people tend to work till late at night 
all the time, but that’s not the case in our office. 
Of course, some people will work longer hours 
to meet the client’s expectations, particularly 
senior staff, but even then we are offering the 
flexibility to work around other life commitments 
to find more balance.

How do you think the empowerment of 
women can be continued and expanded in 
the IP sector? 
I’m really not an outspoken person but I was 
always told that you have to speak up more 
than men in order to be recognized in the world. 
Hopefully that’s not the case for everyone; if you’re 
doing a good job and you are kind to your team 
and work hard for your clients, hopefully the 
people around you will recognize that effort 
and take you where you should be regardless 
of your gender. This is what I would like to see, 
and now I am in a position to help others grow, 
I would like to be the one who recognizes such 
hidden talents and assesses people objectively 
for their work. I think this will be the key, together 
with keeping the flexible working arrangement 
as discussed above.  
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Beijing Sanyou Intellectual Proeprty Agency Ltd.
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China Patent Agent (H.K.)
Chang Tsi & Partners
Corner Stone & Partners 
Hong Fang Law
King & Wood Mallesons
Liu, Shen & Associates
Unitalen Attorneys at Law
Wanhuida Intellectual Property

China

CHINA PATENT AGENT (H.K.) LTD. 
——————————————————————————————————————

China Patent & Trademark  Attorneys Since 1984

Practice Areas

• Prosecution of patent and trademark applications

• Litigation relating to patent, trademark, copyright and other IP right disputes

• Registration of domain names and layout designs of integrated circuits

• Customs recordal and protection of patents, trademarks and copyrights

• Other service relating to intellectual property rights

With a strong team of over 300 experienced patent attorneys, trademark 
attorneys and attorneys-at-law, China Patent Agent (H.K.) Ltd. is always in 
a good position to provide excellent, quality service to our clients.

Head Offi ce

22/F, Great Eagle Center, 
23 Harbor Road, Wanchai, 
Hong Kong

Tel: (852) 2828 4688
Fax: (852) 2827 1018
Website: www.cpahkltd.com
E-mail: patent@cpahkltd.com 
trademark@cpahkltd.com

Hong Kong · Beijing · Shenzhen · Shanghai · New York · Tokyo · Munich
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Image generated by Dall-E 
from prompt “a painting of 
penguins and Grogu with 
orange” 

autoregressive language model which uses deep
learning to create the outputs. Deep learning is 
a type of machine learning that uses artificial 
neural networks to mimic the human brain – deep
learning algorithms learn from diverse, unstruc-
tured, and inter-connected data and is capable 
of improving performance. This raises copyright 
issues because the data deep learning learns 
from will likely include copyrighted materials. 

The question becomes whether use of copyright
material in AI deep learning may constitute 
infringement. Given the breadth and scope of 
data available, it would be impossible to obtain 
permissions from copyright holders. But the 
ability to use materials protected by copyright is 
instrumental to the success of deep learning. 
Does use of the data in the learning process 
constitute fair use? The doctrine of fair use 
permits the use of copyrighted works without 
permission from the owner of the copyright. It is 
a limitation to the rights afforded to a copyright 
owner. The doctrine is codified in the US 
Copyright Act under 17 U.S.C. §107:

Notwithstanding the provisions of sections 106 
and 106A, the fair use of a copyrighted work, 
including such use by reproduction in copies or 
phono records or by any other means specified 
by that section, for purposes such as criticism, 
comment, news reporting, teaching (including 
multiple copies for classroom use), scholarship, 
or research, is not an infringement of copyright. 
In determining whether the use made of a work 
in any particular case is a fair use the factors to 
be considered shall include:
(1) the purpose and character of the use, 

including whether such use is of a 
commercial nature or is for nonprofit 
educational purposes;

(2) the nature of the copyrighted work;
(3) the amount and substantiality of the portion 

used in relation to the copyrighted work as 
a whole; and 

(4) the effect of the use upon the potential 
market for or value of the copyrighted work.

The application of the fair use doctrine is fact 
and circumstance specific. Even if the use of 
copyrighted materials in machine learning is fair 
use, what happens when the prompts entered 
into generative AI technology results in an output 
that does infringe copyright? Is the user of the 
technology liable for copyright infringement 
depending on how that work is then used? Is 
the developer of the technology liable for 
infringement? Contributory infringement? The 
answers to these questions will depend on the 
specific technology at issue, safeguards put in 
place, and the manner in which the output is 
ultimately used by user, among other considerations. 

Earlier this year for his seventh birthday, my 
son asked me for a painting of “penguins, Grogu, 

Michelle Ciotola

and the color orange.” These are his absolute 
favorite things. The character Grogu, also known 
as “Baby Yoda,” was from the television series 
The Mandalorian, is well-protected intellectual 
property and subject to copyright protection. 
Curious about how Dall-E would handle this 
prompt, I entered the following prompt into Dall-E: 
“a painting of penguins and Grogu with orange.” 
The image generated contained penguins and 
orange, but no Grogu. Did AI understand the 
prompt “Grogu” but also identify it as subject to 
third-party intellectual property rights? Are there
safeguards in place to guard against copyright 
infringement in certain circumstances? 

 Recently, TikTok user Ghostwriter977 posted 
(and subsequently deleted) a video in which 
they claim they used AI to create - specifically 
using AI to replace their voice with an AI generated
voice to mimic the voices of rapper Drake and 
singer The Weeknd. Ghostwriter977 claims to 
have written the lyrics. This raises a new set of issues:
if the lyrics were in fact written by Ghostwriter977 
can this be a case of copyright infringement where
the voices of third parties are used in the creation 
of the final work? While it is more likely the 
appropriate claim would be one directed to 
rights of publicity for use of the mimicked voices of 
Drake and The Weeknd, this is another example 
of the potential legal issues raised by use of 
generative AI. 

While US Copyright Law continues to play 
catch-up to this very rapidly expanding technology,
owners should be prepared to monitor and 
enforce their works, just as users of generative 
AI technology should carefully consider the 
technology used, the prompts entered, and the 
output created. 

Résumé
Michelle Ciotola, Partner & Chair, Trademarks & Copyright Practice, 
Cantor Colburn
Michelle Ciotola counsels clients on protecting and enforcing their 
trademark, trade dress, copyright, and related IP rights, including unfair 
competition, Internet, advertising, and promotions law. She counsels 
clients in developing and exploiting their trademark and copyright 
portfolios, including clearance, prosecution, and identifying important 
overseas jurisdiction and filing or coordinating with local counsel 
overseas. Michelle develops strategies for the enforcement of her 
clients’ IP rights. She also develops strategies for enforcement of her 
clients’ intellectual property rights online, including handling Uniform 
Domain Name Dispute Resolution Policy proceedings. Michelle is a 
thought leader on AI and emerging technologies issues related to 
intellectual property, and has authored several articles related to these 
complex and evolving issues. Michelle attends and speaks at 
International Trademark Association (INTA), MARQUES, European 
Communities Trade Mark Association (ECTA), IPO, and the Asociancion 
InterAmericana de la Propriedad Intelectual (ASIPI). 
Author email: mciotola@cantorcolburn.com
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Confession: I started this article by asking 
ChatGPT for an introductory paragraph. 
Using the prompt “An introduction to a 

legal article about how artificial intelligence 
(“AI”) and ChatGPT use copyrighted material to 
generate works.” Within seconds, ChatGPT 
provided the following introduction: 

 I like that introduction. But I am a little 
intimidated by how quickly and comprehensively 
ChatGPT generated this reply to my prompt. 
The capabilities of AI are evolving quickly, and 
the quality of the works generated are frequently
astounding. AI has created works of art, written 
works, and generated musical compositions. AI 
technology has successfully passed the bar 
exam and the medical boards. And without 
question, AI technology has written essays for 
students. The use of AI raises numerous legal 
questions, especially in copyright law. But the 
guidance trickling in is far outpaced by the rapid 
expansion of AI technology. For example, the US
Copyright Office (USCO) recently issued a 
Statement of Policy on the examination and 
registration of works containing AI-generated 
material. It came as no surprise that AI-generated 
works were not subject to copyright protection 
since U. Copyright Law requires human authorship.
But this leaves open the question of how the 
USCO will treat works that use but are not solely 
created by AI. Apart from ownership of AI-created 
works, what are the legal implications when AI 
uses copyrighted work to generate these works? 

The AI technology often used in the creation 
of these works is known as “generative AI”. 
Generative AI is a type of artificial intelligence 
system that can generate text, images, or other 
media in response to prompts entered by the user.
The chatbot ChatGPT and the image-generator 
Dall-E, both developed by OpenAI, are examples
of generative AI technology. Both ChatGPT and 
Dall-E use GPT-4 and GPT-3 respectively. GPT 
or Generative Pre-Trained Transformer is an 

I like tha
intimidated by

Jurisdictional Briefing, US: 
Penguins, Grogu, and the 

color orange: the implications 
of artificial intelligence and its 

use of copyrighted materials 
Michelle Ciotola, Partner at Cantor Colburn 
LLP, evaluates the ever-evolving debate 
surrounding AI-created works according 
to US Copyright Law from both a use and 
generation perspective. 

Artificial Intelligence (AI) has emerged as a transformative force, 
revolutionizing various industries, including the creative realm. With 
advancements in natural language processing, AI-powered systems 
like ChatGPT have gained remarkable proficiency in generating text, 
mimicking human-like conversations, and producing creative works. 
However, this development raises important questions regarding the 
utilization of copyrighted material by AI systems and the potential 
implications for copyright law.

Copyright law has traditionally protected original works of authorship, 
granting exclusive rights to creators while regulating the use and 
reproduction of their works. However, as AI systems such as ChatGPT 
learn from vast datasets, they inevitably encounter and incorporate 
copyrighted material, raising concerns about potential copyright 
infringement. This article aims to explore the intricate relationship 
between AI systems, copyright law, and the use of copyrighted 
material to generate new works.
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marks or if the defendant may be accused of 
trying to pass off its goods as those of the 
plaintiff, on which the court agrees and holds. 
The court also addressed the “dominant part” 
argument, concluding that the probability of 
confusion must be assessed by taking into 
account the totality of the composite marks as 
an indivisible whole rather than by cutting or 
segmenting.

Résumés
Manisha Singh, Partner
Manisha is known to be one of the 
most reputed lawyers in the intellectual 
property domain, with a decorated 
career of over 25 years. She has served 
as a vital advisor to corporations and 
research organizations in handling 
intellectual property matters and 
developing strong IP portfolios. She 
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to strengthen India’s IP protection and 
enforcement system to align it with 
international standards and works 
closely with industry associations and 
the government. 

Manisha has served as the leading 
counsel for a client base in over 138 
countries in their IP management and 
litigation matters. She is identified by 
her clients as a seasoned and reliable 
counsel for the prosecution and 
enforcement of all forms of IP rights, 
and planning and management of 
global patents, trademarks, and designs 
portfolios. She has also led numerous 
negotiation deals on behalf of her clients 
for both IP and non-IP litigation and 
dispute resolution.
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The global fashion industry is one of the
most competitive arenas, and the 
difference between the success and 

collapse of a brand is contingent upon how robustly
the business protects its identity. Trademark 
infringement is a common dispute that plagues 
this industry, and courts in India rely upon an 
array of factors to determine the intellectual 
property rights of the disputing parties. In the 
recent case Under Armour, Inc. v. Aditya Birla 
Fashion & Retail Ltd. CS (COMM) 41/2023, I.As. 
1349/2023 and 4142/2023, the Delhi High Court 
was presented with a dispute over the adoption 
of the marks STREET ARMOUR, STRT ARMOR 
and SA by the defendant, which were alleged to 
be similar to the plaintiff’s registered UNDER 
ARMOUR, UNDER ARMR, and UA marks.

Facts of the case
The plaintiff, UNDER ARMOUR, Inc. (UA India), is 
a US-based company. The plaintiff officially 
entered the Indian market in 2017 by selling its 
goods through Amazon. In 2018, the plaintiff 
incorporated its Indian subsidiary, Under Armour 
India Trading Pvt. Ltd., and the first physical 
store of the plaintiff was opened in India in 2019. 
The mark UNDER ARMOUR stands registered in 
the plaintiff’s favor in Classes 18 (leather and 
imitations of leather, and goods made of these 

materials, etc.), 25 (clothing, footwear, headgear),
and 28 (games and playthings, gymnastic and 
sporting articles, etc.) since 24 February 2009 
and the mark UA stands registered in the plaintiff’s
favor in the same classes since 12 January 2011.

One of the contentions made by the plaintiff 
was about reputation; in a Google search of the 
word ‘ARMOUR’, the plaintiff’s site was one of 
the first results to show. However, the court 
stated that the appearance of any brand’s website 
in Google search results does not establish the 
brand’s reputation or goodwill in the market and 
held a Google-based search argument insufficient.

The plaintiff operates the interactive websites 
www.underarmour.com and www.ua.com. 
According to the plaintiff, the defendant’s use of 
the word ’ARMOUR’ in its mark, notably the style 
and letters, is confusingly similar to the plaintiff’s 
ARMOUR mark.

The defendant argued that since the plaintiff 
has only relied upon the fact that ’ARMOUR’ was 
the dominant part of its marks and not the 
complete trademark to support its claims, the 
court ought to consider the entire trademarks 
UNDER ARMOUR, UA, UNDR ARMR as well as 
‘ARMOUR’ in the distinctive font used by the 
plaintiff. The objective of the court is to 
determine whether, when viewed as a whole, 
the defendant’s marks infringe the plaintiff’s 

Whose ARMOUR 
is stronger? 
A tussle between 
apparel moguls

Manisha Singh

Anmol Bahuguna

UNDER ARMOUR, INC. V. ADITYA BIRLA FASHION & RETAIL LTD.

Manisha Singh, Partner, and Anmol Bahuguna, Associate, of LexOrbis 
dissect the recent Under Armour, Inc. v. Aditya Birla Fashion & Retail Ltd. 
case to assess the claims of passing off and deceptive similarities with 
key takeaways for protecting fashion trademarks. 
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“which had ‘ARMOUR’ as a part thereof were 
already registered, and the plaintiff’s mark had 
to be seen as a whole, whereas in the present 
plaint, the plaintiff is being sought to claim 
exclusivity on the word ‘ARMOUR’ itself. The 
defendant contended that the stance taken by 
the plaintiff in this present case is different from 
the stance taken in the response to the FERs 
and the plaintiff is bound to disclose the replies 
filed to the FERs with the present plaint.

The court held that if the defendant’s mark is 
cited in the FER as a similar mark to the plaintiff’s 
proposed mark under Section 11(1)(b), then the 
plaintiff’s response to the FER would be relevant 
as the plaintiff cannot take a different stance and
oppose the same mark of the defendant in the 
infringement suit. Doing so would be considered 
inconsistent and unfair. Hence in the present case,
this principle has no application as the defendant’s
mark was never put up as a similar mark in the 
FER while objecting to the application of the 
plaintiff for registration of the UNDER ARMOUR 
mark.

Lastly, the court observed that if any material 
fact which would have an impact on the outcome
of the proceedings is suppressed, the suppression
of fact could disentitle such party to seek relief 
and the plaintiff is not guilty of any such material 

suppression of fact as would disentitle it to 
release in the present case.

Order of the Delhi High Court
The court made a ruling based on the facts and 
legal issue presented and held that defendant 
is restrained from dealing in or using the impugned
marks STREET ARMOR, STRT ARMR, ARMR, 
ARMOR, SA, ARMR DEPT, SA DEPT, STREET 
ARMOR CO, STRT ARMR LAB or any other 
trademarks/labels that are identical with and/
or deceptively similar to the plaintiff’s registered 
UNDER ARMOUR, UNDR ARMR or UA word 
marks or device marks, or any other mark that is 
confusingly or deceptively similar to the said 
marks of the plaintiff, in respect of apparel or 
any other goods or services which may be 
regarded as similar or allied to the goods in 
respect of which the plaintiff uses its marks.
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The 
primary 
way to 
determine 
whether an 
element of 
a trademark 
is dominant 
is to test 
whether it 
makes a 
stronger 
impression 
on the 
customer’s 
mind than 
the other 
elements.

“

UNDER ARMOUR, INC. V. ADITYA BIRLA FASHION & RETAIL LTD.

The defendant argued that the ‘ARMOUR’ 
part of the plaintiff’s mark was descriptive and 
hence could not be protected. The court rejected 
this argument and held that ‘ARMOUR’ was not 
descriptive of the goods of either the plaintiff 
or the defendants. The court observed that 
sportswear is not armorial, and even if the clothing 
in question was protective, the mark could at 
best be suggestive, which can be registered, 
unlike descriptive marks. The court also noted 
that the plaintiff’s use of the mark was not 
protective, and ‘ARMOUR’ was arbitrary when 
used for such apparel. The court further dismissed 
the defendant’s argument that it had applied for 
registration of the STREET ARMOUR mark, 
contending that it was estopped from claiming 
that ‘ARMOUR’ was descriptive.

The defendant further argued that the word 
‘ARMOUR’ was common to trade as the plaintiff 
was operating in a “crowded marketplace”; 
however, the court rejected this argument by 
stating that the Trade Marks Act does not 
recognize any such concept called “crowded 
marketplace”. Even if ‘ARMOUR’ was common, it 
would only apply if the plaintiff claimed exclusivity 
over that part of the mark, which they were not 
doing. The court found the defendant’s marks 
were deceptively similar to the plaintiff’s marks, 
and the argument of whether ‘ARMOUR’ was 
common to the trade was insignificant.

It is important to note that the defendant 
contended that the plaintiff purposely suppressed 
material facts by not disclosing their response to 
the First Examination Report (FER) while obtaining 
registration for the mark UNDER ARMOUR. The 
defendants contended that in the response to 
FER, the plaintiff submitted that other marks 

Legal issues considered by the 
Delhi High Court

1. Whether the second element ’ARMOUR’ 
is a dominant feature of the plaintiff’s 
mark UNDER ARMOUR. Whether the 
plaintiff’s marks, seen as whole marks, 
are, or are not, infringed by the 
defendants.

2. Whether the ‘ARMOUR’ part of the 
plaintiff’s marks would be descriptive.

 
The court commented on the identification of 

a “dominant mark”, which refers to a specific 
element within a composite mark that is given 
greater prominence compared to the other 
constituent elements. In other words, it is an 
element that stands out and is more noticeable 
than the other elements in the composite mark. 
In this present case, plaintiff’s mark UNDER 
ARMOUR and the defendant’s mark STREET 
ARMOR, there is no reason for the court to consider 
ARMOUR/ARMOR as the dominant part of both 
the marks respectively. The primary way to 
determine whether an element of a trademark 
is dominant is to test whether it makes a 
stronger impression on the customer’s mind 
than the other elements when viewed by an 
average customer with imperfect memory. The 
court further observed that in the absence of 
any material or evidence to indicate that ‘UNDER’ 
or ‘STREET’ is less dominant in UNDER ARMOUR 
or STREET ARMOR respectively than ‘ARMOUR’ 
or ‘ARMOR’, thus the plaintiff’s argument that 
‘ARMOUR’ is the most dominant part of the 
UNDER ARMOUR mark is not valid.

While addressing the second issue, the court 
held that if a purchaser with average intelligence 
buys sportswear bearing the plaintiff’s brand name 
UNDER ARMOUR or UNDR ARMR, and later 
comes across sportswear bearing the 
defendant’s brand name STREET ARMOUR or 
STRT ARMR, the purchaser may think that they 
had purchased a similar piece of sportswear 
previously with a similar name and there is every 
possible chance that the purchaser may presume 
a connection between the defendant’s mark 
and the plaintiff’s earlier trademark which they 
came across earlier.

Keeping the abovementioned observations in 
mind, the court determined that under Section 
29(2)(b) of the Trade Marks Act, 1999, the plaintiff’s 
registered mark UNDER ARMOUR was violated 
since the use of the marks STREET ARMOUR 
and ARMOUR in connection with athletic equipment 
was likely to lead to confusion or association 
between the marks. Lastly, while determining 
whether there was trademark infringement, the 
court looked at the marks as a whole and did 
not consider ‘ARMOUR’ to be the plaintiff’s 
mark’s dominant component.

C
re

d
it

: P
R

Im
ag

e
Fa

ct
o

ry

LexOrbis_TML3_v1.indd   46LexOrbis_TML3_v1.indd   46 19/06/2023   11:0719/06/2023   11:07

mailto:mail%40lexorbis.com?subject=
mailto:mail%40lexorbis.com?subject=
http://www.lexorbis.com
http://www.lexorbis.com
http://www.lexorbis.com


TR
AD

EM
AR

K
 W

AR
EH

O
U

SIN
G

 IN
 C

H
IN

A 

49CTC Legal Media THE TRADEMARK LAWYER

trademark registration 
activities, or that it has 
engaged in acts infringing 
the exclusive rights of a 
third party’s registered 
trademark;

(4)  The applied-for trademark 
is identical with or similar 
to a third party’s 
trademark that enjoys 
a certain degree of 
fame;

(5)  The applied-for 
trademark is 
identical with 
or similar to the 
name of a famous 
person, to an 
enterprise trade 
name, to an 
abbreviation of an 
enterprise name, 
or to other 
commercial 
identifiers;

(6)  Other factors that 
the examiner believes should be 
considered.

Following these provisions, CNIPA and the 
courts have implemented a series of measures 
against the practice of trademark warehousing, 
whose examples are as follows:

– Having invalidated or rejected many 
trademark applications which featured 
obvious practices of trademark 
warehousing (for example, warehousing 
a large number of trademarks and 
selling them for profit);

– An applicant who applies for registration 
of more than 500 trademarks will be 
marked down as a possible suspect 
for trademark warehousing and their 
applications will be examined more 
critically; 

– Prohibiting the transfer of the 
trademarks in the name of applicants 
who perform the practice of trademark 
warehousing.

New trends
In recent months, CNIPA has taken a new measure
to prevent trademark warehousing. If an applicant

An applicant 
will be 
likely to 
pass the 
examination 
so long as 
they give 
sufficient 
explanation 
and produce 
the proof of 
their real 
intention of 
trademark 
use.

”

“

Contact
Corner Stone & Partners  
1905, Tower B, Tia Yuan Gang Centre, 
No.2 Dongsanhuan North Road,
Chaoyang District, Beijing 100027, China
Tel: +86 010 8446 4600
law@cornerstoneip.com.cn
www.cornerstoneip.com.cn/en/

applies for registration of several dozen trade-
marks within a few months, a notification of 
examination will be sent to them to ask them to 
state the use of relevant trademarks or the 
intention of actually using them and to provide 
the necessary proof.

This new measure may undoubtedly serve to 
deter small or early trademark warehousemen, 
who warehouse trademarks on a modest scale 
for the time being, and effectively curb the act 
of warehousing trademarks on a small scale 
whose applications are filed by several applicants
on a separate basis.

Inevitably, however, large companies which 
have the real intention of using their trademarks 
may also receive such notifications due to their 
large number of trademark applications. We 
advise that the applicant, when receiving the 
notification, respond positively to produce proof 
and give explanations. Proof to be produced 
includes:

(1)  Business plan, road shows, presentations, 
meeting memos, email correspondences 
discussing the project, etc.;

(2)  Transaction documents regarding the 
intention of using the mark on the related 
goods/services, such as presale 
contracts, PR contracts, ordering 
packaging/promotional items;

(3)  Designing trademark logo / packaging 
(manuscript, copyright license/transfer, 
etc.);

(4)  Preparations made for manufacturing 
products bearing the mark, such as 
blueprints, ordering raw materials, setting 
up production lines, OEM contracts, etc.;

(5)  Any other materials proving the genuine 
intention of using the mark.

In general, an applicant will be likely to pass 
the examination so long as they give sufficient 
explanation and produce the proof of their real 
intention of trademark use.

Cornerstone_TML3_v1.indd   49Cornerstone_TML3_v1.indd   49 19/06/2023   13:0519/06/2023   13:05

Résumé
Nick Ji, Partner 
Nick’s broad-based experience spanning almost 20 years includes 
representation of consumer products, luxury goods, children’s 
products, and media and entertainment industries. Nick’s Electronics 
Engineering degree, along with his employment history with domestic 
and multinational IP firms, enables him to analyze intellectual property 
issues from multiple practice disciplines. His practice includes 
structured strategic intellectual property prosecution and enforcement. 
Author email: nick.ji@cornerstoneip.com.cn

48 THE TRADEMARK LAWYER CTC Legal Media

With public awareness of the 
importance of intellectual property 
rights growing in recent years, trade-

mark applications in bad faith and the practice 
of trademark warehousing have significantly 
increased in China. According to official statistics 
released by the Trademark Office of China National
Intellectual Property Administration (CNIPA), 
trademark applications numbered 3.52 million 
in 2016, 5.74 million in 2017, 7.37 million in 2018, 
7.83 million in 2019, 9.34 million in 2020 and 9.45 
million in 2021. This shows that trademark 
applications have increased significantly in the 
past few years, especially between 2017 and 
2020. Quite apart from trademark applications 
resulting from economic development and 
business expansion, an appreciable proportion 
of trademark applications are filed in bad faith 
and with the intention of warehousing trademarks
instead of actually using them. 

China has been combatting the practice of 
trademark warehousing in recent years. For 
example, Article 4 of China’s new trademark law, 
which came into effect in November 2019, added
specific provisions against trademark warehousing.

Revised Article 4 - An applicant who needs 
to get trademark rights for their goods or 
services, should apply for a trademark 
application. Bad faith applications without 
the purpose of use in commerce shall be 
rejected. 

This means that “trademark warehousing” is a 
clear violation of the revised Trademark Law 
Article 4. However, the revised language lacks 
details for determining “bad faith” or “not made 
for the purpose of using the trademark”. Against 
this backdrop, the State Administration for Market
Regulation (SAMR) issued a set of clarifying 
Provisions in October 2019 to shed light on the 
application of the amended Article 4:

When judging whether an application to 
register a trademark violates the provisions 
of Trademark Law Article 4, the trademark 
registration department may consider the 
following factors comprehensively:

(1)  The number of trademark registration 
applications filed by the applicant, or by 
natural persons, legal persons, and other 
organizations connected to the applicant, 
the [Goods and Service] Classes specified 
for use, circumstances relating to 
trademark transactions, etc.;

(2)  The industry, operating conditions, etc., 
of the applicant;

(3)  Effective administrative decisions or 
rulings, or judicial decisions, have already 
determined that the applicant has 
previously engaged in bad faith 

China’s efforts to 
combat trademark 
warehousing 

Nick Ji

TRADEMARK WAREHOUSING IN CHINA 

Nick Ji, Partner at Corner Stone & Partners, reviews the changes to Chinese 
trademark law in recent years to tackle the bad faith filings and trademark 
warehousing with an assessment of new trends. 
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The Director of the USPTO is 
using its authority to institute 
proceedings without a petition
A few trends have been identifiable in Director-
instituted proceedings. First, the Director has 
exercised authority to institute proceedings in 
conjunction with co-pending petitions. More than 
once, where a petitioner sought cancellation of 
only a limited scope of goods or services within 
a registration, the Director has used its discretion 
to both grant the petition and institute a parallel 
proceeding that is broader in scope. For 
example, Registration 5681148 was registered in 
connection with six discrete goods in Class 16: 
“Bookmarkers; Bookmarks; Novels; Series of 
fiction books; Series of fiction works, namely, 
novels and books; Story books.” A private party 
petitioned for reexamination as to only four of 
these items, and the Director found a prima facie 
case for non-use as of the relevant date had 
been shown and instituted reexamination 
proceeding 2022-100064R. On the same day, 
the Director on its own initiative instituted 
parallel reexamination proceeding 2022-
100102R for the remaining two (out of six) goods 
in the registration. In the latter proceeding, the 
Director expressly cited the evidence in the 
private petition and attached additional evidence 
of non-use gathered by the USPTO. Ultimately, 
the registration was canceled in full after a 
voluntary surrender by the registrant.

A practitioner considering filing a TMA petition 
may often be faced with a choice: whether to focus 
solely on knocking out goods and services 
specifically of interest to the client (such as those 
cited by the USPTO in an ex parte likelihood-of-
confusion refusal) or to seek full cancellation. 
The Director’s institution of parallel proceedings 
following petitions seeking to cancel less than 
all goods or services in the registration that appear 
to hint at total non-use may be an indication that 
the USPTO is not taking its role passively and 
is regularly seeking to clear away “dead wood” 
registrations in whole at once.

Second, the Director appears to have instituted 
proceedings en masse against groups of regi-
strations owned by a single registrant where the 
USPTO has become aware of evidence of dubious 
use in commerce by that registrant. For example, 
on May 3, 2022, the USPTO received petition 
2022-100091 for reexamination of Registration 
6523829 for the mark WOLFOX owned by Best 
Tomorrow Store Inc., and ultimately declined to 
institute a proceeding on July 11, 2022 on the 
grounds that the petitioner had not submitted 
sufficient evidence of non-use as of the relevant 
date. Subsequently, however, on December 14, 
2022, the Director initiated reexamination pro-
ceedings against 18 of Best Tomorrow Store’s 
live registrations – including WOLFOX. In the 

notices of institution, the Director put forth 
evidence that the registrant’s specimens of use 
appeared to be “e-commerce storefront[s] created 
solely for the purpose of submission as specimens 
of use in trademark applications and to reserve 
rights in the mark,” containing allegedly digitally- 
altered product photographs and meaningless 
product descriptions. Ultimately, the registrant 
failed to respond to the non-final office actions 
and all 18 registrations were canceled in whole 
on March 21, 2023.

Registrations issued on the basis of dubious 
or concocted specimens of use have been a 
major concern for the USPTO in recent years. 
The TMA appears to have provided the Director 
with an effective tool to take action against such 
registrations when the USPTO learns of such 
improper specimens. Before the TMA, the USPTO’s 
authority to cancel these types of registrations 
was largely limited to examination of 15 U.S.C 
§ 1058 and 15 U.S.C § 1141K declarations of use, 
unless a private party happened to institute an 
inter partes cancellation proceeding before the 
Trademark Trial and Appeal Board (TTAB).

Practice tips for petitioners
The TMA cancellation procedures set out a 
fairly simple standard regarding non-use in 
commerce for registrations. However, drafting a 
petition that is likely to be granted can be 
complicated, time consuming, and requires 
attention to detail.

Learn and follow all formality requirements
One common ground for non-institution by the 
USPTO is the petitioner’s failure to meet certain 
formality requirements. Petitioners should be 
sure to review and include in petitions all the 
formality elements required in the USPTO’s rules, 

Résumé
Raffi Zerounian, the Market Leader for 
Hanson Bridgett’s Los Angeles Office, 
has a 360-degree trademark practice, 
handling all facets of counselling, 
clearance, prosecution, enforcement, 
litigation, and licensing. Raffi has pursued 
hundreds of trademark enforcement 
disputes and has been lead counsel in 
many trademark infringement actions in 
federal court. 

Justin Thiele is an Associate in Hanson 
Bridgett’s Litigation Practice Group. 
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litigation and prosecution as well as 
copyright and trade secrets litigation.
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The Trademark Modernization Act (TMA) 
went into effect in December 2021 and, 
among other changes, created two important

new United States Patent and Trademark Office 
(USPTO) procedures for challenging existing 
trademark registrations based on non-use: ex 
parte expungement and reexamination. Since 
the TMA went live, both the USPTO and practitioners
have begun ramping up their familiarity with the 
relevant procedures, with hundreds of petitions 
filed so far. After almost a year and a half, a 
number of trends have emerged both in the 
actions taken by the USPTO Director and in the 
types and formats of petitions filed by practitioners.
This article will provide further background on 
the TMA’s non-use cancellation procedures and 
how expungement and reexamination petitions 
have fared followed by practical tips on how to 
prepare successful petitions.

Background on expungement 
and reexamination petitions
The two cancellation procedures for non-use 
under the TMA are in practice very similar. 
Expungement proceedings, available for regi-
strations between three and 10 years old under 
any filing basis, allow for ex parte cancellation 
proceedings after either a petitioner or the 
Director makes out a prima facie showing that a 
registered mark has never been in use in US 
commerce for some or all of the goods or services
in the registration. Reexamination proceedings 
are the same, but are based on a showing that a 
registration less than five years old originally 

filed under 15 U.S.C. § 1051 was not in use in 
commerce on or before the relevant date.

Hundreds of reexamination 
and expungement petitions 
have been filed
The USPTO has released an online, real-time 
database of reexamination and expungement 
proceedings, which is searchable and sortable 
by proceeding type and disposition. As of June 19, 
2023, the USPTO’s public database of reexamination
and expungement proceedings reflected the 
following statistics:

• 162 petitions for expungement have been 
received. Of these, 82 petition-initiated 
expungements have been instituted, the 
USPTO issued 36 notices of incomplete 
petitions (“30 day letters”), and 49 
petitions were ultimately not instituted.

• 162 petitions for reexamination have 
been received. Of these, 79                                                                                                                                               
        petition-initiated reexaminations 
have been instituted, the USPTO issued 
22 30-day letters, and 48 petitions were 
ultimately not instituted.

• The Director of the USPTO has instituted 
seven expungement proceedings and 
136 reexamination proceedings under 
its statutory authority in the TMA.

These numbers reflect both proceedings in 
progress and those that have been terminated.

An update on 
the Trademark 
Modernization Act

Raffi Zerounian

Justin Thiele

TRADEMARK MODERNIZATION ACT UPDATE

Raffi Zerounian and Justin Thiele of Hanson Bridgett review the TMA’s 
non-use cancellation procedures and how expungement and reexamination 
petitions have fared followed by practical tips on how to prepare successful 
petitions.
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Consider creative ways of establishing 
non-use
Practitioners should think expansively when 
considering sources of evidence for reasonable 
investigations of non-use in support of TMA 
petitions. For alcoholic beverages, for example, 
records of the federal Alcohol and Tobacco Tax 
and Trade Bureau’s (TTB) Certificates of Label 
Approval (COLA) can be a useful source of evidence 
on whether a label bearing a particular mark has 
ever been sold. In the same vein, commercial 
databases of import and export records for US 
ports may also be fruitful, especially in cases of 
foreign-domiciled registrants.

Broader strategy considerations 
may bear on the decision to file 
a TMA petition
Although TMA petition procedures are a very 
useful tool for clearing away “dead wood” 
registrations, they do have limitations. Under the 
statutory language of the TMA in the Lanham Act, 
the grounds for an expungement or reexamination 
petition are strictly limited to non-use of a mark 
in commerce, either before a relevant date or at 
any point in time. This means that a TMA petition 
cannot be brought on the grounds of aban-
donment, or on the basis that a post-registration 
affidavit of use under 15 U.S.C. § 1058 was 
insufficient or fraudulent.

Although ex parte in nature, a TMA petition does 
require a significant amount of effort on behalf 
of petitioners and practitioners in the pre-filing 
stage. Appropriately comprehensive, reasonable 
investigations and the compiling and indexing 
of evidence into a petition can take a significant 

Even if a specimen consists of nothing more 
than a photograph of a mark affixed to a physical 
good, the petitioner should specifically note 
whether that specimen contains any objective 
indication that the good was sold or transported 
in US commerce – such as if the good is 
photographed against a blank background or in 
a context that makes it evident that the photograph 
was not taken in the United States.

Research the registrant
Background information on a registrant can also 
provide facts tending to create an inference of 
non-use. For example, evidence that a registrant 
has filed an unusually large number of applications 
may be relevant, as can evidence that the 
registrant is domiciled outside the United States 
in contradiction of a domicile address provided 
to the USPTO.

Evidence that a registrant originally filed or 
declared use in bad faith may also establish a 
prima facie case. In February 2023, the World 
Trademark Review published an article discussing 
the online trafficking of trademarks, including 
US registrations, through websites such as 
“TrademarkSea.” Naturally, as indicators of source 
designed to protect against consumer confusion 
that must be transferred in connection with a 
business’s underlying goodwill, trademarks are 
generally not amenable to resale on the open 
market. Therefore, evidence that a mark in a 
particular registration has been advertised for 
sale or sold on an online registration marketplace 
may be very persuasive evidence tending to 
show that a particular mark was not in use in 
commerce in the ordinary course of trade.

Hanson Bridge_TML3_v5.indd   53Hanson Bridge_TML3_v5.indd   53 23/06/2023   12:1423/06/2023   12:14

52 THE TRADEMARK LAWYER CTC Legal Media

“The TMA 
cancellation 
procedures 
set out a 
fairly simple 
standard 
regarding 
non-use in 
commerce 
for 
registrations.

TRADEMARK MODERNIZATION ACT UPDATE

cancellation a registrant must put forth evidence 
of use in commerce of the mark before the filing 
date of the underlying petition. Normally this 
prevents a registrant from manufacturing use 
only after it has received notice of a use challenge. 
But if the petitioner’s expungement petition is 
rejected on substantive grounds and the 
petitioner is compelled to re-file, the registrant 
will have received such notice of the challenge 
and may have an opportunity to commence use 
in commerce before the filing date of the revised 
petition, defeating the benefits of the expunge-
ment proceeding for the petitioner.

Although the TMA statute itself does not 
define “reasonable investigation,” practitioners 
should familiarize themselves with the guidance 
that the USPTO has provided, both through its 
rulemaking procedures and in the Trademark 
Manual of Examining Procedure (TMEP). For 
example, the USPTO has codified a list of common 
“sources for a reasonable investigation,” which 
includes things like websites believed to be 
controlled by the registrant, state and federal 
regulatory records, and records of relevant litigation, 
among other things. A TMA petition that expressly 
declares and provides evidence of the petitioner’s 
searches of each of these sources of evidence 
– which means attaching evidence that a particular 
search had no relevant results – will likely go a 
long way to establishing a prima facie case of 
non-use.

However, petitioners should not limit themselves 
only to the suggested elements of reasonable 
investigation in the USPTO’s rules, which are not 
limiting. There are a variety of other facts that 
may come to bear on a registrant’s genuine use 
in commerce, as defined in the Lanham Act. The 
Director has instituted a number of TMA 
proceedings on such grounds.

Scrutinize and spend time investigating 
specimens
Specimen issues are a common source of evidence 
of non-use. Even if the USPTO examination division 
in the course of prosecution accepted a specimen 
as complying with the USPTO’s specimen rules, 
this does not mean that a petitioner cannot 
identify irregularities or raise other issues about 
the specimens that were used to secure a 
registration. A careful review of specimens may 
identify obvious facial issues, such as visual clues 
that a photograph has been digitally altered to 
superimpose a mark on a good. Website specimens 
should be cross-referenced with archived copies 
of a website found on resources like the Internet 
Archive Wayback Machine to uncover cases of 
digital mock-ups. Reverse-image searching on 
the web may reveal that a single photograph of 
a particular product has been repurposed and 
re-used many times for many different marks. 

including basic facts like the basis for the petition 
(whether expungement or reexamination, which 
in practice should include the defined relevant 
date), the name and domicile address of the 
petitioner, and an index of the evidence attached 
to the petition, among other things. Fortunately, 
omissions of this type are usually not fatal to the 
petition; the USPTO may issue a notice of 
incomplete petition, commonly called a “30 day 
letter,” offering the petitioner the chance to rectify 
the formality issues without affecting the filing date 
of the petition. The USPTO issued over 50 30-day 
letters to date.

There is currently no official USPTO template 
or form for the format that a petition must take, 
beyond the formality requirements and suggested 
elements of a reasonable investigation provided 
in the USPTO’s rules, so practitioners should be 
thoughtful and thorough when drafting petitions. 
One of the most important of the formalities is 
the verified statement made under penalty of 
perjury by someone with firsthand knowledge 
of the petitioner’s investigation (usually but not 
always the petitioner’s attorney). Some practitioners 
may choose to include separate petition and 
declaration documents to satisfy the requirement 
for a verified statement; however, this is not a 
requirement. The Director has accepted numerous 
TMA petitions that combine all the necessary 
elements – the elements of reasonable investi-
gation, the concise factual statement of the 
relevant basis for the petition, all formality 
requirements, and the itemized index of 
evidence – in a single document. Doing so may 
help a practitioner make the most efficient use 
of time in preparing a petition and simplify the 
documents the USPTO must review.

Conduct an appropriately 
comprehensive investigation
Another common ground for rejection of TMA 
petitions is the petitioner’s failure to establish a 
prima facie case for non-use as of the relevant 
date. Showing non-use is often a matter of negative 
proof – that is, providing sufficient evidence to 
show the USPTO that goods or services were not 
in use. A petitioner’s investigation need not be 
absolutely exhaustive, but should be “appropriately 
comprehensive” enough to satisfy the USPTO 
that the petitioner has conducted a “reasonable 
investigation,” as the TMA demands.

However, unlike the formality issues described 
above, a substantive failure of this nature cannot 
be cured – rather, an entirely new petition must 
be filed. Tactically, this might be fatal. Registrants 
receive automatic notice from the USPTO of all 
filed TMA petitions, which will naturally alert a 
registrant that a dispute exists as to its use in 
commerce of its mark. In an expungement 
proceeding, for example, in order to avoid 

”
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Cermak a spol
Čermák a spol. is a leading IP law firm in the Czech 
Republic and Slovakia, providing services in all areas 
of IP law, including patents, trademarks, utility models,
industrial designs, unfair competition and others. We 
have a qualified team of lawyers for both IP prosecution
and litigation including litigation in court. Our strengths
is a unique combination of experienced and qualified 
patent attorneys and lawyers.

Address: Čermák a spol, Elišky Peškové 15
 150 00 Praha 5, Czech Republic
Website: www.cermakaspol.com 
Email: intelprop@apk.cz

Contact: Dr. Karel Cermak - Managing Partner
 Dr. Andrea Kus Povazanova - Partner

CZECH REPUBLIC

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: United Trademark & Patent Services   
Office 21, Sabha Building No. 338   
Road 1705, Block 317 Diplomatic Area,  
Manama, Bahrain

Website: www.utmps.com
Email: Bahrain@unitedtm.com &    

unitedtrademark@unitedtm.com
Contact: Talal F.Khan & Mr Imad

BAHRAIN

VERA ABOGADOS ASOCIADOS S.A. 
VERA ABOGADOS was founded 50 years ago to 
attend to legal needs of the business sector in the 
area of IP. Today they provide their services to all 
fields of law. The law firm is a reference in the 
Andean community and they are part of international 
associations such as INTA, ASIPI, ABPI and ASPI.
They were ranked in 2022 by Leaders League as 
a highly recommended Colombian law firm and in 
addition, they are a member of PRAGMA, the 
International Network of Law Firms.

Tel: +57 60-1 3176650
 +57 60-1 3127928
Website: www.veraabogados.com
Email: info@veraabogados.com
Contact: Carolina Vera Matiz, Natalia Vera Matiz

CARIBBEAN TRADEMARK SERVICES
Law Office of George C.J. Moore, P.A.
Caribbean Trademark Services, founded by 
George C.J. Moore in 1981, provides a single contact 
source of protecting trademarks and patents in the 
Caribbean. Covering 29 countries, including Belize, 
Bermuda, Costa Rica and Cuba; a bilingual staff provides 
IP services tailored to the diverse jurisdictions. 
Experienced staff members and volume transactions, 
services are efficient making our single contact, long 
established source for the Caribbean most cost effective.

Address: 2855 PGA Boulevard, Palm Beach Gardens, 
Florida 33410, USA

Tel: +1 561 833-9000  
Fax:  +1 561 833-9990
Contact: Michael Slavin
Website: www.CaribbeanTrademarks.com
Email: IP@CaribbeanTrademarks.com 

CARIBBEAN

41 YEARS

Landivar & Landivar
Established by Gaston Landívar Iturricha in 1961, 
Landívar & Landívar is a pioneer firm in the field of 
Intellectual Property in Bolivia. Our international 
reputation was gained through a competent and 
complete legal service in our area of specialization.
Our firm has grown into a Chain of Corporate Legal 
Services and Integral Counseling, with the objective of 
guiding national and international entrepreneurs and 
business-people towards the success of their activities.

Address: Arce Ave, Isabel La Catolica Square, 
Nº 2519, Bldg. Torres del Poeta, B Tower, 
9th floor, off. 902. La Paz, Bolivia, 
South America

Tel/Fax: +591-2-2430671 / +591 79503777
Website: www.landivar.com  
Email: ip@landivar.com - info@landivar.com 
Contact: Martha Landivar, Marcial Navia

BOLIVIA

O’Conor & Power
O’Conor & Power’s trademark and patent practice group 
has wide experience in handling portfolios for international 
and domestic companies in Argentina and Latin America. 
Our services in the region include searches, filing and 
registration strategies, prosecution, opposition, renewals, 
settlement negotiations, litigation, enforcement and 
anti-counterfeiting procedures, recordal of assignments, 
licences, registration with the National Custom 
Administration, general counselling in IP matters, and 
counselling in IP matters in Argentina and the region.
Address: San Martín 663, 9th Floor,
 (C1004AAM) Buenos Aires, Argentina
Tel/Fax: 005411 4311-2740

005411 5368-7192/3
Website: www.oconorpower.com.ar
E-mail: soc@oconorpower.com.ar
 ocp@oconorpower.com.ar
 oconor@oconorpower.com.ar

ARGENTINA

COLOMBIA

Vakhnina & Partners
The team at “Vakhnina & Partners” comprises of highly-
qualified patent and trademark attorneys and lawyers.
Major areas of expertise of our patent team: Chemistry, 
Pharmaceuticals, Biotechnology, Biochemistry, Life 
Science etc. 
We handle our clients’ cases in Armenia, Russia, 
Kyrgyzstan, at Eurasian Patent Office, and cooperate 
with partners and associates in other Eurasian 
countries: Georgia, Belarus, Kazakhstan, Azerbaijan, 
Turkmenistan, Uzbekistan, Moldova, Tajikistan. 
Our attorneys are members of INTA, FICPI, AIPPI, LESI, 
ECTA, PTMG.

Address: Yerevan, Republic of Armenia
Tel: +374 91 066393
Email: Armenia@vakhnina.com 
Website: http://about.vakhnina.com 
Contact: Dr. Alexey Vakhnin, Partner

ARMENIA

To list 
your fi rm in
this section,
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katie@
ctclegalmedia.com

BANGLADESH

Old Bailey Chambers
OLD BAILEY Chambers is a full-service intellectual 
property law firm in Bangladesh. OLD BAILEY also has 
expertise in technology, data protection and competition 
law practice.
The firm is widely acknowledged for its pioneering 
endeavours in the areas of intellectual property, 
technology, and competition law practice.
OLD BAILEY’s international clientele includes number 
of Fortune 300 and 500 companies, and renowned 
brands. OLD BAILEY also represents number of local 
companies and brands that are market leaders in their 
respective fields, and number of net-worth individuals, 
socialites and several leading celebrities representing 
the local music, film and TV industries.
Website:  https:/www.oldbaileybd.com/
Email:  mishbah@oldbaileybd.com
Tel:  +8801727444888
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Contact
Hanson Bridgett (LA)  
777 S. Figueroa Street, Suite 4200
Los Angeles, CA 90017, US
Tel: +1 213 395 7620
www.hansonbridgett.com

”

Although 
TMA petition 
procedures 
are a very 
useful tool 
for clearing 
away “dead 
wood” 
registrations, 
they do have 
limitations.

“ Conclusion
Now that the USPTO has had about a year and 
a half to flesh out its rules on expungement and 
reexamination proceedings and has had occasion 
to review hundreds of these petitions, it is clear 
that the TMA’s non-use cancellation procedures 
are powerful tools to help maintain the integrity 
of the trademark register. Moreover, practitioners 
can use reexamination petitions to cost-effectively 
and efficiently cancel certain types of fraudulent 
registrations and expungement petitions to 
remove registrations that were not necessarily 
fraudulently filed but never used in the US. 

amount of time. A petition for cancellation before 
the TTAB, in comparison, may be completed 
with no more than reasonably-grounded factual 
allegations that comply with Fed. R. Civ. P. 8 and 
12, perhaps using a practitioner’s template and 
without the need to gather and produce all rele-
vant evidence up front. In the event of respondent 
default, therefore, a TTAB proceeding can be 
resolved with less effort – but this must be balanced 
against the risk of contested and expensive inter 
partes proceeding should the registrant respond.

The ex parte nature of TMA proceedings means 
that petitioners’ involvement is cut off upon 
institution. Once instituted, the USPTO will issue 
an office action to which the registrant must 
respond, and the USPTO alone will determine 
the sufficiency of the registrant’s evidence of 
use in commerce, if any. The TTAB may review 
the Director’s decision to cancel a registration in 
a TMA proceeding, but there appears to be no 
provision for the intervention of the petitioner in 
these appeals. Further, there is also no procedure 
for a petitioner to withdraw a reexamination or 
expungement proceeding once instituted – so 
in the event of a dispute and settlement negotiations 
between a petitioner and a registrant, the parties 
generally cannot contract in a settlement 
agreement to “dismiss” TMA proceedings.
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MEXICO

Goodrich Riquelme Asociados
Our staff of attorneys, engineers and computer 
specialists help adapt foreign patent specifications and 
claims to Mexican law, secure patent inventions and 
trademark registrations and maintain them by handling 
the necessary renewals. Our computer system, which 
is linked to the Mexican Patent and Trademark 
Department, permits us to provide our clients with 
a timely notice of their intellectual property matters. 
We also prepare and register license agreements.

Address: Paseo de la Reforma 265, M2, Col. Y Del. 
Cuauhtemoc, 06500 Mexico, D.F.

Tel: (5255) 5533 0040
Fax: (5255) 5207 3150
Website: www.goodrichriquelme.com
Email: mailcentral@goodrichriquelme.com
Contact: Enrique Diaz 
Email: ediaz@goodrichriquelme.com

TOVAR & CRUZ IP-LAWYERS, S.C.
We are a specialized legal firm providing intellectual 
property and business law services. Founded in 
2009. The purpose is that our clients not only feel 
safe, besides satisfied since their business needs have 
been resolved, so, our professional success is also 
based on providing prompt response and high quality, 
personalized service. “Whatever you need in Mexico, 
we can legally find the most affordable way”

Tel: 525528621761 &  525534516553
Website: www.tciplaw.mx 
Email: ecruz@tciplaw.mx
 mtovar@tciplaw.mx
 contactus@tciplaw.mx 
Contact: Elsa Cruz, Martin Tovar

MEXICO CITY

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: United Trademark & Patent Services   
58, rue Ibn Battouta 1er étage, 
no 4. Casa Blanca, Morocco

Website: www.utmps.com
Email: morocco@unitedtm.com &   

unitedtrademark@unitedtm.com
Contact: Yawar Irfan Khan

MOROCCO

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: United Trademark & Patent Services   
6th Floor, Burj Al Ghazal Building, Tabaris,  
P. O. Box 11-7078, Beirut, Lebanon

Website: www.utmps.com
Email: lebanon@unitedtm.com &    

unitedtrademark@unitedtm.com
Contact: Hanadi  

LEBANON

Yusuf S Nazroo
IP Agent/Consultant
Member of CITMA-INTA-APAA-AIPPI

Address: 12 Frère Félix De Valois Street, Port Louis,  
 Mauritius

Tel: + 230 57 14 09 00  
Fax: + 230 212 27 93
Website: http://yn-trademark.com

MAURITIUS

Greetings from 
Mauritius the 

Rainbow Island

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: United Trademark & Patent Services   
Suite 7, 2nd Floor, Chicago Building, 
Al Abdali, P.O. Box 925852, Amman,   
Jordan

Website: www.utmps.com
Email: jordan@unitedtm.com &    

unitedtrademark@unitedtm.com
Contact: Mrs Fatima Al-Heyari

JORDAN

MOROCCO

Vakhnina & Partners
The team at “Vakhnina & Partners” comprises of highly-
qualified patent and trademark attorneys and lawyers. 

We handle our clients’ cases in Kyrgyzstan, Russia, 
Armenia, at Eurasian Patent Office, and cooperate with 
partners and associates in other Eurasian countries: 
Georgia, Belarus, Kazakhstan, Azerbaijan, 
Turkmenistan, Uzbekistan, Moldova, Tajikistan. 

Our attorneys are members of INTA, FICPI, AIPPI, 
LESI, ECTA, PTMG.

Address: Bishkek, Kyrgyz Republic
Tel: +996-551-655-694 
Email: ip@vakhnina.com  
Website: https://www.vakhnina.com  
Contact: Dr. Alexey VAKHNIN and Mr. Vlad PEROV

KYRGYZSTAN

MALAYSIA

Adastra IP 
Adastra IP is a full service IP firm with offices across the 
South East Asia, India and Australia with a full team of 
legal and technical specialists to handle drafting, 
responses and filings for Trademarks, Patents and 
Designs with emphasis on value and service for our 
clients. In addition, we have IP analytics and IP 
valuation capabilities aside from prosecution work to 
support our clients’ IP needs.

Tel: +60322842281
Website: www.adastraip.com 
Email:   info@adastraip.com 
Contact:  Mohan K.
 Managing Director 
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INDIA

GUATEMALA

Merida & Asociados
The firm provides services throughout the range of different 
legal matters, specializing in the banking industry both 
nationally and internationally, business law, banking law, 
trademarks and patents, litigation, notary law, litigation 
and arbitration. We are a very well-known law firm for 
Intellectual Property in Guatemala. Our office serves 
clients from abroad, including clients from Europe and 
the United States, as well as Japan and other countries. 

Address: 20 calle 12-51 “A” zona 10,
Guatemala City, 01010, Guatemala

 Armando Mérida, Section 019170,
P.O. Box 02-5339, Miami, Florida,
33102-5339, USA

Tel: (502) 2366 7427
Website: http://www.meridayasociados.com.gt/en
Email: corporativo@meridayasociados.com.gt 
Contact: Armando Merida

L.S. DAVAR & CO.
We are India’s oldest Intellectual Property and 
Litigation Firm. Since 1932, we have been as a 
trusted IP partner of Global Large and Mid-size 
companies and foreign IP law firms. We have been 
widely acknowledged by Govt. of India. In the last    
90 years, we have retained number one position in 
India in not only filing the Patents, Designs, 
Trademarks, Copyright, and Geographical Indications 
but also in getting the grants.

Tel: 033- 2357 1015 | 1020
Fax: 033 – 2357 1018 
Website: www.lsdavar.com  
Email: mailinfo@lsdavar.in 
Contact: Dr Joshita Davar Khemani
              Mrs. Dahlia Chaudhuri

INDIA

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: United Trademark & Patent Services   
Djibouti Branch Djibouti, Rue Pierre Pascal 
Q.commercial Imm, Ali Warki, Djibouti

Website: www.utmps.com
Email: Djibouti@unitedtm.com &   

unitedtrademark@unitedtm.com
Contact: Imad & Faima Al Heyari 

DJIBOUTI

WDA International Law Firm 
Intellectual Property
For over 25 years we have provided excellence in 
Intellectual Property protection to worldwide 
renowned companies including the most iconic 
pharmaceutical, beauty and clothing, beverages and 
motion pictures companies.
Our main practice is devoted to Intellectual Property 
which specializes in docketing maintenance of 
trademarks and patents and litigation attorneys of 
high profile IPR infringements, border protection and 
counterfeiting cases in Dominican Republic.

Tel: 809-540-8001
Website: www.wdalaw.com
Email:   trademarks@wdalaw.com
Contacts: LIC. Wendy Diaz
 LIC. Frank Lazala
Whatsapp: 829-743-8001

DOMINICAN REPUBLIC

Chandrakant M Joshi 
Our law firm has been exclusively practicing Intellectual 
Property Rights matters since 1968. Today, Mr. Hiral 
Chandrakant Joshi heads the law firm as the senior most 
Attorney. It represents clientele spread over 35 countries. 
The law firm conducts search, undertakes registration, 
post-registration IP management strategies, IP valuation, 
infringement matters, domain name disputes and cyber 
law disputes of patents (including PCT applications), 
trademarks, industrial designs and copyrights. 
Address: Solitaire - II, 7th Floor, Link Road,

Malad (West), Mumbai - 400 064, India
Tel: +91 22 28886856 / 57 / 58 / 64
Fax: +91 22 28886859 / 65  
Website: www.cmjoshi.com
Email: mail@cmjoshi.com / cmjoshi@cmjoshi.com /
 patents@cmjoshi.com / 
 designs@cmjoshi.com /
 trademarks@cmjoshi.com

INDIA

DOMINICAN REPUBLIC

Guzmán Ariza, Attorneys at Law
Guzman Ariza is the largest law and consulting firm 
in the Dominican Republic. Founded in 1927, we 
have extensive experience in protecting local and 
international clients’ intellectual property rights, 
including trademarks, trade names, copyrights, and 
patents. We are your one-stop shop for all of your IP 
needs in the Dominican Republic.
Our services include: • Trademarks and trade names
• Patents • Industrial design • Sanitary • Copyrights
• IP management and IP audit • Litigation
Tel: +1 809 255 0980
Fax: +1 809 255 0940
Website: www.drlawyer.com
Email: info@drlawyer.com
Contact: Fabio Guzmán Saladín, Partner
 fabio@drlawyer.com 
 Leandro Corral, Senior Counsel
 lcorral@drlawyer.com 

Ideas Trademarks Guatemala, S.A. 
IDeas is a firm specialized in the defense of intellectual 
property rights, offering advice on all kinds of issues 
related to them and in the management of portfolios 
of distinctive signs and patents, at competitive prices, 
in the Central American and Caribbean region. 
IDeas is focused on meeting the needs and solving the 
problems of its clients, setting clear expectations and 
obtaining creative solutions with minimal exposure and 
cost-effective. Proactivity has determined  our constant 
growth and modernization, maintaining a high standard 
of quality and satisfaction in  our professional services.
Tel:  +502 2460 3030
Website: https://www.ideasips.com/?lang=en  
Email: guatemala@ideasips.com
Contact: Gonzalo Menéndez, partner, 
 gmenendez@ideasips.com
 Gustavo Noyola, partner,

noyola@ideasips.com 

GUATEMALA

DJIBOUTI

Traplová Hakr Kubát
Law and Patent Offices
TRAPLOVÁ HAKR KUBÁT is a well based IP boutique 
with a long-term tradition in representing both the 
Czech and foreign clients in the patent, utility models, 
industrial designs, trademarks, copyright, unfair 
competition and anti-counterfeiting issues.

Address: P. O. Box 38, 170 04 Prague 74
 Přístavní 24, 170 00 Prague 7
Tel: + 420 266 772 100
Fax: + 420 266 710 174
Website: www.thk.cz 
Email: thk@thk.cz
Contact: Jana Traplová, Attorney at Law
 Tomáš Pavlica, European Patent Attorney

CZECH REPUBLIC
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United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: United Trademark & Patent Services   
Shauri Mayo Area, Pugu Road, 
Dar-Es-Salaam, Tanzania

Website: www.utmps.com
Email: tanzania@unitedtm.com &   

unitedtrademark@unitedtm.com
Contact: Mr Imad & Fatima Al Heyari  

TANZANIA
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TAIWAN, ROC

Lewis & Davis
LEWIS & DAVIS offers all services in the IPRs field, 
including prosecutions, management and litigation 
of Trademarks, Patent, Designs and Copyright, and 
payment of Annuity and Renewal fee.  Our firm 
assists both domestic and international clients in 
Taiwan, China, Hong Kong, Macau and Japan.  
Our experienced attorneys, lawyers, and specialists 
provide professional services of highest quality while 
maintaining costs at efficient level with rational 
charge. 

Tel: +886-2-2517-5955
Fax: +886-2-2517-8517
Website: www.lewisdavis.com.tw
Email: wtoip@lewisdavis.com.tw
 lewis@lewisdavis.com.tw
Contact: Lewis C. Y. HO
 David M. C. HO

Julius & Creasy
Julius and Creasy is one of the oldest civil law firms in 
Sri Lanka. Founded in 1879, the firm has established 
itself on rich tradition and the highest professional 
principles. Julius and Creasy’s wealth of expertise and 
experience in a wide range of  specialised fields of 
Law enables it to offer innovative legal and business 
solutions to a diverse, sophisticated and high-profile 
clientele. The Intellectual Property practice of the firm 
includes enforcement, management and transactional 
matters. The firm has acted for several Fortune 500 
companies and is Sri Lanka correspondent of several 
firms in Europe, USA and Asia.

Address: No. 371, R A De Mel Mawatha, Colombo 3, 
Sri Lanka

Tel: 94 11-2336277
Website: www.juliusandcreasy.com
Email: anomi@juliusandcreasy.lk
Contact: Mrs Anomi Wanigasekera

SRI LANKA

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: U.T.P.S Lanka (Pvt) Ltd    
105, Hunupitiya Lake Road, Colombo – 2, 
Sri Lanka

Website: www.utmps.com
Email: srilanka@unitedtm.com &    

unitedtrademark@unitedtm.com
Contact: Krishni & M.F. Khan

SRI LANKA

Deep & Far Attorneys-at-law
Deep & Far attorneys-at-law deal with all phases of 
laws with a focus on IPRs, and represent some 
international giants, e.g. InterDigital, MPS, Schott 
Glas, Toyo Ink, Motorola, Cypress. The patent 
attorneys and patent engineers in Deep & Far 
normally are generally graduated from the top five 
universities in this country. More information 
regarding this firm could be found from the website 
above-identified.

Address: 13 Fl., 27 Sec. 3, Chung San N. Rd.,
 Taipei 104, Taiwan
Tel/Fax: 886-2-25856688/886-2-25989900
Website: www.deepnfar.com.tw 
Email: email@deepnfar.com.tw
Contact: C.F. Tsai, Yu-Li Tsai

TAIWAN, ROC

Bowmans Tanzania Limited
Bowmans Tanzania Limited offers full IPR services in 
Tanzania and the and the rest of countries in the 
East Africa and ARIPO region member states.  We 
have an experienced team of lawyers headed by 
Audax Kameja, a Senior Partner of 35+ years of 
experience, and Francis Kamuzora, with an experience 
of 15+ years.  We have been a firm of choice, and 
have a track record in advising and representing some 
of the biggest and prestigious brand owners in IPR 
litigation and in other non-contentious transactions.

Website: www.bowmanslaw.com
Email: francis.kamuzora@bowmanslaw.com
Contacts: Francis Kamuzora 
 Audax Kameja

TANZANIA

TÜRKİYE

Destek Patent
Destek Patent was established in 1983 and has been 
a pioneer in the field of Intellectual Property Rights, 
providing consultancy services in trademark, patent 
and design registrations for almost 40 years.
Destek Patent provides its clients with excellence 
in IP consultancy through its 16 offices located in 
Türkiy e, Switzerland, Kazakhstan, UAE and the UK.
Besides its own offices, Destek Patent also provides 
IP services in 200 jurisdictions via its partners and 
associates.

Address: Spine Tower Saat Sokak No: 5 Kat:13   
Maslak-Sarıyer / İstanbul - 34485 Türkiye

Tel: +90 212 329 00 00
Website: www.destekpatent.com
Email: global@destekpatent.com
Contact: Simay Akbaş

simay.akbas@destekpatent.com

Marks n Brands 
Intellectual Property
MnB IP is a specialized IP firm providing high quality 
services including the registration and maintenance of 
trademarks, industrial designs, patents and copyrights 
in the United Arab Emirates, Saudi Arabia, Oman, 
Bahrain, Kuwait and across the MENA (Middle East 
& North Africa) region for both the individual and 
corporate clients. We are committed to provide high 
quality professional services through personal 
attention to the clients’ needs.

Tel: +971 56 936 7973
Website: www.marksnbrandsip.com
Email: info@marksnbrandsip.com
Contact: Mahin Muhammed

UNITED ARAB EMIRATESUNITED ARAB EMIRATES

Fenix Legal
Fenix Legal, a cost-efficient, fast and professional 
Patent and Law firm, specialized in intellectual 
property in Europe, Sweden and Scandinavia. Our 
consultants are well known, experienced lawyers, 
European patent, trademark and design attorneys, 
business consultants, authorized mediators and 
branding experts. We offer all services in the IP field 
including trademarks, patents, designs, dispute 
resolution, mediation, copyright, domain names, 
IP Due Diligence and business agreements.

Tel: +46 8 463 50 16
Fax: +46 8 463 10 10
Website: www.fenixlegal.eu
Email:  info@fenixlegal.eu
Contacts: Ms Maria Zamkova
 Mr Petter Rindforth

SWEDEN
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United Trademark & Patent Services
International Intellectual Property Attorneys 
specialising in Trademarks, Patents, Designs, 
Copyrights, Domain Name Registration, Litigation & 
Enforcement services.

Address: 85 The Mall Road, Lahore 54000, 
Pakistan

Tel: +92 42 36285588, +92 42 36285590,
+92 42 36285581, +92 42 36285584

Fax: +92 42 36285585, +92 42 36285586,
+92 42 36285587

Website: www.utmps.com & www.unitedip.com
Email: unitedtrademark@unitedtm.com
Contact: Yawar Irfan Khan, Hasan Irfan Khan

PAKISTAN

POLAND

Sigeon IP, Grzelak & Partners 
Sigeon IP, Grzelak & Partners are professionals 
specializing in the protection of intellectual property 
rights, as well as in broadly defined patent, trademark, 
design, legal, IP- related business, management and 
strategic consulting. Thanks to the close cooperation 
within one team of the Polish and European Patent & 
Trademark Attorneys, Attorneys-at-Law and business 
advisors, we offer the highest quality “one-stop-shop” 
service in Poland and Europe. 

Tel: +48 22 40 50 401/301
Fax: +48 22 40 50 221
Website: www.sigeon.pl/en
Email:  ip@sigeon.pl
Contacts: anna.grzelak@sigeon.pl (patents,   

management & international cooperation)
tomasz.gawrylczyk@sigeon.pl 
(trademarks, designs & legal)

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: United Trademark & Patent Services   
Ahmed Al-Misnad Building, Building No. 241, 
2nd Floor, Office 9, Street No. 361,   
Zone No. 37, Mohammad Bin Thani Street, 
Bin Omran P.O.Box : 23896 Doha

Website: www.utmps.com
Email: qatar@unitedTM.com &    

unitedtrademark@unitedtm.com
Contact: Ahmed Tawfik & M.Y.I. Khan

QATAR

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: United Trademark & Patent Services   
30th Street, Olaya Opposite to Madarris Al  
Mustaqbil, P.O. Box 15185, Riyadh 11444, 
Kingdom of Saudi Arabia

Website: www.utmps.com
Email: saudia@unitedtm.com &    

unitedtrademark@unitedtm.com
Contact: Dr.Hasan Al Mulla & 

Justice R Farrukh Irfan Khan

SAUDI ARABIA

To list 
your fi rm in
this section,
please email 

katie@
ctclegalmedia.com

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: United Trademark & Patent Services   
Suite No. 702, 7th Floor, Commercial   
Centre, Ruwi Muscat, Sultanate of Oman, 
P. O. Box 3441, Postal Code 112 Ruwi,  
Sultanate of Oman

Website: www.utmps.com
Email: oman@unitedtm.com &    

unitedtrademark@unitedtm.com
Contact: S.Maqbool & T.F. Khan

OMAN

Boldiz Law Firm s.r.o.
Boldiz Law Firm is a boutique law firm which provides 
high quality services and solutions that support client´s 
needs in national (Slovak) and European trademark & 
design law in a cost-efficient way.
We are a full-service brand protection law firm, 
qualified to assist with all types of legal services 
related to trademarks and designs, such as 
registrations, oppositions, litigation, IP enforcement 
services and many others.

Tel: +421 915 976 275
Website: www.boldiz.com/en
Email: info@boldiz.com
Contact: Dr. Ján Boldizsár

SLOVAKIA

Vakhnina and Partners
The team at “Vakhnina & Partners” comprises of highly-
qualified patent and trademark attorneys and lawyers.

Major areas of expertise of our patent team: Chemistry, 
Pharmaceuticals, Biotechnology, Biochemistry, etc.

We handle our clients’ cases in Russia, Armenia, 
Kyrgyzstan, at Eurasian Patent Office, and cooperate 
with partners and associates in other Eurasian 
countries: Georgia, Belarus, Kazakhstan, Azerbaijan, 
Turkmenistan, Uzbekistan, Moldova, Tajikistan. 

Our attorneys are members of INTA, FICPI, AIPPI, LESI, 
ECTA, PTMG.
Address: Moscow, Russia
Tel: +7-495-946-7075 
Website: https://www.vakhnina.com  
Email: ip@vakhnina.com  
Contact: Dr. Tatiana VAKHNINA
 Dr. Alexey VAKHNIN

RUSSIA

POLAND

LION & LION Kancelaria 
Patentowa Dariusz Mielcarski
We offer:
- a full range of services related to patents, 

utility models, designs and trademarks in Poland 
as well as Community Designs and 
European Trademarks in the EU

- cooperation with patent agencies in all PCT countries
- preparation of patent applications from scratch 

for filing in the USA
- validations of EU patents in Poland,
- annuity payments

Tel: +48 663 802 804
Website:   www.LIONandLION.eu
Email:  patent@lionandlion.eu
Contact:  Dariusz Mielcarski, 

Patent and Trademark Attorney
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Our mission at GLP is to provide top level
intellectual property services to the best
companies in the world.

Pushing
forward

the world’s
greatest

innovators.
For more than five decades, GLP
has been offering a complete range of 
services for the structured protection of 
intellectual property.

Our Clients range from artisans
to some of the Top Companies on the 
Forbes 500 list, for whom we provide 
initial consultancy and support in 
lawsuits – both as plaintiff and 
defendant – throughout the world.

The quality of our services,
commitment of our team and
ability to achieve our Clients'
highest objectives, led GLP
to be a world-class leader
in the IP business.

Patents
Trademarks

Designs

Legal Actions & Contracts
Online Brand Protection

IP Strategy

Scan and
download our app

EU IP Codes:
Get your

IP toolbox now!

Your European
IP Partner
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Via L. Manara 13
20122 MILANO

Tel: +39 02 54120878
Email: glp.mi@glp.eu

Viale Europa Unita 171
33100 UDINE

Tel: +39 0432 506388
Email: glp@glp.eu

Via di Corticella 181/4
40128 BOLOGNA

Tel: +39 051 328365
Email: glp.bo@glp.eu

Other offices:
PERUGIA  ·  ZÜRICH

SAN MARINO

glp .eu
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Pakharenko & Partners
Pakharenko & Partners provides full IP service coverage 
in Ukraine, CIS countries and Baltic states and has 
offices in Kyiv and London. We pride ourselves on an 
exclusive expertise and experience in the fields of IP 
law, anti-counterfeiting and anti-piracy, pharmaceutical 
law, competition law, advertising and media law, 
corporate law, litigation and dispute resolution.

Address: P.O.Box 78, 03150 Kyiv, Ukraine
Visiting: Business Centre ‘Olimpiysky’,
 72 Chervonoarmiyska Str., Kyiv 03150,
 Ukraine
Tel: +380(44) 593 96 93
Fax: +380(44) 451 40 48
Website: www.pakharenko.com
Email: pakharenko@pakharenko.com.ua
Contact: Antonina Pakharenko-Anderson
 Alexander Pakharenko

UKRAINE

ElMar-IP Agency
ElMar-IP Agency was founded in 2010 and specializes 
in the intellectual property rights protection in Ukraine. 
Providing of services by specialists with more than 
15 years’ experience, professional competence and 
education, competitive prices with client budget 
orientation allow us to provide our clients with the 
range of IP services including representation before the 
Trademark and Patent Office, the Board of Appeal and 
in court procedures.

Tel: +38 093 587 91 25
Website: https://elmar-ip.com/ 
Email: elmarip33@gmail.com 
 clients@elmar-ip.com 
Contact: Mrs. Elvira Volkova
 Mrs. Julia Postelnik

UKRAINE

A subscription to The Trademark Lawyer magazine will ensure 
that you and your colleagues have detailed information on 

all the most important developments within the international 
trademark law industry.

The Trademark Lawyer magazine is dedicated only to the 
trademark industry and is written by trademark experts for 

trademark professionals worldwide.
A subscription includes a hard copy and an electronic copy 
which can also be read easily on your smartphone or tablet.

Subscribe now!

Tel: +44(0)20 7112 8862  Fax to: +44(0)20 7084 
0365  E-mail: subscriptions@ctclegalmedia.com

Sipi Law Associates
The firm provides world class IP services in Uganda 
and the ARIPO region, specialising in Trademark, 
patent and copyright protection. 
Hundreds of clients have recognised our quality of 
service quick turnaround time and competitive fees. 
The firm provides transactional advice for IP filings as 
well as counsel on how to commercialise and enforce 
rights in Uganda in mergers, acquisitions, franchises 
or distributorship arrangements. 
SIPI Law Associates is a proud member of INTA and 
GALA.

Tel/Fax: 256-393272921 OR 256-752403763
Website: https://sipilawuganda.com/
Email: info@sipilawuganda.com 
Contact: Paul Asiimwe and Dinnah Kyasimire

UGANDA

Tri Viet & Associates
Tri Viet & Associates is a registered and fully licensed IP 
& LAW FIRM based in Hanoi, Vietnam. The firm 
provides a full range of IP services, strongly focuses on 
PATENT and PCT services, in a wide range of industries 
and modern technologies, in Vietnam, Laos, Cambodia, 
Myanmar, and other jurisdictions upon client’s inquiries.

Tri Viet & Associates is a member of AIPPI, INTA, 
APAA, VBF, HBA, VIPA.

Tel: +84-24-37913084
Fax: +84-24-37913085
Website: www.trivietlaw.com.vn
Email: info@trivietlaw.com.vn
Contact: Nguyen Duc Long (Mr.), Managing Partner,
 Reg. Patent & Trademark Attorney
Linkedin: https://www.linkedin.com/in/longnguyen-tva

VIETNAM

United Trademark & Patent Services
International Intellectual Property Attorneys
United Trademark and Patent Services is a leading firm 
of lawyers and consultants specializing in Intellectual 
Property (IP) Rights and Issues. Our services include 
searching, filing, prosecution, registration, licensing, 
franchising, transfer of technology, arbitration, dispute 
resolution, enforcement & litigation, anti-counterfeiting, 
due diligence and counselling.

Address: United Trademark & Patent Services   
Suite 401-402, Al Hawai Tower, 
Sheikh Zayed Road, P.O. Box 72430,   
Dubai, United Arab Emirates

Website: www.utmps.com
Email: uae@unitedtm.com &    

unitedtrademark@unitedtm.com
Contact: M.F.I. Khan, SM. Ali & Maria Khan  

U.A.E.

Pham & Associates
Established in 1991, staffed by 110 professionals 
including 14 lawyers and 34 IP attorneys, Pham & 
Associates is a leading IP law firm in Vietnam. The 
firm has been being the biggest filers of patents, 
trademarks, industrial designs and GIs each year 
and renowned for appeals, oppositions, court actions, 
out-of-court agreements and handling IP 
infringements. The firm also advises clients in all 
aspects of copyright and other matters related to IP.

Tel: +84 24 3824 4852
Fax: +84 24 3824 4853
Website: www.pham.com.vn
Email: hanoi@pham.com.vn
Contact: Pham Vu Khanh Toan, Managing Partner,
 General Director
 Tran Dzung Tien, Senior IP Consultant

VIETNAM

ELITE LAW FIRM
ELITE LAW FIRM is very pleased to assist our 
esteemed clients in Registration of their Intellectual 
property rights Safely, Effectively and Handle IP Rights 
disputes Quickly So that Clients can Do Business 
Strongly and Successfully Develop.

Tel:  (+84) 243 7373051
Hotline:  (+84) 988 746527
Website:  https://lawfirmelite.com/
Email:  info@lawfirmelite.com
Contact:  Nguyen Tran Tuyen (Mr.)

 Patent & Trademark Attorney
  tuyen@lawfirmelite.com

  Hoang Thanh Hong (Ms.) 
  Manager of IP Division
  honght@lawfirmelite.com 

VIETNAM
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MEXICO

Industrial and
Intellectual Property

Litigation

Licensing 
Enforcement

Entertainment 
and Sport Law

Copyrights

Enrique A. Diaz  ediaz@goodrichriquelme.com  (5255) 5525 1422

Jaime Delgado  jdelgado@goodrichriquelme.com  (5255) 5207 5324

Juan Carlos Suarez  jcsuarez@goodrichriquelme.com  (5255) 5207 9261

Guillermo Sosa              gsosa@goodrichriquelme.com             (5255) 5207 7561

Paseo de la Reforma 265, M2
Col. y Del. Cuauhtemoc, 06500 Mexico, D.F.
Tel. (5255) 5533 0040, Fax. (5255) 5207 3150

e-mail: mailcentral@goodrichriquelme.com
website: www.goodrichriquelme.com
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